TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the
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Bef ore KRASS, JERRY SM TH, and FLEM NG Adm ni strati ve Patent
Judges.

FLEM NG, Adm ni strative Patent Judge.

DECI SI ON ON APPEAL

! Application for patent filed August 16, 1994. According
to appellants this application is a continuation of
Application No. 08/036,941, filed March 25, 1993, now
abandoned; which is a continuation of Application No.
07/ 960, 238, filed COctober 13, 1992, now U. S. Patent No.
5,216,372, issued June 1, 1993; which is a continuation of
Application No. 07/737,344, filed July 29, 1991, now
abandoned.



This is a decision on appeal fromthe final rejection of
clainms 18 through 21, 25 and 27 through 31. dCdains 1 through
17, 22 through 24, and 26 have been cancel ed. After the

final
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rejection, Appellants filed an anmendnent canceling claim 31
whi ch was entered by the Exam ner. Therefore, clains 18
through 21, 25 and 27 through 30 are properly before us for
our consideration on appeal.

The invention relates to a nmethod and apparatus for using
m crowave technology to precisely nmeasure the thickness of the
| ayers of rubber covering the steel belts within a tire as a
function of the phase of the reflected m crowave signal.

| ndependent claim 18 is reproduced as foll ows:

18. A nethod for making a determnation related to
t hi ckness of a material using mcrowave signals,
conpri si ng:
provi di ng an apparatus for generating a transmtted
m crowave si gnal
| ocating said apparatus relative to the materi al;
sending said transmtted m crowave signal towards
t he mat eri al using said apparatus and causi ng said
transmtted signal to be incident on the material;
receiving using said apparatus a reflected m crowave
signal reflected by the material;
extracting information fromsaid transmtted signal;
extracting information fromsaid refl ected signal;
determining a val ue using said extracted information
fromsaid transmtted signal and said extracted

i nformati on fromsaid reflected signal, with said val ue
related to phase of an effective reflection coefficient,
said effective reflection coefficient related to a ratio
of said transmtted m crowave signal and said reflected
m crowave signal, said determ ning step being dependent on
any di stance between said apparatus and the nateri al
and, when a distance is present between said apparatus and
t he material, said determ ning step includes taking

i nto account sai d di stance and
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finding a thickness of the material using said val ue
related to said phase.

The Exam ner does not rely on any references for the
rejection.

The specification is objected to under 35 U . S.C. § 112,
first paragraph, for failing to provide an adequate witten
description of the invention. dCains 18 through 21, 25 and 27
through 30 stand rejected for the reasons set forth in the
objection to the specification. Cdains 18 through 21, 25 and
27 through 30 stand rejected under 35 U.S.C. 8§ 112, second
par agraph, for failing to particularly point out and
distinctly claimthe subject matter which appellants regard as
their invention.

Rat her than repeat the argunents of Appellants or the

Exam ner, we nake reference to the briefs? and the answer for

2Appel lants filed an appeal brief on Novenber 20, 1995.
Appel lants filed a reply appeal brief on March 25, 1996. The
Exam ner stated in the Examiner’s letter mailed April 19, 1996
that the reply brief has been entered and consi dered but no
further response by the Exam ner is deened necessary.
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the details thereof.
CPI NI ON
After a careful review of the evidence before us, we do
not agree wth the Exam ner that clains 18 through 21, 25 and

27 through 30 are properly rejected under 35 U S.C. § 112.

It is not clear whether the Exam ner is objecting to the
specification on the basis of witten description or
enabl ement. Qur review ng court has made it clear that
written description and enabl enent are separate requirenents
under the first paragraph of 35 U S.C. § 112. Vas-Cath Inc.
v. Mhurkar, 935 F.2d 1555, 1560, 19 USPQ2d 1111, 1114 (Fed.
Cr. 1991). Thus, we will treat these two issues separately.
"The function of the description requirenent [of the
first paragraph of 35 U S.C. 112] is to ensure that the
I nventor had possession, as of the filing date of the
application relied on, of the specific subject natter |ater
claimed by him" 1In re Wertheim 541 F.2d 257, 262, 191 USPQ

90, 96 (CCPA 1976). "It is not necessary that the application
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describe the claimlimtations exactly, . . . but only so
clearly that persons of ordinary skill in the art wll
recogni ze fromthe disclosure that appellants invented
processes including those Iimtations.” Wertheim 541
F.2d at 262, 191 USPQ at 96 citing In re Snythe, 480 F.2d
1376, 1382, 178 USPQ 279, 284 (CCPA 1973). Furthernore, the
Federal Circuit points out that "[i]t is not necessary that

the clained subject matter be described identically, but the
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di scl osure originally filed nust convey to those skilled in
the art that applicant had invented the subject natter |ater
claimed.” Inre Wlder, 736 F.2d 1516, 1520, 222 USPQ 369,
372 (Fed. Gr. 1984), cert. denied, 469 U S. 1209 (1985),
citing In re Kaslow, 707 F.2d 1366, 1375, 217 USPQ 1089, 1096
(Fed. Cr. 1983).

On page 3 of the answer, the Exam ner argues that
Appel l ants' clainms 18 and 25 require separate and i ndependent
readi ngs of the transmtted and received signals. The
Exam ner argues that no such approach has been di scl osed by
Appel lants. Fromthis argunment, it appears that the Exam ner
is arguing that the originally filed specification fails to
provi de a description of separate and i ndependent readi ngs of
the transmtted and received signals as now | ater clained by
Appel | ant s.

In the reply brief, Appellants argue that the scope of
clainms 18 and 25 enconpasses the preferred enbodi nent as shown
in Figure 1 in which the standi ng wave nade up of both the
transmtted and received signals as well as the enbodi nent in

which the signals are separately read. Appellants argue that
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they are not precluded from enconpassi ng ot her enbodi nents in

t he broadest aspects of their clainmed invention.

We agree with Appellants that they are not precluded from
claimng in such a way as to enconpass ot her enbodi nents,
however, we do not have to reach this holding for this issue
here. W note on page 18 of the originally-filed
specification the following is found:

The precedi ng di scussi on has assuned that the
transmtting and receiving functions are conbined in

a single waveguide. This is the preferred

enbodi nrent of the present invention. However, it

woul d be possible to inplenent the present invention

with separate transmtter and receiver which

determ nes the phase shift of the reflected signa

with respect to the transmtted signal.

Fromthis description, we find that Appellants did have
possession, as of the filing date of the application relied
on, of the specific subject matter later clainmed by them
Thus, we will not sustain the rejection on the basis of
witten description.

Now, we will turn to the rejection based upon enabl enent.

In order to conply with the enabl ement provision of 35 U S. C

8
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§ 112, first paragraph, the disclosure nust adequately
describe the clained invention so that the artisan could

practice it w thout undue experinentation. |In re Scarbrough,
500 F.2d 560, 565, 182 USPQ 298, 302 (CCPA 1974); In re
Brandstadter, 484 F.2d 1395, 1405-06, 179 USPQ 286, 294 (CCPA
1973); and In re Gay, 309 F.2d 769, 772, 135 USPQ 311, 315
(CCPA 1962). |If the Exam ner had a reasonable basis for
questioning the sufficiency of the disclosure, the burden
shifted to the Appellant to cone forward with evidence to

rebut this challenge. 1In re Doyle, 482 F.2d 1385, 1392, 179
USPQ 227, 232 (CCPA 1973), cert. denied, 416 U S. 935 (1974);
In re Brown, 477 F.2d 946, 950, 177 USPQ 691, 694 (CCPA 1973);
and In re Ghiron, 442 F.2d 985, 991, 169 USPQ 723, 728 (CCPA

1971). However, the burden was initially upon the Exam ner to
establish a reasonabl e basis for questioning the adequacy of

the disclosure. Inre Strahilevitz, 668 F.2d 1229, 1232, 212
USPQ 561, 563 (CCPA 1982); In re Angstadt, 537 F.2d 498, 502,
190 USPQ 214, 218 (CCPA 1976); and In re Arnbruster, 512 F. 2d

676, 677, 185 USPQ 152, 153 (CCPA 1975).
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The Exam ner argues that the specification on page 18
fails to disclose any structure to any degree of enabling
detail. Appellants argue on page 3 of the reply brief that
the Exam ner has only stated a conclusion. Appellants point
out that the Exam ner did not provide any support for this
concl usi on.

Upon a careful review of the record, we find that the
Exam ner did not have a reasonabl e basis for questioning the
sufficiency of the disclosure, and thereby the burden did not

shift to the Appellants to conme forward with evidence to rebut

10
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this challenge. W note that the Exam ner has not provided
any reasonabl e basis for questioning the adequacy of the

di scl osure. Furthernore, w thout any basis provided by the
Exam ner, we do find that one of ordinary skill in the art
with only routine

experinmentati on woul d have been able to nake and use a system
that has the capability to separately nmeasure the transmtted
and received signals to obtain the phase difference between
these signals. Therefore, we will not sustain the Exam ner's
rejection under 35 U S.C. § 112, first paragraph.

Cainms 18 through 21, 25 and 27 through 30 stand
rejected under 35 U. S.C. 8§ 112, second paragraph, for failing
to particularly point out and distinctly claimthe subject
matter which appellants regard as their invention. Analysis
of 35 US.C. § 112, second paragraph, should begin with the
determ nati on of whether clains set out and circunscribe the
particular area with a reasonabl e degree of precision and
particularity; it is here where definiteness of the |anguage
must be anal yzed, not in a vacuum but always in |ight of
teachings of the disclosure as it would be interpreted by one

possessing ordinary skill in the art. In re Johnson, 558 F.2d

11
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1008, 1015, 194 USPQ 187, 193 (CCPA 1977), citing In re Moore,
439 F. 2d 1232, 1235, 169 USPQ 236, 238 (1971). Furthernore,
our review ng court points out that a claimwhich is of such
breadth that it reads on subject matter disclosed in the prior
art is rejected under 35 U . S.C. 8§ 102 rather than under 35
US C 8§ 112, second paragraph. See In re Hyatt, 708 F.2d
712, 715, 218 USPQ

195, 197 (Fed. Cir. 1983) and In re Borkowski, 422 F.2d 904,

909, 164 USPQ 642, 645-46 (CCPA 1970).

Appel | ants point out on page 17 of the brief that the
Exam ner has not offered any salient points or cogent
reasoning for rejecting Appellants' clains under 35 U S.C. 8§
112, second paragraph. W also fail to find that the Exam ner
has provi ded any reasons for this rejection. Wthout the
benefit of the Exam ner's specific reasoning, we find that the
clainms set out and circunscribe the invention with a
reasonabl e degree of precision and particularity in |ight of
teachings of the disclosure as it would be interpreted by one
possessing ordinary skill in the art. Therefore, we wll not
sustain the Exam ner's rejection under 35 U S.C. 8§ 112, second

par agr aph.

12
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In view of the foregoing, the decision of the Exam ner

rejecting clains 18 through 21, 25 and 27 through 30 is

rever sed.
REVERSED
ERROL A. KRASS )
Adm ni strative Patent Judge )
)
)
)
) BOARD OF PATENT
JERRY SM TH ) APPEALS
Adm ni strative Patent Judge ) AND
) | NTERFERENCES
)
)
)
M CHAEL R. FLEM NG )
Adm ni strative Patent Judge )
MRF/ sl d
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Sheri dan, Ross & Mcintosh
1700 Linclon Street

Sui te 3500

Denver, CO 80203
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APJ FLEMING

APJ SMITH

APJ KRASS

REVERSED

Prepared: January 21, 2000



