TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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Bef ore W NTERS, DOMEY and WARREN, Adm ni strative Patent
Judges.

W NTERS, Administrative Patent Judge.

DECI S| ON ON APPEAL

Thi s appeal was taken fromthe exam ner's deci sion
rejecting clainms 42 and 46 through 61, which are all of the

clainms remaining in the application.

ppplication for patent filed October 21, 1993. According to
appel lants, this application is a continuation of Application 07/881, 694,
filed May 12, 1992, now abandoned.
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Clains 42 and 52, which are illustrative of the subject
matter on appeal, read as foll ows:

42. An aqueous pesticide formulation having a
content conprising (1) between about 10-80 wei ght
percent of a fungicidal ingredient selected fromthe
group consist-ing of alkali metal and amoni um

bi car bonat es, based on the wei ght of ingredients;
(2) between about 0.5-20 wei ght percent of a water-
sol ubl e pol yhydroxy conpati-bility enhancing
ingredient which is in solid format a tenperature
bel ow about 10°C, based on the wei ght of
ingredients; (3) between about 0.01-10 wei ght
percent of an insecticidal ingredient, based on the
formul ati on wei ght; and (4) between about 1-20

wei ght percent of a surfactant ingredient, based on
the wei ght of water-soluble [sic] ingredients.

52. A nethod of controlling fungal disease and

I nsect damage in agricultural and horticultura
appl i cations which conprises applying to cultivated
crops an aqueous pesticide formulation having a
content conprising (1) between about 10-80 wei ght
percent of a fungicidal ingredient selected fromthe
group consisting of alkali nmetal and amni um

bi car bonat es, based on the wei ght of ingredients;

(2) between about 0.5-20 weight percent of a water-
sol ubl e pol yhydroxy conpati bility enhanci ng
ingredient which is in solid format a tenperature
bel ow about 10°C, based on the wei ght of

i ngredients; (3) between about 0.01-10 wei ght

percent of an insect-icidal ingredient, based on the
formul ati on weight; and (4) between about 1-20

wei ght percent of a surfactant ingredient, based on
t he wei ght of water-insoluble ingredients.

The references relied on by the exam ner are:
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Wellinga et al. (Wllinga) 3,933,908 Jan. 20, 1976

Koch et al. (Koch) 4,324,799 Apr .
13, 1982

Msato et al. (M sato) 4,599, 233 Jul . 08,
1986

Lahm 4, 960, 784 Cct .
02, 1990

Joo et al. 53- 096319 Aug. 23,
1978

(Japanese Kokai Patent)

Cosum 60- 153785 Aug. 13,
1985

(Japanese Kokai Patent)

Chem cal Abstracts, Volunme 92, Nunber 5, issued February

4, 1980, D.L. Coudriet, et al. "D flubenzuron; |aboratory

eval uati on agai nst three | epi dopteran pests of

veget abl es” chem abstract no. 92:35946q, abstracting J.

Ga. Entonol. Soc. 1979, 14(4), 325-9 (Eng.).

The issues presented for review are: (1) whether the
exam ner erred in rejecting clains 42 and 46 through 61 under
35 U.S.C. 8§ 112, second paragraph, as indefinite; and (2)
whet her the exam ner erred in rejecting clains 42 and 46
through 61 wunder 35 U.S. C. 8§ 103 as unpatentabl e over the
conbi ned di scl o-sures of Wellinga, Msato, Japanese Koka

Pat ent Publication No. 53-096319, Japanese Kokai Patent

Pat ent Publ i cati on No. 60- 153785, Koch, Lahm and Chem ca
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Abstracts 92: 359460.
On consideration of the record, including appellants’
main brief and Reply Brief and the Exam ner's Answer, we shal

not sustain these rejections.

35 US.C. 8 112, second paragraph

The appeal ed clains stand rejected under 35 U S.C. § 112,
second paragraph, as indefinite in view of the recitation (1)

bet ween about 10-80 wei ght percent of a fungicidal ingredient

sel ected fromthe group consisting of alkali netal and
amoni um bi car bonat es, based on the wei ght of ingredients; and
(2) between about 0.5-20 wei ght percent of a water-sol uble

pol yhydroxy conpati bility enhancing ingredient which is in
solid format a tenperature bel ow about 10°C, based on the

wei ght of ingredients. The expression "based on the wei ght of
i ngredients" refers to the relative weight of an individua

i ngredi ent (al kali metal or anmmoni um bi carbonate or a water-
sol ubl e pol yhydroxy conpatibility enhancing ingredient) as a
percentage of the total weight of ingredients. According to

the exam ner, however, it is unclear whether the weight of the
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aqueous nediumis excluded fromthe total weight of the

i ngredients (Exam ner's Answer, page 4). W disagree.

As stated in In re Sneed, 710 F.2d 1544, 1548, 218 USPQ

385, 388 (Fed. Gir. 1983),
[i]t is axiomatic that, in proceedings before the
PTO, clainms in an application are to be given their
br oadest reasonable interpretation consistent with
the specifi-cation, and that claimlanguage should
be read in light of the specification as it would be
interpreted by one of ordinary skill in the art.
[Ctations omtted].
Fol Il owi ng that principle of claiminterpretation, we concl ude

that "[t] he weight of the aqueous nmediumis excluded” (main

brief, page 7, first paragraph). This beconmes clear on
reading the claimlanguage in |ight of the specification as it
woul d be interpreted by one of ordinary skill in the art. See
the specification, page 3, |ast paragraph, stating that "[t]he
inorganic salt ingredient typically will conprise between
about 10-80 wei ght percent based on the weight of dry blend
formula-tion.” By the same token, see the specification, page
6, first paragraph, stating that "[t]he conpatibility
enhancing ingredient is incorporated in a quantity between
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about 0.5-20 wei ght percent, based on the weight of
ingredients in a dry blend insecticide conposition”
The rejection under 35 U.S.C. § 112, second paragraph, is

reversed.

35 U S.C._ 8§ 103

Conmbining the cited references to neet appellants' clains
requires overconmng two hurdles. In our judgnent, the
exam ner overcones the first hurdle, but not the second.
Accordingly, on this record, the exam ner does not establish
that the clainmed conposition and nmethod woul d have been
obvious at the tinme the invention was nade to a person having

ordinary skill in the art.

We agree that Wellinga constitutes relevant prior art,
and that Wellinga would have | ed a person having ordi nary
skill in the art to an aqueous pesticide fornulation
conprising (3) diflu- benzuron, and (4) a surfactant in
rel ati ve amounts neeting the terns of the appeal ed cl ai ns.

Wl l'inga al so suggests addi ng known pesticidal conpounds, for
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exanpl e, fungicides to that fornulation to broaden the

spectrumof its activity (Wllinga, col. 11, line 28 thru col
12, line 11). W believe that it would have been obvious to a
person having ordinary skill in the art to nodify Wellinga's

aqueous pesticide formul ation, per the teachings of Msato, by
addi ng sodi um bi carbonate in anmounts neeting the terns of
appel l ants' clains. M sato discloses that sodi um bi carbonat e,
I n conbination with an appropriate enulsi-fier, is a safe,
non-pol luting agricultural and horticultural fungicide. The
conbi ned di scl osures of Wellinga and M sato overcone the
exam ner's first hurdle and woul d have | ed to an aqueous
pesticide formulation conprising (1) sodium bi carbonate, (3)
di fl ubenzuron, and (4) a surfactant in relative anounts
nmeeting the terns of appellants' clains.

In overcom ng the second hurdle, the exam ner nust
establish that it would have been obvious to add (2)

di hydr oxybenzene not

only to an aqueous pesticide formulation conprising (3)
di fl uben-zuron and (4) a surfactant in appropriate anounts but
rat her to an aqueous pesticide formulation conprising (1)

7
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sodi um bi carbo-nate, (3) diflubenzuron, and (4) a surfactant

I n appropriate anounts. That is, the exam ner nust establish
that it would have been obvious to add di hydroxybenzene to a
conposition of Wellinga, nodified per the teachings of M sato,
as di scussed above.? The exami ner attenpts to overcone this
hurdl e based on the Koch discl osure of o-di hydroxybenzene
anong a | arge nunber of "possible fungicidal partners" m xed
with thioglycolic acid anilides having the fornmula (1). See
Koch, col. 11, line 20, nam ng o-di hydroxybenzene anong a |i st
of "possible fungicidal partners” running fromcol. 9, line 56
through col. 14, line 6. This is where the exam ner's case
breaks down. In our judgnent, a person having ordinary skil
in the art would not have sel ected o-di hydroxybenzene from
Koch's lengthy |ist of "possible fung-icidal partners,"” and
added sane to an aqueous pesticide fornu-lation conmprising (1)

sodi um bi carbonate, (3) diflubenzuron, and

2Di hydr oxybenzene is a preferred water-sol ubl e pol yhydroxy conpatibility
enhancing ingredient (2) and constitutes el ected subject natter in this case
(exam ner's answer, page 3).
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(4) a surfactant wi thout the inperm ssible use of appellants
di scl osure as a guide. On consideration of the record,
i ncludi ng appellants' nmain brief and Reply Brief, and the
Exam ner's Answer, we believe that the § 103 rejection is
predi cated on the inperm ssible use of hindsight and nust be
reversed.

In conclusion, we reverse the examner's rejections under

35 U.S.C § 112, second paragraph, and 35 U. S.C. § 103.

REVERSED

SHERVAN D. W NTERS )
Adm ni strative Patent Judge )

)

)

) BOARD OF PATENT
MARY F. DOMNNEY ) APPEALS AND
Adm ni strative Patent Judge ) | NTERFERENCES

)

)

)
CHARLES F. WARREN )
Adm ni strative Patent Judge )

vsh
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Charles B. Barris

Church & Dwi ght Co., Inc.
469 North Harrison Street
Princeton, NJ 08543
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