THL'S OPI NI ON WAS NOT_ WRI TTEN FOR PUBLI CATI ON
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! Application for patent filed July 20, 1994. According to
appel l ants, the application is a continuation of Application
08/ 021,640, filed February 16, 1993, abandoned; which is a
continuation of Application 07/694,535, filed May 1, 1991,
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Before STONER, Chief Adnmi nistrative Patent Judge, and ABRAMS and
FRANKFORT, Adninistrative Patent Judges.

FRANKFORT, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 1 through 3 and 5 through 26. C aim4 has

been cancel ed.

Appel l ants' invention relates to an apparatus for the
interactive handling of objects, such as electronic docunents and
tools in a conputer workstation environment.? More particularly,
as noted in the paragraph bridging pages 2 and 3 of the
specification, an objective of the invention is to provide an
appar at us

wher eby the nenu of options is displayed and
wher eby novenents on or by the pointer device

2 As indicated on page 1 of the specification, within the
frame of the present application, tools (such as those neces-
sary to copy, transmt, store, etc. docunents and sets of data),
docunents, and the necessary suppl enental executabl e prograns
and data are indicated with the general term"objects.” O her
ki nds of objects are, for exanple, prograns enmul ating a
cal cul ator, agenda, cal endar and tel ephone directory or
comruni cati on equi pnent, as a tel ephone or fax.
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are adapted to hand novenents that a human
operator can nmake and renenber easily. An
apparatus in accordance with the invention is

therefore characterized in that the apparatus
conprises neans for displaying the options on
the viewscreen in a curved band and in that
the corresponding areas are positioned in a
correspondi ng band which is curved simlar to
the curved band on the viewscreen. Wile
working with a pointer device such as a nouse
or a stylus it is easier to target areas
along a curved line around a central area

| ocat ed sonmewhere beneath the hand of the
operator on a desk than to follow
substantially straight lines. Al so travel of
the pointer device fromthe centerpoint is
reduced and it is easier to renmenber the
position of each option by utilizing notor
and spatial nenory.

Claiml1l, one of two independent clains on appeal, is
representative of the subject matter on appeal and reads as
fol | ows:

1. Apparatus for interactive handling of objects,
whi ch appar atus conpri ses

a viewscreen for displaying a nenu of options and

a pointer device for pointing at one of a plurality of
correspondi ng areas each associated with one of the options
di spl ayed on the viewscreen, and thereby selecting one of said
opti ons,
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means for displaying the options on the viewscreen in a
non-cl osed, curved band, which band is curved such that normals
to the curvature of the band lie in the surface of the display,

t he options being displayed in regions of said band, and

the corresponding areas are positioned in a
correspondi ng band which is curved simlarly to the curved band
on the viewscreen

wher eby the corresponding area can be traced easily
without lifting the wist and the curved band suggests to the
user such a notion.

The prior art references of record relied upon by the
exam ner in rejecting the appeal ed cl ai ns are:

Day Jr. et al. (Day) 4,763, 356 Aug. 9, 1988

Cal l ahan et al. (Callahan), An Enpirical Conparison of Pie vs.
Li near Menus, Septenber 1987, pp. 1-14.

Claims 1 through 3, 9 through 11 and 15 through 26
stand rejected under 35 U.S.C. 8 103 as bei ng unpatent abl e over

Cal | ahan.

Clainms 5 through 8 and 12 through 14 stand rejected
under 35 U.S.C. 8§ 103 as being unpatentable over Callahan in view

of Day.
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Ref erence is nade to the exam ner's answer (Paper
No. 35, mailed January 23, 1996) for the exam ner's reasoning in
support of the above-noted rejections. Appellants' argunents
t hereagai nst are found in the brief (Paper No. 34, filed

Cct ober 23, 1995).

OPI NI ON

I n reaching our conclusion on the obviousness issues
raised in this appeal, we have carefully considered appellants’
specification and clains, the applied prior art, and the
respective viewpoi nts advanced by appell ants and the exam ner.
As a consequence of our review, we have nmade the determ nation
that the examner's rejections of the appeal ed clai ns under 35
U S.C. 8 103 cannot be sustained. However, we have al so deci ded
to remand the application to the exam ner for further

consi deration. Qur reasons foll ow

The exam ner's statenents notw t hstandi ng, when the

di scl osure of Callahan is fully considered, we fail to find
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therein any teaching or suggestion of a "neans for displaying the
options on the viewscreen in a non-closed, curved band" as set
forth in independent claim 1l on appeal and as set forth, in
somewhat di fferent |anguage, in independent claim 22 on appeal.
In each instance in Callahan (e.g., Figures 2, 4, 5 and 7), the
menu itenms (options) seen in the nmenu displayed on the viewscreen
are distributed so as to occupy the entire 360E of the pie nenu
and to establish wedge-shaped or sector-shaped activation regions

i ke that shown, for exanple, in Figure 5. There is sinply no

di scl osure or teaching in Callahan of the particular type of non-
cl osed, curved band nenu display formats di scl osed and cl ai ned by
appellants in the present application. As for the arbitrarily
shaped wi ndows seen in Figure 16 of the Callahan article, we note
the total |ack of any description of such nenu di splays and again
note our failure to find anything therein which teaches or
suggests "neans for displaying” non-closed, curved band nenu

formats |i ke those required in appellants' clains on appeal.

Further, |ike appellants, we observe that Call ahan

fails to teach or suggest "corresponding areas,"” as set forth
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in claiml on appeal, associated with a pointer device and
positioned in a correspondi ng band which is curved simlarly to
the curved band on the viewscreen "whereby the correspondi ng area
[sic, areas] can be traced easily without lifting the wist and
the curved band [on the viewscreen] suggests to the user such a

nmoti on."

In our view, it is only by using appellants' own
teachi ngs and relying upon inperm ssible hindsight that one
versed in the art would have been able to achi eve appel |l ants’

cl ai med apparatus for interactive handling of objects on the

basis of the teachings and di sclosure of Callahan. The Day
patent additionally relied upon by the examner in the §8 103
rejection of clainms 5 through 8 and 12 t hrough 14 adds not hi ng
whi ch accounts for or supplies the deficiencies in Callahan as

not ed above.

Since we perceive no factual basis in the prior art
relied upon which supports the examner's rejections and have

t hus determ ned that the exam ner's stated concl usi on of
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obvi ousness is based on hindsi ght reconstruction of the clainmed
invention fromisol ated di sparate teachings in the prior art, we
are conpelled to reverse the examner's rejections of clains 1

through 3 and 5 through 26 under 35 U. S.C. 8§ 103.

However, in evaluating the application before us on
appeal it has becone apparent that there are several issues which
require us to remand the application to the exam ner for further

consi der ati on.

The first of those issues relates to a question of the
adequacy of the disclosure of this application under 35 U.S. C

8§ 112, first paragraph, and of the definiteness of the clains on

appeal under 35 U.S.C. 8 112, second paragraph. In particular,
we are concerned that there appears to be no description in the
speci fication concerning exactly what constitutes the various
"means" set forth in clains 1, 8, 11 and 22 on appeal. As an
exanple, while one skilled in this art may well perceive the
"means for displaying” of clains 1 and 22, the "neans for

requesting” of claim8, and the "further display neans" of
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claim1l, lines 2-6 as being sone formof software, we are at

a conplete loss to understand what m ght constitute the "neans
for providing further corresponding areas . . ." set forth in
lines 7-9 of claim1l. In that sane vein, we are at a loss to
clearly understand the recitation in sone of the appeal ed clains
(e.g., clainms 3, 12, 13 and 14) that the apparatus "is arranged
for . . ." performng sone function. As an exanple, exactly how
is the apparatus "arranged for establishing correspondi ng areas
associated wth options in the nmenu before displaying the options
on the viewscreen," as set forth in claim13 on appeal? In
considering these kinds of issues the examner's attention is
directed to Sections 2106-2106.02 and 2185 of the Manual of

Pat ent Exam ni ng Procedure (Rev. 2, July 1996).

Further points to be considered by the exam ner
regardi ng i ssues under 35 U. S.C. 8§ 112, second paragraph, relate
to exactly what constitutes "a substantially circular band" as
required in claim3 on appeal and what constitutes a curved band
shape that is "substantially smaller than 360E' as set forth in

claims 19 and 22 on appeal .
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As a final point, we note that we are aware that
W ndows™ sof t ware avail able from M crosoft, installed on a
conputer having a viewscreen for displaying a nenu of itens
and a pointer device in the formof a nouse for pointing at one
of a plurality of corresponding areas each associated with one
of the options displayed on the viewscreen, has for nany years
had the capability, on its Program Manager display screen, of
allowing the icons therein to be arranged in any manner the user
chooses, e.g., in a non-closed, curved band wherein the icons are
arranged in an arc about an inmaginary center point and the band
is defined by inner and outer inmaginary concave curved |ines
enconpassi ng and contai ning the icon boxes and two spaced | ater
i magi nary |lines extending generally along a radius toward the
i magi nary center point. Mreover, when the user saves this
particular orientation of the icons on the Program Manager
di spl ay screen by activating the "Save Settings on Exit" comrand,

the next tine the user |ogs onto Wndows™ the software w ||
di splay the icon options in the non-cl osed, curved format
previously saved by the user. Thus, we conmmend to the exam ner a

consi deration of whether a conventional PC having a nouse i nput

10
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device and having installed thereon the well-known Wndows™
software at the tinme of appellants' invention would have been
responsive to the apparatus as defined in appellants' clains

on appeal .

REVERSED AND REMANDED

BRUCE H STONER, JR
Chi ef Adm nistrative Patent Judge

BOARD OF PATENT
NEAL E. ABRANMS APPEALS AND
Adm ni strative Patent Judge | NTERFERENCES

CHARLES E. FRANKFORT
Adm ni strative Patent Judge
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Cor por at e Patent Counsel
U.S. Philips Corporation
Pat ent Depart nent

580 White Plains Road
Tarrytown, NY 10591
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