TH'S OPI NI ON WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was
not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.
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Bef ore KRASS, BARRETT and CARM CHAEL, Adm nistrative Patent
Judges.

KRASS, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe final rejection of

claims 4 and 5. Caim6 has been wi thdrawn by appellant and

! Application for patent filed February 8, 1994.
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the exam ner has withdrawn the prior art rejection of clains 1
t hrough 4% and 7.

The invention pertains to the duplicating of an origina
docunment. After duplication of an original docunent at a
renote | ocation, verification is transmtted back to the
originating station and the original docunent is destroyed.
Claimb5, the only independent claimleft before us on appeal,
however, requires no transmssion to a renote |ocation nor
does it require a destruction of the original docunent.

| ndependent claim5 is reproduced as foll ows:

5. Apparatus for duplicating an original docunent
conprising in cooperative relationship: a conputer; a scanner
cooperative with said conmputer; a printer cooperative with
said conputer; a docunent transport nmechani sm cooperative wth
sai d scanner so as to transport a scanned docunent to a
view ng | ocation; a conputer nonitor cooperative with said
view ng |ocation so as to display information which has been
scanned which is in the conputer nenory with the transported
docunent; and a security area to which the scanned docunent
may be transported.

The exam ner relies on the follow ng references:

[juin et al. (1juin) 5,014, 135 May 7,
1991

2 Arejection of claim4 under 35 U S.C. 112, second
par agraph, remains.
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Qgat a 5, 283, 665 Feb. 1,
1994

Claim4 stands rejected under 35 U. S.C. 112, second
par agraph, as being indefinite, the exam ner contending that
“the validated docunent” on line 1 should be “the validated
verified printed information” and that “the original,” on line
3, should be “the original docunent.”

Claim5 stands rejected under 35 U. S.C. 103 as
unpat ent abl e over QOgata in view of 1juin.

Reference is made to the brief and answer for the

respective positions of appellant and the exam ner.

CPI NI ON

Turning first to the rejection of claim4 under 35 U S.C
112, second paragraph, we will sunmarily sustain this
rejection as appellant concedes the propriety of the rejection
at page 3 of the brief.

We now turn to the rejection of claim5 under 35 U. S. C
103.

W will also sustain this rejection. Appellant does not

di spute the substance of the rejection regarding the alleged
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teachi ngs of the applied references and how such is applied to
the clainmed subject matter. Rather, appellant contends first
that the Ogata patent is invalid and is, therefore, not a
proper reference. Further, appellant contends that since
Qgata was filed July 19, 1990 and Ijuin did not issue until
ten nonths later, on May 7, 1991, Qgata could not have relied
on Ijuin which did not exist, at the time of Ogata' s filing.
Appel l ant’ s reasoning is msplaced. |Issued United States
pat ents possess a presunption of validity.® A nere allegation
of invalidity, by appellant, without a proffer of any
evi dence, falls far short of overcom ng the statutory
presunption of validity. 1In any event, a reference, even an
invalid patent, is still a good reference against a claimfor
all that it does show The exam ner has explai ned that Ogata
di scl oses the subject matter of claim5 but for the “docunent
transport nmechanism” However, the exam ner has expl ai ned
that while not shown, Ogata would have inherently included a
docunent transport nechanismin the disclosed facsimle

device. |If necessary, the exami ner points to ljuin for a

# 35 U S C § 282
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showi ng of the notoriety of docunent transport nechanisns in
facsimle devices. Accordingly, while appellant argues that
the Qgata patent is “void” because the exam ner states that it
| acks a docunent transport nechani smand therefore, according
to appel |l ant, describes an “inoperative mechanisni [brief -
pages 4-5], on the contrary, the examner is alleging that a
docunent transport nmechani sm although not described in Qgata,
was so well known to artisans that Ogata did not need to
descri be such and that such a nechani sm woul d have been
“inherent” in Ogata. Therefore, to whatever extent

appel lant’s argunent in this regard is even relevant to the
rejection, there is clearly no evidence on this record which
is indicative of any inoperability of the Ogata devi ce.

Al so m splaced is appellant’s argunent that sonmehow t he
ref erences are not conbi nabl e because the patent to |Ijuin was
I ssued ten nonths after the filing date of the Ogata patent.
Appel | ant appears to be stating a new test for obvi ousness
under 35 U.S.C. 103; that is, that patent references may not
be conbi ned unl ess the patentee, or inventor, on one of two
ref erences actually knew about the work of the patentee, or

i nventor, of the other reference. The |udicrousness of this
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test is clear since, when dealing with two patent references,
one reference will alnost always have a patent date subsequent
to the other.

The test for obviousness under 35 U.S.C. 103 does not
depend on what the actual inventors of the devices which are
the subject of the applied references knew or did not know.

Rat her, the test is what the hypothetical artisan skilled in

the art and having the applied references before himher would
have known. Further, the critical date of interest is not the
filing date or the patented date of the references, vis a vis
each other, but, rather, the effective filing date of the
appl i cation under exam nation. |If the filing dates or the
patented dates of the applied references nmake those references
viabl e references, within 35 U S.C. 102, based on the
effective filing date of the application under exam nation,
then the tinme interval between the filing date of one of the
references and the patented date of another reference has
little relevance, if any, to a determ nation of obviousness,
within the neaning of 35 U.S.C. 103, of subject matter clained

in the pending application.
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In the instant case, the effective filing date of the
appl i cation under exam nation is February 8, 1994. Both (Ogata
(February 1, 1994) and ljuin (May 7, 1991) were patented prior
to the filing of the instant application. Accordingly, Ogata
and ljuin are both viable references under 35 U.S.C. 103. It
may very well be that, since Ogata s patented date does not
constitute a statutory bar under 35 U. S.C. 102(b), appell ant
m ght be able to swear behind the reference with an affidavit
or declaration, in accordance with 37 CFR 1.131. However,
appel | ant has presented no such affidavit or declaration.

The exam ner has established a prina facie case of

obvi ousness under 35 U . S.C. 103 with regard to claim5 and
appel | ant has presented no evidence or convincing argunment to

overcone the prima facie case. Further, appellant has

conceded that the exam ner’s rejection of claim4 under 35
U S.C 112, second paragraph, was correct.

Accordingly, the exam ner’s decision is affirmed.

No time period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR

§ 1.136(a).
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