TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clains 7-
24, all the clains remaining in the present application.

Caim7 is illustrative:

ppplication for patent filed October 5, 1994. According to appellants,
this application is a continuation of application 08/ 009,522, filed January
27, 1993, now abandoned.
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7. A process for the preparation of a coating which
conpri ses

a) applying to a water-resi stant substrate an
aqueous coating conposition containing water and a
bi nder which consists essentially of a

hydr ophi lical l y-nodi fi ed pol yi socyanate conponent
cont ai ni ng one or nore hydrophilically-nodified

pol yi socyanates which are dispersible in water, said
hydr ophi l'i cal | y-nodi fi ed pol yi socyanat e conponent
having a viscosity at 23°C of 100 to 5000 nPa.s, an
average NCO functionality of 2 to 4, a content of
(cyclo)aliphatically bound i socyanate groups of 12
to 21.5% by wei ght, based on the weight of said
hydrophilically nodified pol yi socyanate conponent,
and a content of ethylene oxide units (calcul ated as
CH,0, nol ecular weight = 44) present within

pol yet her chains of 2 to 20% by wei ght, based on the
wei ght of said hydrophilically nodified

pol yi socyanat e conponent, and

b) curing said aqueous coating conposition in the

presence of noisture to forma pol yurea coati ng.

In the rejection of the appeal ed clains, the exam ner
relies upon the foll ow ng references:

Honbach et al. (Honbach) 4,663, 377 May 05, 1987

" Agqueous Pol yur et hane D spersions from TMXD ®

(MEDTA) Aliphatic Isocyanate”, CYANAM D BULLETI N,

Feb. 1989.

Appel ants' clainmed invention is directed to a process
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for preparing a cured pol yurea coating. The process conprises

coating a water-resistant substrate with a conposition

contai ning water and a bi nder which consists essentially of a
hydrophi |l -ically-nodi fied pol yi socyanate having the recited
characteris-tics.

Appel | ants separately argue clains 13-18, as a group, and
clains 11, 12, 17, 18, 23 and 24, as a group. Accordingly,
such two groups of clains stand or fall together, as do clains
7-10 and 19-22.

Appeal ed clains 7-24 stand rejected under 35 U.S.C. § 102
as being anticipated by Honbach. 1In addition, clains 7-24
stand rejected under 35 U S.C. § 103 as being unpatentable
over Honmbach in view of the CYANAM D BULLETI N

We have carefully reviewed the respective positions
advanced by appellant and the examner. In so doing, we wl]l
not sustain the exam ner's section 102 rejection of clainms 11,
12, 17, 18, 23 and 24. However, we wll sustain the
exam ner's section 102 rejection of clains 7-10, 13-16 and 19-
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22, as well as the section 103 rejection of all the appeal ed

clainms for essentially the reasons expressed in the answer.
We consider first the examner's rejection of clains 7-

10, 13-16 and 19-22 under 35 U.S.C. § 102. Appellants do not

di spute

the exam ner's factual determ nation that Honbach descri bes
coating a substrate with a conposition containing a hydrophil -
i cally-nodified polyisocyanate of the kind clainmed, including
one having the recited viscosity. Appellants' principa
contention on appeal is that the claimlanguage "a bi nder

whi ch consists essentially of a hydrophilically-nodified

pol yi socyanat e conponent does not allow for the
presence of the adhesive conponents disclosed by Honbach.
However, we are in full agreenment with the exam ner that the

cl ai m | anguage "coating conposition containing water and a

bi nder which consist essen-tially of" defines a coating
conposition which conprises the recited ingredients in
addition to non-specified conmponents. Appellants do not
chal I enge the examner's position that the claimterm
"containing” is equivalent to the term"conprises”". On this
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poi nt, the exam ner is on sound |legal footing. See Swain V.

Crittendon, 332 F.2d 820, 823, 141 USPQ 811, 813 (CCPA 1964),

and I n re Pangrossi, 277 F.2d 181, 185, 125 USPQ 410, 413

(CCPA 1960). Rather, appellants maintain that "the binder
portion of the conposition has been closed to other binder
conponents, such as the adhesive binders of Honbach et al."

(page 4 of principal

brief). W however, find no error in the exam ner's reasoning
articulated at page 5 of the answer:

Consistent with the PTOs policy to interpret clains
in their broadest neaning reasonable to one of
ordinary skill in the art, it is the examner's
position that "containing" allows the clained
conposition to contain any other ingredients and is
anal ogous to "conprising”. Therefore, the added
adhesi ve bi nder of Hombach et al. is not excluded.
The consisting essentially of and consisting

| anguage cited by the applicant serves to limt the
pol yi socyanate subsequently described to those
havi ng the paraneters follow ng consisting
essentially of and consisting.

The appeal ed clains do not specify that the recited binder is
the only binder in the coating conposition. 1In our view, the

appeal ed cl ai ns enconpass an agqueous coating conposition
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contai ning water, the specified binder, and other additiona
conponents, including additional binders. Al so, we find no
nmerit in the argunment that since the final product of the
reference is an adhesive, it is "not a coating." (page 2 of
reply brief). Manifestly, the application of an adhesive
conposition results in an adhesive coating.

We al so agree with the exam ner that Honbach's disclosure
of an enulsifier prepared from pol yet her al cohols havi ng
"general |y about 10" ethyl ene oxide units anticipates the "9

al kyl ene units"

of clains 13-18. |In re Ayers 154 F.2d 182, 185, 69 USPQ 109,

112 (CCPA 1946), see also In re DeVaney, 185 F.2d 679, 88 USPQ

97 (CCPA 1950).

W will not sustain the examner's section 102 rejection
of clainms 11, 12, 17, 18, 23 and 24, which require that the
coating conposition contain a pignment. Appellants have
present ed objective evidence that the chal k di scl osed by
Honbach does not qualify as a pignent.

Regardi ng the section 103 rejection of all the appeal ed
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cl ai ms, appellants do not challenge the exam ner's | ega
conclusion that it would have been obvious for one of ordinary
skill in the art to make the polyi socyanate of Honbach with
TMXDI in order to give the polyurethanes a | ower viscosity
(page 10 of answer). Rather, appellants again contend that
such conpositions of Honbach "will be outside the scope of
Clainms 7-24, because these clains exclude the presence of the
aqueous adhesi ves required by Honbach et al." (page 7 of
brief). For the reasons discussed above, we find that this
argunment i s non-persuasive. Wile appellants also maintain at
page 7 of the principal brief "there would be no notivation

for a skilled artisan to omt

t hese adhesives fromthe coating conposition of Honbach et
al."

this msstates the issue. Since we find that the claim

| anguage "contai ni ng" does not preclude the presence of
Honbach' s adhesi ve conmponents in the clainmed conposition, we
do not reach the issue of whether the claimlanguage "consists
essentially of" excludes the adhesive conponents of Honbach to
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the extent that their incorporation in the claimed conposition
would materially affect the basic and novel characteristic of
the cl ai ned i nventi on.

As for the separately argued clains, we are satisfied
t hat Honmbach's di scl osure of preparing polyisocyanates froma
pol yet her pol yol having about 10 ethyl ene oxide units
establishes a prima facie case of obviousness for the clained
pol yet her polyol having 9 ethylene oxide units. Al so, we are
convi nced that one of ordinary skill in the art would have
found it obvious to include a pignent, as well as a filler, in
adhesi ve conpositions of Honbach for the purpose of adding
color to the conmposition. Also, concerning the section 103
rejection of the appealed clains, we note that appellants base
no argunent upon objective evidence of nonobvi ousness, such as

unexpected results.

In conclusion, based on the foregoing, the exanm ner's
decision rejecting the appealed clains is affirned.
No tinme period for taking any subsequent action in
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connection with this appeal may be extended under 37 CFR

§ 1.136(a).

EDWARD C. KI M.IN )
Adm ni strative Patent Judge )
)
)
) BOARD OF PATENT
CAMERON VEI FFENBACH ) APPEALS AND
Adm ni strative Patent Judge ) | NTERFERENCES
)
)
)
ADRI ENE LEPI ANE HANLON )

Adm ni strative Patent Judge )
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