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The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the

Boar d.
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ON BRI EF

Before KIM.I N, ELLIS and ONENS, Adninistrative Patent Judges.

KIMLIN, Adm nistrative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clains 1-4,

1 Application for patent filed Septenber 22, 1993.
According to appellants, this application is a National stage
application under 35 U S.C. §8 371 of PCT/JP93/00073, filed
January 27, 1993.
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6-11 and 14-20, all the clains remaining in the present
application. Cains 1 and 20 are illustrative:

1. A thernoplastic polyester |amnation structure
conprising 1) at |east one layer of a thernoplastic polyester
(A) prepared fromi) an acid conponent mainly conprising an
aromatic dicarboxylic acid and a glycol conponent mainly
conprising an aliphatic glycol and ii) 2-type al um num oxi de
particles (B) and 2) at |east one |ayer of another
t hernopl astic polyester lamnated to said | ayer of a
t her nopl astic pol yester (A).

20. A thernoplastic polyester |am nation structure
conprising at |east one |layer of a thernoplastic polyester (A
prepared fromi) an acid conponent mainly conprising an
aromatic dicarboxylic acid and a gl ycol conponent mainly
conprising an aliphatic glycol and (ii) 2-type al um num oxi de
particles (B), said particles having an acicular or platy
shape.

The exam ner relies upon the follow ng reference as
evi dence of obvi ousness:

Mur ooka et al. (Mirooka) 5,252, 388 Cct. 12, 1993
(filed Dec. 13, 1991)

Appeal ed clains 1-4, 6-11 and 14-20 stand rejected under
35 U.S.C. §8 103 as bei ng unpat entabl e over Muirooka.

Upon careful consideration of the opposing argunents
presented on appeal, we find that the exam ner has failed to

establish a prima facie case of obvi ousness for the clai ned

subject matter. Accordingly, we will not sustain the

exam ner's rejection.
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At the outset, we note that the exam ner erred in not
gi ving separate consideration to specific clains separately
argued by appellants. The exam ner's statenent at page 2 of
t he Answer explaining why the clains stand or fall together
does not withstand scrutiny. Since all the appeal ed cl ains
are directed to a thernoplastic pol yester |am nation
structure, it is manifestly clear that the examner's

statenent that "all clainms are ultimately directed to a
conposition (which is used to prepare a |am nated structure)”
is wthout nerit. Furthernore, the examiner's rationale for
hol ding that all the appeal ed clains stand or fall together
totally m sses the point. Even if it was the case that al
the appealed clains are directed to a conposition, this
certainly does not preclude appellants from separately argui ng
different clainms which recite different features of a
conposition. Once an appellant separately groups and argues
different clains on appeal, it is the examner's
responsibility to address the nerits of appellant's argunents.
We now turn to the examner's 8 103 rejection of the

appealed clains. Wth the exception of claim 20, each of the

appeal ed clains requires at | east one | ayer of another

-3-



Appeal No. 96-2593
Application No. 08/119, 075

t hernopl astic polyester lamnated to the thernoplastic |ayer
conprising the alum num oxi de particles. Al though appellants
stress this point in their principal and reply briefs, the
i ssue has apparently escaped the exam ner. Wile appellants
give a detailed explanation why the magnetic |ayer of Mirooka
does not qualify as the clainmed thernoplastic polyester |ayer,
t he exam ner responds that "Mirooka's polyester filmand a
magnetic |ayer forned thereon . . . is, according to the
exam ner, a lamnate" since the "Exam ner interprets a
lam nate as an article made of at |least two |ayers which two
| ayers need not be the sane in form and shape" (sentences
bridgi ng pages 3 and 4 of Answer). Notw thstanding the
accuracy of the examner's definition of a |am nate, the
exam ner totally fails to address appellants' argunment that
the magnetic | ayer of Miurooka does not neet the claim
requi renent for another thernoplastic pol yester |am nated
layer. Sinply put, the exam ner has not pointed out where
Mur ooka teaches or suggests appellants' additional
t hernopl asti c pol yester |ayer.

Regar di ng separately argued claim 20 which requires that

the al um num oxi de particles have "an acicular or platy
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shape,"” the exam ner takes the position that all claim
features regarding particle size, shape and rel ati onship

bet ween di aneter of particle and thickness of thernoplastic

| ayer are satisfied by Mirooka in the "absence of a show ng of
acriticality thereof by the appellants" (page 4 of Answer).
Here, the exam ner has perpetrated clear error by placing the
cart before the horse. It is axiomatic that before the burden
shifts to an applicant to provide evidence of nonobvi ousness,
such as evidence of criticality or unexpected results, the

exanm ner nust establish, in the first instance, that the

clai ned features woul d have been prina facie obvious to one of

ordinary skill in the art. |In the present case, the exan ner
has made no attenpt to establish on this record that the use
of al um num oxi de particles having an acicular or platy shape
in a polyester conposition would have been obvious to one of
ordinary skill in the art. |In the absence of such a finding
by the exam ner, appellants are under no burden to denonstrate
that the clainmed acicular and platy shapes are critical to the
clainmed invention. Consequently, we find it unnecessary to
eval uate the conparative data in appellants' specification as

evi dence of nonobvi ousness.
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| n concl usi on,

to reverse the examner's rejection

ECK: cl m

REVERSED

EDWARD C. KI M.I'N
Adm ni strative Patent Judge

JOAN ELLI'S
Adm ni strative Patent Judge

TERRY J. OWENS
Adm ni strative Patent Judge

N N N N N N N N N N N N N N

based on the foregoing, we are constrai ned
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