THL'S OPI NI ON WAS NOT__WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
Paper No. 33
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BEFORE THE BOARD OF PATENT APPEALS
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Ex parte RONALD C. ANDERSON and DAVID A. MEYERS

Appeal No. 96-2623
Application No. 08/240, 095

ON BRI EF

Bef ore ABRAMS, McQUADE, and NASE, Administrative Patent Judges.

NASE, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clains 1, 4 and 5. Cains 6 through 12 have been
allowed. dains 2 and 3 have been objected to for depending from

a rejectable base claim Caim 13 has been cancel ed.

! Application for patent filed May 9, 1994. According to
the appellants, the application is a continuation of Application
No. 07/689, 024, filed Septenber 16, 1991, now abandoned.
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We AFFI RM | N- PART and enter a new ground of rejection

pursuant to 37 CFR § 1.196(b).
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BACKGROUND

The appel lants' invention relates to a cap sealing machine.
A copy of appealed clains 1, 4 and 5, as they appear in the

appel lants' brief, is attached to this decision.

The prior art references of record relied upon by the
exam ner as evidence of obviousness under 35 U S.C. § 103 are:

Stiff 3,567, 560 March 2, 1971
Johnst on 3,878,015 Apr. 15, 1975

In addition to the foregoing references, this Board w |l
rely on the fact that the use of a vertical adjusting screw for
raising and | owering an object is old and well known in the

mechani cal arts.

Clains 1, 4 and 5 stand rejected under 35 U . S.C. § 103 as

bei ng unpatentable over Stiff in view of Johnston.

Rat her than reiterate the conflicting viewoints advanced by
the exam ner and the appellants regarding the 8 103 rejection, we
make reference to the exam ner's answer (Paper No. 28, nmuailed
January 17, 1996) and the suppl enental exam ner's answer (Paper

No. 30, mailed March 5, 1996) for the exam ner's conplete
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reasoning in support of the rejection, and to the appellants’
brief (Paper No. 27, filed Novenber 24, 1995) and reply brief
(Paper No. 29, filed February 21, 1996) for the appellants

argunent s thereagai nst.

OPI NI ON

In reaching our decision in this appeal, we have given
careful consideration to the appellants' specification and
clains, to the applied prior art references, and to the
respective positions articulated by the appellants and the
exam ner. Upon evaluation of all the evidence before us, it is
our conclusion that the evidence adduced by the exam ner is
sufficient to establish a case of obviousness only with respect
to clains 1 and 4. Accordingly, we will sustain the examner's
rejection of claims 1 and 4 under 35 U S.C. § 103. W wll not
sustain the examner's rejection of claim5 under 35 U S. C

8 103. Qur reasoning for this determ nation foll ows.

In rejecting clains under 35 U. S.C. 8§ 103, the exam ner

bears the initial burden of presenting a prinma facie case of

obvi ousness. See In re Rijckaert, 9 F.3d 1531, 1532, 28 USPQd

1955, 1956 (Fed. Cir. 1993). A prima facie case of obviousness
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is established by presenting evidence that the reference
t eachi ngs woul d appear to be sufficient for one of ordinary skil
in the relevant art having the references before himto make the

proposed conbi nation or other nodification. See In re Lintner, 9

F.2d 1013, 1016, 173 USPQ 560, 562 (CCPA 1972). Furthernore, the

conclusion that the clainmed subject matter is prina facie
obvi ous nust be supported by evidence, as shown by sone objective
teaching in the prior art or by know edge generally available to
one of ordinary skill in the art that would have | ed that
i ndi vidual to conbine the relevant teachings of the references to

arrive at the clained i nvention. See In re Fine, 837 F.2d 1071,

1074, 5 USPQRd 1596, 1598 (Fed. Cir. 1988). Rejections based on
8 103 nust rest on a factual basis with these facts being
interpreted wi thout hindsight reconstruction of the invention
fromthe prior art. The exam ner may not, because of doubt that
the invention is patentable, resort to specul ation, unfounded
assunption or hindsight reconstruction to supply deficiencies in

the factual basis for the rejection. See In re Warner, 379 F.2d

1011, 1017, 154 USPQ 173, 177 (CCPA 1967), cert. denied, 389 U S.

1057 (1968). CQur review ng court has repeatedly cautioned
agai nst enpl oyi ng hi ndsi ght by using the appellant's disclosure

as a blueprint to reconstruct the clainmed invention fromthe



Appeal No. 96-2623
Application No. 08/240, 095

i sol ated teachings of the prior art. See, e.qg., Gain Processing

Corp. v. Anerican Mize-Products Co., 840 F.2d 902, 907, 5 uUSPQd

1788, 1792 (Fed. Cir. 1988).

Wth this as background, we analyze the prior art applied by

the examner in the rejection of the clains on appeal.

Stiff teaches the use of a letter pressing device designed
for applying letters, nunerals and personalized nonograns upon
garnments such as baseball caps and athletic uniforns. The letter
pressing device 1 includes a sole plate 40, a heating el enent 52
nmount ed on the upper surface of the sole plate and a pressure
head 50. As illustrated in Figures I, IV and V, the sole plate
40 has a curved | ower surface 46, having a concave curvature
corresponding to that of the convex upper surface 48 of pressure
head 50.2 Additionally, the letter pressing device 1
i ncorporates nmeans for automatically aligning the pressure head
with the curved |l ower surface of the sole plate.® This includes
the pressure head having a bored hole 88 centrally located in the

| oner side thereof for receiving the upper end of pin 90. As

2 See colum 3, lines 58-63, of Stiff.
3 See colum 2, lines 6-9, of Stiff.
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shown in Figure VI, the dianeter of the hole 88 is greater than
that of pin 90.4 The letter pressing device 1 also includes a
collar 108 slidably disposed on a tubular nenber 94 and has a
hol d- down nmenber or hanger 110 wel ded or otherwise rigidly
secured thereto. A set screw 112 extends through the wall of
collar 108 and engages tubul ar nenber 94 to adjustably secure
collar 108 relative thereto. The collar 108 and hanger 110 may
be adjusted by | oosening set screw 112 to nmaintain a cap 114 in a

taut condition on the pressure head 50.°

Johnston teaches the use of a nmethod of nolding curved
veneer |am nated stock. Johnston's nethod utilizes press platens
8 and 9. The curved pressing surfaces 13 and 12 of the press
platens 8 and 9 do not conformto one another when the surfaces
are in their closed position, as shown in Figure 6. However,
when the pressing surfaces are in their ultimte pressure
position, as shown in Figure 5, all points on pressing surface 13
are equal distance from correspondi ng opposite points on pressing

surface 12. Furthernore, curved consolidated conposite 1 has a

4 See colum 4, lines 25-29, of Stiff.

5 See colum 4, lines 56-62, and colum 5, |ines 4-20, of
Stiff.
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t hi ckness that is predeterm ned so that surface 12 is spaced
apart fromsurface 13 a distance equal to that distance necessary
to space apart press platen 8 where all points on pressing
surface 13 are equal distances from correspondi ng opposite points
on pressing surface 12. Such a pressing position causes an equal

di stribution of pressure over the entire conposite 1.°

The exam ner first determned that Stiff disclosed all the
subject matter of the appeal ed clains except Stiff does not
specify the radius of curvature for the curved surfaces of the
upper and | ower platens (i.e., Stiff's surface 46 of sole plate
40 and surface 48 of pressure head 50). The exam ner then
determ ned that it would have been obvious to one having ordinary
skill in the art to provide the concave pressing surface (i.e.,
surface 46) of the upper platen of Stiff with a larger radius of
curvature than that of the convex |ower platen in view of the
teachi ng of Johnston that an even distribution of pressure across

the lamnate is achi eved thereby.

Wth respect to independent claim1, the appellants argue

that (1) Johnston is non-anal ogous art, (2) there is no teaching,

6 See colum 3, line 66 to colum 4, line 17, of Johnston.
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suggestion, or notivation to nodify Stiff by the teachings of
Johnston, and (3) the declaration of Roger Bialic establishes
that the clains of the present application have net with great

comerci al success in the nmarketplace.’

We find that Johnston is anal ogous art. The test for non-
anal ogous art is first whether the art is within the field of the
inventor’s endeavor and, if not, whether it is reasonably
pertinent to the problemw th which the inventor was invol ved.

In re Whod, 599 F.2d 1032, 1036, 202 USPQ 171, 174 (CCPA 1979).
A reference is reasonably pertinent if, even though it may be in
a different field of endeavor, it logically would have comended
itself to an inventor’s attention in considering his problem

because of the matter with which it deal s. In re day, 966 F.2d

656, 659, 23 USPQ2d 1058, 1061 (Fed. GCr. 1992). In the present
i nstance, one problem faced by the appellants was how to apply

equal pressure across a cap and indicia by the pressing surfaces
of the platens in the closed position.® In that an objective of

Johnston is the application of equal pressure across a |am nate

"W will address argunments (1) and (2) in this section of
our opinion. The appellants' argunent (3) will be addressed in a
| ater section of this opinion.

8 See page 3, lines 5-11, of the appellants' specification.
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by the equal spacing of the pressing surfaces of the platens in
the pressing position, it falls at least into the |latter category
of the Whod test, and logically would have comended itself to an
artisan’s attention in considering the problem Thus, we

concl ude that Johnston is anal ogous art.

The appel |l ants' argunent that there is no teaching,
suggestion, or notivation to nodify Stiff by the teachings of
Johnston is unpersuasive for the follow ng reasons. First, in
our opinion Stiff's teaching that the curved | ower surface 46 of
the sole plate 40 has a concave curvature corresponding to that
of the convex upper surface 48 of pressure head 50° woul d have
notivated an artisan to determ ne the rel ationship between the
radi us of curvature of the concave surface and the radi us of
curvature of the convex surface. That is, the artisan would have
been notivated to determine if the radius of curvature of the
concave surface 46 is |less than, equal to, or greater than the
radi us of curvature of the convex surface 48. This is due to the
fact that an artisan is presunmed to know sonet hi ng about the art

apart fromwhat the references disclose (see In re Jacoby, 309

F.2d 513, 516, 135 USPQ 317, 319 (CCPA 1962)) and skill is

9 See colum 3, lines 58-63, of Stiff.
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presunmed on the part of those practicing in the art (see In re
Sovi sh, 769 F.2d 738, 743, 226 USPQ 771, 774 (Fed. Cir. 1985)).
Second, it would have been apparent to an artisan that the radius
of curvature of Johnston's concave pressing surface 12 is greater
then the radius of curvature of Johnston's convex pressing
surface 13 since all points on the concave pressing surface 12
are equal distance from correspondi ng opposite points on the
convex pressing surface 13.° Third, it is our opinion that
Johnston's teaching that the radius of curvature of Johnston's
concave pressing surface 12 is greater then the radius of
curvature of Johnston's convex pressing surface 13 would have
been anpl e suggestion and notivation to an artisan to apply that
teaching to the concave and convex pressing surfaces of Stiff.

In that regard, it is our opinion that based on the teachings of
Johnston, an artisan would have decided that Stiff's teaching
that the concave surface 46 corresponds to the convex surface 48
means that the radius of curvature of the concave surface would
have been slightly greater then the radius of curvature of the

convex surface. Lastly, while the appellants have pointed to the

10 That is, if the convex pressing surface 13 had a radius
of curvature of R and all points on the concave pressing surface
12 are spaced a distance D from correspondi ng opposite points on
t he convex pressing surface 13, then the concave pressing surface
12 nmust have a radius of curvature of R +D .

11
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deficiencies of each reference on an individual basis, we note
t hat nonobvi ousness cannot be established by attacking the
references individually when the rejection is predicated upon a

conbi nation of prior art disclosures. See In re Merck & Co.

lnc., 800 F.2d 1091, 1097, 231 USPQ 375, 380 (Fed. Gr. 1986).

In light of the foregoing, we believe that the teachings of

the applied prior art are sufficient to establish a prim facie

case of obviousness with respect to claim 1.

Wth respect to dependent claim4, the appellants argue that
the recited self-alignnment nmeans is not disclosed in Stiff or
Johnston. The appellants point out that as particularly defined
in the specification at page 9, lines 16-19, the fit of the
unt hreaded end of the screw 38 in the bottom of the |ower platen
14 allows for a slight anount of play whereby the | ower platen
virtually floats on the | ower support arm 35. The appellants
contrast this to "Stiff's spring support for the head that allows
only adjustnment along the axis of the spring in resistance to the
| onering of the upper platen due to the cans rotated by the

| ever” (brief, p. 9).

12
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Claim4 is directed to a conbination of elenents wherein one
el emrent is expressed in neans-plus-function format. As recently

explained in In re Donal dson, 16 F.3d 1189, 1193, 29 USPQ2d 1845,

1848-49 (Fed. GCr. 1994), the PTOis not exenpt fromfollow ng
the statutory mandate of 35 U S.C. § 112, paragraph 6, which
r eads:
An elenent in a claimfor a conbination my be expressed as
a neans or step for performng a specified function w thout
the recital of structure, material, or acts in support
t hereof, and such claimshall be construed to cover the

correspondi ng structure, material, or acts described in the
specification and equi val ents thereof.

It is our opinion that the recited neans for supporting the
| oner platen for self-alignnent to the upper platen when the
platens are in the closed position reads directly on Stiff's
device. Stiff's letter pressing device 1 incorporates neans for
automatically aligning the pressure head with the curved | ower
surface of the sole plate.* This includes the pressure head
having a bored hole 88 centrally located in the | ower side
t hereof for receiving the upper end of pin 90. As shown in

Figure VI, the dianeter of the hole 88 is greater than that of

11 See colum 2, lines 6-9, of Stiff.
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pin 90.! Thus, the fit of the upper end of the pin 90 in the
bottom bored hole 88 of the pressure head 50 (i.e., |lower platen)
allows for a slight anmount of play whereby the pressure head
virtually floats on the pin 90. Accordingly, it is our opinion
that Stiff's structure (i.e., enlarged hole 88 surrounding pin
90) for performng the function recited by the self-alignnent

means is the sane as the appellants' disclosed structure.

In light of the foregoing, we believe that the teachings of

the applied prior art are sufficient to establish a prim facie

case of obviousness with respect to claimA4.

Wth respect to dependent claimb5, the appellants argue that
the recited vertical adjusting screw for raising and | owering the

| oner platen is not taught by Stiff. W agree.

The exam ner did not find this argunent persuasive "since
Stiff discloses an adjustnent screw 112 to vertically adjust the

upper platen."*® However, as disclosed in Stiff, the set screw

12 See colum 4, lines 25-29, of Stiff.

13 The examiner cites to colum 5, lines 7-9, of Stiff for
support .
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112 permts the collar 108 and the hanger 110 to be adjusted
vertically along tubular nmenber 94 to maintain cap 114 in a taut
condition. The set screw 112 does not vertically adjust the
position of the pressure head 50. The vertical position of
Stiff's pressure head is adjustable by (1) the arrangenent of
slot 90 in pin 90, openings 98 in tubular nenber 94 and pin 100,
(2) the action of conpression spring 104, and (3) the nunber of
washers 106 present between the spring 104 and the | ower surface
of the pressure head 50. However, no vertical adjusting screw

for raising and lowering Stiff's pressure head is present.

In light of the foregoing, we will not sustain the standing

8§ 103 rejection of claimb5.

Under the provisions of 37 CFR 8 1.196(b), we enter the
foll ow ng new ground of rejection:

Caimb5 is rejected under 35 U.S.C. 8§ 103 as being
unpat ent abl e over Stiff in view of Johnston and old and wel |

known prior art.

The teachings of Stiff and Johnston are set forth in the

di scussion of parent claim1l above. Additionally, the use of a

15
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vertical adjusting screw for raising and | owering an object is
old and well known in the nechanical arts, for exanple, a
vertical adjusting screwis often used for raising and | owering

the height of the seat cushion of a desk chair.

For the reasons set forth supra with respect to parent claim
1, it is our opinion that based on the teachings of Johnston, an

arti san would have found it prina facie obvious that Stiff's

teaching that the concave surface 46 corresponds to the convex
surface 48 neans that the radius of curvature of the concave
surface woul d have been slightly greater then the radius of
curvature of the convex surface. Additionally, it is our opinion
that it would have been obvious to one skilled in the art at the
time of the appellants' invention to nodify Skiff's device to
include a vertical adjusting screw for raising and | owering the
hei ght of his pressing head (e.g., |lower platen) since a verti cal
adj usting screw for raising and | owering an object is an old and
wel | known neans of adjusting the height of an object and Stiff
provi des alternative neans for adjusting the height of his
pressi ng head di scussed supra. The suggestion and notivation for
this nodification cones not fromthe appellants' disclosure but

cones fromthe teachings of Skiff to provide neans to vertically

16
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adj ust the pressing head and the fact that utilizing a vertical
adj usting screw for raising and | owering an object was well known
inthe art. In our view, the substitution of one well known
vertical adjustnent neans for another known vertical adjustnent

means woul d have been prima facie obvious to a person of ordinary

skill inthis art.

CONSI DERATI ON OF EVI DENCE OF NONOBVI QUSNESS

Having arrived at the conclusion that the teachings of the

prior art are sufficient to establish a prima facie case of

obvi ousness, we recogni ze that the evidence of nonobvi ousness
submtted by the appellants nmust be considered en route to a
determ nati on of obvi ousness/ nonobvi ousness under 35 U. S. C,

8 103. See Stratoflex Inc. v. Aeroquip Corp., 713 F.2d 1530, 218

USPQ 871 (Fed. Cir. 1983). Accordingly, we consider anew the
i ssue of obviousness under 35 U.S.C. 8§ 103, carefully eval uating
therewith the objective evidence of nonobvi ousness and ar gunent

supplied by the appellants. See In re Cetiker, 977 F.2d 1443,

1445- 46, 24 USPQR2d 1443, 1444-45 (Fed. Gr. 1992); In re

Pi asecki, 745 F.2d 1468, 223 USPQ 785 (Fed. G r. 1984).

17
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In this case the appellants have submtted rebuttal evidence
in the formof a declaration of Roger Bialic (Paper No. 17, filed
August 1, 1994). The Bialic declaration attests that (1) he is
Vi ce- Presi dent/Finance of Stahl's Inc. (the assignee of the
present application), (2) heis famliar wth and has revi ewed
the clains of this application, (3) Stahl's Inc. is the world's
| argest manufacturer of heat applied |lettering and since about
1983, a leader in supplying apparatus for heat applied lettering,
(4) about 1989, the appellants began to devel op heat applied
transfer presses because the heat applied lettering presses
available at the tine did not neet Stahl's needs, (5) Stahl's
request to other manufacturers to inprove their heat applied
transfer presses were ignored, and (6) the conbi nation of
features clainmed in clainms 1-12 of this application has led to
consi derabl e commerci al success as sal es have averaged about

$400, 000 annual ly.

After carefully evaluating the objective evidence of
nonobvi ousness supplied by the appellants in the Bialic
decl aration, we have considered anew the issue of obvi ousness
under 35 U.S.C. 8 103. However, after considering all the

evi dence and argunent of record, it is our opinion that the

18
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clainms under rejection under 35 U S.C. 8§ 103 are unpatentable

under 35 U.S.C. 8§ 103.

We do not believe that the declaration establishes
commerci al success of the clained invention. |In that regard, the
decl aration provides no data concerni ng whet her the average
annual sal es of $400, 000 of the product incorporating the
features of clainms 1-12 represent a substantial share in this
market. Qur review ng court has noted in the past that evidence
related solely to the nunber of units sold provides a very weak

showi ng of commercial success, if any. See In re Huang, 100 F. 3d

135, 137, 40 USPQ2d 1685, 1689 (Fed. Cr. 1996); Cable Elec.

Prods., Inc. v. Genmark, Inc., 770 F.2d 1015, 1026-27, 226 USPQ

881, 888 (Fed. Cr. 1985) (finding that sales of 5 mllion units
represent a mniml showi ng of commercial success because
"[without further economc evidence . . . it would be inproper
to infer that the reported sales represent a substantial share of

any definable market"); see also In re Baxter Travenol Lab., 952

F.2d 388, 392, 21 USPQd 1281, 1285 (Fed. G r. 1991)
("[I]nformation solely on nunbers of units sold is insufficient

to establish comercial success."); Kansas Jack, Inc. v. Kuhn,

719 F.2d 1144, 1151, 219 USPQ 857, 861 (Fed. Cir. 1983)

19
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(determ nati on of obvi ousness not erroneous where evi dence of
comerci al success consisted solely of nunber of units sold and
where no evidence of nexus). On the basis of the limted

i nformati on provided by the declarant, we conclude that the bare
statenent in the Bialic declaration that there was annual sal es

of about $400, 000 fail to establish commercial success.

Even assum ng that the appellants had sufficiently
denonstrated commerci al success, that success is relevant in the
obvi ousness context only if it is established that the sales were
a direct result of the unique characteristics of the clained
i nvention, as opposed to other econom c and commercial factors

unrelated to the quality of the clained subject matter. See

Cable Elec., 770 F.2d at 1027, 226 USPQ at 888. In other words,
a nexus i s required between the sales and the nerits of the
clainmed invention. |In ex parte proceedi ngs before the Patent and
Trademark O fice, an applicant nust show that the clained
features were responsible for the comrercial success of an
article if the evidence of nonobviousness is to be accorded
substantial weight. Merely show ng that there was commerci al
success of an article which enbodi ed the invention is not

sufficient. Ex parte Remark, 15 USPQ2d 1498, 1502-03 (Bd. Pat.

20
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App. & Inter. 1990). Conpare Denmaco Corp. v. F. Von Langsdorff

Li censing Ltd., 851 F.2d 1387, 7 USPQ2d 1222 (Fed. Cr.), cert.

denied, 488 U. S. 956 ( 1988). See also Pentec, Inc. v. Gaphic

Controls Corp., 776 F.2d 309, 227 USPQ 766 (Fed. Cir. 1985)

(commercial success may have been attributable to extensive
advertising and position as a market |eader before the

introduction of the patented product); In re Fielder, 471 F.2d

640, 176 USPQ 300 (CCPA 1973) (success of invention could be due
to recent changes in related technol ogy or consuner demand; here
success of clainmed voting ballot could be due to the contenporary
drive toward greater use of automated data processing

t echni ques) .

The declaration contains only an assertion that the products
sold incorporated the conbination of features defined in clains
1-12. This alone is insufficient to establish the required
nexus. Cains are not technical descriptions of the disclosed
inventions but are |l egal docunents |like the descriptions of |ands
by netes and bounds in a deed which define the area conveyed but
do not describe the I and. Because of this characteristic of
clains, the comercial success of a machine "clai ned" may be due

entirely to clainmed subject matter not recited in the clains
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under appeal (i.e., the subject matter of clains 2, 3 and 6-12)
or inprovenents or nodifications nmade by others to the invention
disclosed in the application for patent. Such success is not
pertinent to the nonobvi ousness of the advantages inherent in
what is specifically disclosed in the application are not to be

consi dered in determ ni ng nonobviousness. |In re Vanco Machine

and Tool, Inc., 752 F.2d 1564, 1577, 224 USPQ 617, 625 (Fed. Gr

1985). Furthernore, the appellants failed to submt any factual
evi dence that would denonstrate the nexus between the sales and
the clained invention - for exanple, an affidavit fromthe

pur chaser expl aining that the product was purchased due to the
clainmed features recited clains 1, 4 and 5. In the present case,
t he sal es may have been due to | ower manufacturing costs, the
mar ket position of Stahl's Inc., prior relations between Stahl's
Inc. and ot her conpanies, or features of the product attractive
to the other conpanies but unrelated to the clained subject
matter under appeal. In sum the appellants sinply have not
carried their burden to establish that a nexus existed between
any commerci al success and the features clained in the appeal ed

cl ai ms.
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We al so do not consider the declaration to have presented
sufficient evidence that the appellants' invention fills a |ong
felt need. Establishing a long felt need requires objective
evi dence that an art recogni zed problemexisted in the art for a
| ong period of tinme without solution. Thus, the need nust have
been a persistent one that was recogni zed by those of ordinary

skill in the art. See In re Gershon, 372 F.2d 535, 539, 152 USPQ

602, 605 (CCPA 1967). The declaration does not establish that a
long felt need existed since the declaration fails to provide any
evi dence that an art recogni zed problemexisted in the art for a

|l ong period of tinme wthout solution.

In the final analysis, evidence of nonobvi ousness, although
being a factor that certainly nust be considered, is not

necessarily controlling. Newell Conpanies, Inc. v. Kenney

Manuf acturing Co., 864 F.2d 757, 768, 9 USPQ2d 1417, 1426 (Fed.
Cir. 1988).

In view of the foregoing, we are satisfied that when all the
evi dence and argunents are considered, the totality of the
rebuttal evidence and argunments cannot be accorded substanti al

wei ght, so that, on balance, it fails to outweigh the evidence of
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obvi ousness as in EWP _Corp. v. Reliance Universal, Inc., 755 F.2d

898, 225 USPQ 20 (Fed. Gr. 1985).

CONCLUSI ON

To summarize, the decision of the examner to reject clains
1 and 4 under 35 U.S.C. § 103 is affirmed; the decision of the
examner to reject claim5 under 35 U S.C. 8 103 is reversed; and
a new rejection of claim5 under 35 U.S.C. 8 103 has been added

pursuant to provisions of 37 CFR § 1.196(b).

Any request for reconsideration or nodification of this
deci sion by the Board of Patent Appeals and Interferences based
upon the sanme record nmust be filed within one nonth fromthe date

hereof. 37 CFR § 1.197.

Wth respect to the new rejection under 37 CFR 8§ 1.196(b),
shoul d the appellants elect the alternate option under that rule
to prosecute further before the Primary Exam ner by way of
anendnent or show ng of facts, or both, not previously of record,
a shortened statutory period for maki ng such response i s hereby
set to expire two nonths fromthe date of this decision. 1In the

event the appellants elect this alternate option, in order to
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preserve the right to seek review under 35 U . S.C. 88 141 or 145
with respect to the affirnmed rejection, the effective date of the
affirmance is deferred until conclusion of the prosecution before
t he exam ner unless, as a nere incident to the limted

prosecution, the affirmed rejection i s overcone.

| f the appellants el ect prosecution before the exam ner and
this does not result in allowance of the application, abandonnent
or a second appeal, this case should be returned to us for final
action on the affirnmed rejection, including any tinely request

for reconsi deration thereof.

25



Appeal No. 96-2623
Application No. 08/240, 095

No period for taking any subsequent action in connection
with this appeal may be extended under 37 CFR § 1.136(a).

AFFI RVED- | N- PART; 1.196(b)

JEFFREY V. NASE
Adm ni strative Patent Judge

NEAL E. ABRAMS )
Adm ni strative Patent Judge )

)

)

) BOARD OF PATENT
JOHN P. McQUADE ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)
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RALPH M BURTON
BROOKS & KUSHVAN
1000 TOMNN CENTER
TVENTY- SECOND FLOOR
SQUTHFI ELD, M 48075
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APPENDI X

1. I n apparatus for thermally bonding heat applied
transfer indicia to caps, the apparatus having relatively novabl e
upper and | ower platens manual |y novabl e bet ween open and cl osed
positions, each platen having a generally conpl enentary pressing
surface, the invention characterized by the upper platen pressing
surface being of a concave shape and the | ower platen pressing
surface being of a convex shape with the radius of curvature of
t he upper platen pressing surface being greater then the radius
of curvature of the |lower platen pressing surface, whereby equal
pressure is applied across the pressing surfaces to a cap and the
heat applied transfer indicia disposed between the pl aten
pressing surfaces when the plates are in the closed position.

4. The invention defined by claim1 wherein neans are
provi ded for supporting the |ower platen for self-alignnent to
t he upper platen when the platens are in the closed position.

5. The invention defined by claim4 wherein said nmeans
i ncludes a vertical adjusting screw for raising and | owering the
| ower pl at en.
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