THL'S OPI NI ON WAS NOT__WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.

Paper No. 23

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte KOLAZI S. NARAYANAN

Appeal No. 96-2665
Application 07/975, 8111

ON BRI EF

Before KIM.I N, WARREN and ONENS, Adm ni strative Patent Judges.

KIMLIN, Administrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of clains 10, 15,
17, 18, 20-26, 28-40 and 45-51, all the clains remaining in the
present application.? A copy of illustrative claim45 is
appended to this decision.

The exam ner has not applied prior art in the rejection of

t he appeal ed cl ai ns.

1 Application for patent filed Novenber 13, 1992.

2 O aim?27 was cancel |l ed by appellant in Arendnent B, filed
March 14, 1994 (Paper No. 7).
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Appel lant's clainmed invention is directed to conpositions
t hat provide stable m croenul sions in aqueous nediumthat are
used to coat a filmon a substrate. The resultant filmexhibits
wat er fastness even though the filmformng conposition is
aqueous based. According to appellant, the clainmed conpositions
are particularly useful for coating agriculturally active
i ngredi ents, such as herbicides. The conpositions of the present
i nvention conprise a long chain al kyl pyrrolidone of the recited
formula, an anionic surfactant, and a filmform ng water
i nsol ubl e graft polynmer of N-vinylpyrrolidone and an "-ol efin.

Appeal ed clainms 10, 15, 17, 18, 20-26, 28-40 and 45-51 stand
rejected under 35 U. S.C. 8§ 112, second paragraph. In addition,
clainms 10, 15, 17, 18, 20-26, 28-40 and 45-51 stand rejected
under 35 U.S.C. 8§ 112, first paragraph, as being based upon a
specification that fails to provide an adequate witten
description of the invention.

We have carefully reviewed the respective positions advanced
by appellant and the examner. 1In so doing, we find that the
exam ner's rejections are not sustainable.

We consider first the examner's rejection of the appeal ed

clainms under 35 U. S.C. 8 112, second paragraph. According to the
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exam ner, the claimlanguage "rel ative ambunts" is vague.® The
exam ner queries whet her appellant intends 99. 9% pol yner and

99. 9% bi carbonate to achieve a rainfast condition and a solid,
respectively (page 3 of Suppl enental Answer, first paragraph).
However, it is well settled that claimlanguage is not to be read
in a vacuumbut in light of the specification as it would be

interpreted by one of ordinary skill in the art. 1n re Sneed,

710 F.2d 1544, 1548, 218 USPQ 385, 388 (Fed. Cir. 1983); In re
Kr oekel , 504 F.2d 1143, 1146, 183 USPQ 610, 612 (CCPA 1974); In
re Mbore, 439 F.2d 1232, 1235, 169 USPQ 236, 238 (CCPA 1971).

In the present case, we agree with appellant that when the claim
| anguage "rel ative anounts” is read in light of the
specification, one of ordinary skill in the art would understand
t hat, dependi ng upon the specific conponents utilized, the
relative anounts of the recited conponents is that which produces
the stated result, i.e., a rainfast mcroemul sion (claim45) and
a clear liquid (claim46). As noted by appellant, page 7 of the
speci fication, second paragraph, describes preferable ranges in
percent for each of the clainmed conponents. W agree with

appel l ant that only routine experinentation would be required of

3 W note that claim46 does not contain the | anguage
"relative anounts."”
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the skilled artisan to determ ne the anobunts of specific
conponents to produce a rainfast mcroenul sion and clear |iquid.
W now turn to the exam ner's rejection of the appeal ed
clainms under 35 U. S.C. 8 112, first paragraph. According to the
exam ner, the present specification does not conpletely specify
whi ch of the two nononers makes up the backbone of the graft
pol ymer, and which of the nononers is grafted onto the backbone.
The first paragraph of 8 112 requires the specification to
contain a witten description of the invention in such a way as
to enable one of ordinary skill in the art to which it pertains
to make and use the invention. Wen criticizing the adequacy of
a specification description, the exam ner has the initial burden
of establishing, by conpelling reasoning or objective evidence,
that one of ordinary skill in the art would be unable to practice

the cl ai med i nventi on. In re Strahilevitz, 668 F.2d 1229, 1232,

212 USPQ 561, 563 (CCPA 1982); In re Marzocchi, 439 F.2d 220,
223, 169 USPQ 367, 369 (CCPA 1971). In our view, the exam ner
has not satisfied this initial burden.

Appel lant's specification, at page 7, first paragraph,
describes three separate, comercially-available graft polyners
in ternms of the type of nmononmers used, as well as their anounts.
Faced with this disclosure, it is incunbent upon the exam ner to

denonstrate that one of ordinary skill in the art would be unable
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to ascertain the type of graft polyners enpl oyed by appell ant,
whether it be a vinyl pyrrolidone grafted onto an olefin
backbone, vice versa, or both. This the exam ner has not done.
On the other hand, appellant presents the reasonabl e argunent

t hat one cannot specifically say which nononer forns the backbone
once the polynmer is forned, and what is inportant to understand
is that the clained graft polynmer is not a |inear polyner
containing two different nononers. The exam ner has not refuted
appellant's reasoning and, in any event, it is axiomatic that an
appl i cant need not conprehend the scientific principles (in this
case, precise chemcal structure) on which the practica

ef fecti veness of the invention rests. Fronson v. Advanced O fset

Plate, 720 F.2d 1565, 1570, 219 USPQ 1137, 1140(Fed. G r. 1983).
I n concl usi on, based on the foregoing, the examner's
decision rejecting the appealed clains is reversed.

REVERSED

TERRY J. OWNENS
Adm ni strative Patent Judge

EDWARD C. KI M.I N )
Adm ni strative Patent Judge )
)
)
CHARLES F. WARREN ) BOARD OF PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
)
)
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APPENDI X

45. A conposition conpri sing:

a. a long chain al kyl pyrrolidone having the formul a:

wherein R, i s hydrogen or al kyl having from6 to 14 carbon atons
and R; is alkyl having from6 to 14 carbon atons with the proviso
that at |east one of R, and R, nust contain at |east 6 carbon
atons and the sumof the carbon atons in R, and R; cannot exceed
14.;
b. an anionic surfactant other than the |ong-chain
al kyl pyrrolidone;
C. a filmformng water insoluble graft polynmer from
20 to 80% of N-vinylpyrrolidone and from80 to 20%
of an "-olefin, the latter nononer containing up
to 20 carbon atons; and
d. an agriculturally active chem cal;
the relative anobunts of the conponents being such that the
conposition fornms a rainfast m croenul sion or enul sion when added

to water.



