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This is a decision on appeal fromthe exam ner's final

rejection of clains 1, 3 through 5, 9 through 12, 19 and 20.
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Clainms 13 through 18, the only other clainms remaining in
this application, stand allowed. Clains 2, 6, 7 and 8 have been

cancel ed.?

Appel l ants' invention relates to a card carrying mailing
form (10) which is adapted to allow automatic insertion,
attachment and carrying of at |east one card (30). Caim1lis
representative of the subject matter on appeal and a copy of that
claim as it appears in the Appendix to appellants' brief, is

attached to this deci sion.

The prior art references of record relied upon by the

exam ner as evidence of obviousness of the clained subject matter

are:
C ark 1,141,172 Jun. 01, 1915
Coi t 1,171,592 Feb. 15, 1916
Standal et al. (Standal) 1,932,536 Cct. 31, 1933
Jory 3,484, 097 Dec. 16, 1969

2 Clainms 1 and 3 have been anended (subsequent to the final rejection)
in a paper filed August 7, 1995 (Paper No. 18). As indicated on page 2 of the
exam ner's answer, the rejections of clains 1, 3-5, 10 and 11 under 35 U.S.C
§ 112, second paragraph, in the final rejection have now been overcome by the
above-not ed amendnent and are therefore w thdrawn.
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Cains 1, 3 through 5, 9 and 11 stand rejected under 35 U. SC.

8 103 as being unpatentable owr Coit in view of Cark or Standal

Clainms 1, 10 and 12 stand rejected under 35 U.S.C. § 103 &

bei ng unpatentable over Jory in view of Coit.

Cains 19 and 20 stand rejected under 35 U . S.C. § 103 as beng

unpat entabl e over "the art as applied to claim1" (answer, pge 4).

Reference is made to the examner's answer (Paper No. 23
mai | ed March 6, 1996) for the examner's reasoning in support 6
t he above-noted rejections andto appellants' brief (Paper No. 22,

filed Decenber 18, 1995) for appellants' argunents thereagainst.

OPI NI ON

Qur eval uation of the obviousness issues raised in this appal
has i ncluded a careful assessmnt of appellants' specification and
claims, the applied prior art references, and the respectie
positions advanced by appellants and the exani ner. As a conse
guence of our review, we W ll sustain the exam ner's rejections of

t he appeal ed clains. Qur reasoning follows.
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Bef ore addressing the exam ner's rejection based on prior
art, we note the statenments on page 2 of the answer that clains 3
t hrough 5, 10 and 11 are considered to stand or fall together and
that clainms 1, 9, 12, 19 and 20 have been separately argued by
appellants. Finding no contrary statenent in the brief and no
separate argunent in the brief for dependent clains 3 through 5,
10 and 11, we agree with the exam ner's assessnment. Accordingly,
we select claim1l as being representative of the group containing
claims 1, 3-5, 10 and 11, and address separately the rejections

of clains 9, 12, 19 and 20 (see 37 CFR § 1.192(c)(7)).

In rejecting clains 1, 3 through 5, 9 and 11 under 35 U. S. C
8 103 relying on Coit in view of Clark or Standal, the exam ner
has expressed the view that Coit (particularly, Figure 5)
includes all of the clainmd features except for a flap fornmed
froma closed slot. To address this difference, the exam ner has
relied on the teachings of Clark (Figs. 3 and 4) or Standal
(Figures 2 and 3), noting that the card carrying mailer of Cark
shows a curved flap (unnunbered) which entraps an edge of the
card (3), and that Standal shows a curved flap (17) in a carrier
formfor entrapping an edge of a card (16). According to the

exam ner,
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It would have been obvious to one of ordinary skill in
the art at the tinme the invention was made to provide
the |l ower edge of Coit's card, as seen in Figure 5,
with an entrapping flap, as taught by either Cark or
Standal et al., because it would provide an extra
measure of security for Coit's card when the folder is
unfol ded. The flap would provide the sole neans for

rel easably hol ding the card agai nst novenent out of the
corner pockets in a fourth direction when Coit's nailer
is folded and when it is unfolded. As can be seen from
Figure 2 of Coit, the card is spaced fromthe fold.
Therefore, when an entrapping flap is added, as taught
by either Clark or Standal et al., the fold does not
engage the card when Coit's nailer is folded and, thus,
does not hold the card agai nst novenent. The partic-
ul ar shape of the flap (claim9) would have been an
obvi ous matter of design.

The imtations which relate to automatic insertion add

no structure to the clainmed form

Appel | ants argue that none of the references relied upon by
the examner in this rejection show carriers adapted for auto-
matic insertion (brief, page 8). More specifically, appellants
contend (brief, page 9) that Coit is not adaptable for automatic
insertion and "expressly teaches nmanual insertion of a mailing
folder," that C ark "enphasi zes manual insertion and teaches away
froma flap," and that Standal "relates to envel opes wth paper
inserts which are shared [sic] separately by hand."” In addition,
appellants urge that Coit clearly teaches away froma flap by
"enphasi zi ng wedge trappi ng of a card across preweakened fold

lines."
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Not wi t hst andi ng appel | ants' above-noted argunents to the
contrary, we find nothing in Coit, Clark or Standal which woul d
preclude each of the clearly flexible card carrying mailing
fol ders of these references from being considered to be an
"automatic insertion adapted carrier fornm (enphasis added), as
set forth in appellants' clainms on appeal. |In this regard, we
note particularly that Coit (page 1, lines 86-90) indicates that
the sheet (1) of the mailer therein is formed of "suitable stock
which is preferably sonewhat heavier and sonmewhat stiffer than
the usual witing paper." Thus, it is apparent to us that the
paper stock used in Coit would inherently possess a degree of
stiffness and flexibility so as to be capable of use in an
appropriate automatic insertion apparatus and that the corner
pockets (defined by the slits 2 and tabs 3, or slits 7) would be
i nherently capable of resiliently flexing fromthe planar body of
the mail er when the planar body is automatically bent to open the
pockets for receipt of one of the two pairs of opposed corners of
the card to be received therein. As a further point regarding
appel l ants' argunent that the carriers of Coit, C ark and Standal
are not "adapted for automatic insertion," we expressly note that
appel l ants have provi ded no expl anation or evidence in support of

this bare assertion.
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As for appellants' contention that Coit "expressly teaches,"”
and that C ark "enphasizes," manual insertion of the cards
therein, we find absolutely no nention whatsoever of "manua
insertion” in these references, and no indication that the
insertion of the cards therein necessarily nust be done by hand.
Nor do we find in Coit any enphasis placed on "wedge trappi ng" of
the card therein across preweakened fold |ines, as urged by

appel | ants.

Moreover, we do not share appellants' view that Coit
"clearly teaches away froma flap" (brief, page 9), nerely
because Coit shows no flap and happens to show a fold |ine
adj acent the side of the card opposite the pair of opposed
corners received in the corner pockets of the mailing folder
therein. Like the exam ner, when we consider the conbined
teachings of the applied references (Coit and Clark, or Coit and
Standal ), we are of the opinion that it would have been obvi ous
to one of ordinary skill in the art at the tinme of appellants'
invention to provide the mailing folder of Coit with a flap

formed fromat | east one closed slot cut through the body of the
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mai | er and positioned opposite the pair of opposed card corners
received in the corner pockets of the mailing folder, so as to
provi de additional securenent for the card therein when the

mai ling folder is in an unfolded condition. Appellants' own
argunents (brief, page 13) note that the mailing folder of Coit
has "nothing to prevent the... inserted card fromfalling out the
bottom (i.e. fourth rectilinear direction) of the mailing

folder... when the mailing fol der envel ope is opened.”

In this regard, we note that it is well settled that where
the issue is one of obviousness under 35 U.S.C. 8§ 103, the proper
inquiry should not be limted to the specific structure shown by
a reference, but should be into the concepts fairly contained
therein, with the overriding question to be determ ned being
whet her those concepts woul d suggest to one skilled in the art

the nodification called for by the clains. Seeln re Bascom 230

F.2d 612, 614, 109 USPQ 98, 100 (CCPA 1956). Furthernore, under
35 U.S.C. § 103, a reference nust be considered not only for what
it expressly teaches, but also for what it fairly suggests (n re
Bur ckel, 592 F.2d 1175, 1179, 201 USPQ 67, 70 (CCPA 1979);Iln re

Lanmberti, 545 F.2d 747, 750, 192 USPQ 278, 280 (CCPA 1976)), as
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well as the reasonabl e inferences which the arti san woul d

logically draw fromthe reference. Seeln re Shepard, 319 F.2d

194, 197, 138 USPQ 148, 150 (CCPA 1963). In addition, while
there clearly nust be sone teaching or suggestion to conbi ne
existing elenents in the prior art to arrive at the clainmed
invention, we note that it is not necessary that such teaching or
suggestion be found only within the four corners of the applied
reference or references thensel ves; a conclusion of obviousness
may be made from conmon knowl edge and conmon sense of the person
of ordinary skill in the art w thout any specific hint or

suggestion in a particular reference (seeln re Boezk, 416 F.2d

1385, 1390, 163 USPQ 545, 549 (CCPA 1969)), this is because we
must presune skill on the part of the artisan, rather than the

converse. See ln re Sovish, 769 F.2d, 738, 743, 226 USPQ 771

774 (Fed. Gr 1985).

Wth respect to appellants' argunment (brief, page 15) that
Clark teaches away fromuse of a flap by showng a corner slit
(e.g., 6) engaging the edge of the card which the flap also
engages, we note that it is clear fromthe disclosure of the

Clark patent (page 1, lines 71-78) that the arc slit flap seen in
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Figures 3 and 4 of Clark is neant to be an alternative to the
corner slit seen therein, and that the flap seen in Figures 3 and
4 may thus be used alone as the sole nmeans to prevent

di spl acenment of the card (3) in that direction.

As for appellants' argunent that the exam ner is using
hi ndsi ght reconstruction in |light of appellants' teaching and
di scl osure to render the clained invention obvious, in |ight of
the foregoing determ nations, we do not find such argunent to be
persuasive of error in this case on the examner's part. 1In the
present case, we are convinced that it would have been obvious to
the person of ordinary skill in the art at the tine of
appel l ants' invention to conbine the teachings and suggestions
found in Coit, Clark and Standal in the manner urged by the
exam ner so as to arrive at an "automatic insertion adapted card
carrier” like that clained by appellants in claiml on appeal.
The examner's rejection of claim1 on appeal under 35 U S.C
8 103 based on Coit and C ark or Standal, accordingly, is

sust ai ned.

G ven our above determi nation that clainms 1, 3 through 5, 10

and 11 should be considered as standing or falling together, it

10
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follows that claims 3 through 5, 10 and 11 wll fall with claim1l
and that the rejection of these clains on appeal under 35 U S.C
8 103 on the basis of Coit and Clark or Standal is |ikew se

sust ai ned.

Wth respect to dependent clains 9, 19 and 20, we nust agree
with the exam ner that the specific shape of the flap (i.e.,
triangular as in claim9) and the specific shape of the corner
pocket so as to result in an ear which is acutely angled or
rounded as in clainms 19 and 20, woul d have been obvious matters
of design choice to one of ordinary skill in the art given the
fact that appellants' specification nerely indicates (e.g., page
6) that the flap is "preferably"” of such a shape and further that
appel l ants' have provided no indication in their specification
that the shapes in question solve any stated problem or provide
any unexpected result. Thus, we consider that the recitations
regardi ng the shape of the flap and of the ears do not serve to
pat entably distinguish the clained invention over the structure
of the mailing folder suggested by the applied prior art. Seeln
re Kuhle, 526 F.2d 553, 555, 188 USPQ 7, 9 (CCPA 1975). W

further consider that this position is bolstered by the

11
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disclosure in Clark (page 1, lines 71-78) regarding the flap
therein and in Coit (page 2, lines 61-72) regarding the
configuration of the ears or tabs (3) therein. 1In each instance,
it is indicated that the shape of these elenents may be of
varying forns so long as they performtheir function in a

sati sfactory manner, thus, in our view, indicating that the
specific configuration of these elenents is well wthin the skil

of the art.

Based on the foregoing, the examner's rejections of clains
1, 3 through 5, 9, 11, 19 and 20 based on the teachings of Coit

and Cl ark or Standal are sustai ned.

The next of the exam ner's rejections for our consideration
is that of clains 1, 10 and 12 under 35 U. S.C. 8 103 based on the
conbi ned teachings of Jory and Coit. In this rejection, the
exam ner is of the opinion that Jory (e.g., Figure 3) discloses
the clainmed invention with the exception that the flap (66) of
Jory is not the sole neans for rel easably holding the card (14)
agai nst novenent out of the corner pockets (fornmed by slits 20)
in a fourth direction, and that such corner pockets are not L-

shaped, as required in appellants' claiml on appeal. However,

12
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the examner is of the opinion that it would have been obvious to
one of ordinary skill in the art at the time the invention was
made to elimnate the closed slits (18) and resulting pockets

since it has been held that the elimnation of an

el ement and its function in a conbination where the

remai ni ng el ements performthe same functions as before

i nvolves only routine skill in the art. |In re Karlson,

136 USPQ 184. (answer, page 4).

The examner is also of the view that it woul d have been
obvious to one of ordinary skill in the art to make Jory's
pockets (formed by slits 20) L-shaped, as taught by Coit, because

such a nodification is considered to be an obvi ous matter of

desi gn.

Applying the test for obviousness set forth inln re Keller,

642 F.2d 413, 425, 208 USPQ 871, 881 (CCPA 1981), which is wat the
conbi ned teachings of the applied references would have suggest ed
to those of ordinary skill in the art, it is our conclusion tha
the artisan, arnmed with the disclosures of Jory and Coit, woud
have found it obvious to elimnate the slits (18) adjacent he side

of the card (14) where the flap (66) is |ocated and the function

13
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of these slits, so as to provide a nore sinplified mountig
arrangenent for the card therein when a less refined or les
sophi sticated nmounting would ke sufficient. Unlike appellants, we
do not see that Jory necessarily teaches away from renoval of the
slits (18), or "expressly" teaches and requires a carrier fomthat
must have a five point restraint system |In this regard, we note
that the clainms of the Jory patent do not in any way require that
the web carrier forminclude a five point restraint system Se
particularly, clains 1 through 5 and 13 through 15 of Jory, w th
specific enphasis on clains 5 and 15, which define apparatus fo
coupling a flexible sheet (card) to a web carrier having only a
pair of spaced slits.” In reaching the conclusion that it would
have been obvious to one of ordinary skill in the art to elimnate
the slits (18) of Jory and their corresponding function, we again
presune skill on the part of those versed in this art rather than

the converse. See |ln re Sovish, supra

Whil e we have fully consideredeach of the argunents advanced
by appellants in their brief, we are not convinced thereby of any
error in the examner's position. Like the exam ner, we note that
appel l ants have not expressly indicated in the brief exactlywhy it

woul d not have been obvious to the ordinarily skilled artisan to

14
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nodi fy Jory in the manner posited by the examiner in the rejection
under 35 U S.C. 8 103. Instead, appellants have nerely nad broad
assertions that the formof Jory as nodified "would not be perable
in the insertion apparatus of Jory" (brief, page 20) and that the
card "could pivot on the internediate slit 22 and becone di sngaged
wi th opposing slits 20" (brief, page 21). W find these assrtions
to be based on pure specul ation or nere attorney argunent w thout

any evidence in this record to support such assertions.

As for the examner's position that it would have been obvi as
to one of ordinary skill inth art to nake the slits (20) of Jory
in the formof L-shaped slitsas in Coit, we are in agreenment with
the examner. From our perspective, the clear teaching of Git, at
page 2, lines 61-72, is that the shape of the slits in sucha
mailing folder is generally sonmewhat optional, as long as thg
performtheir intended function. Appellants' argunent that Joy
fails to disclose a flap which resiliently flexes in the maner set
forth in claim1l on appeal, is also unpersuasive. |n our opinion
the flap of Jory is capable of such resilient flexing when tk

mailer formweb (12) is used in an appropriate automatic insertion

15
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apparatus. See, in this regard, Figure 7 of Jory wherein the flap
(66) is clearly resiliently flexed as a result of a portion of the
web body being bent by the finger (64), so that the flap can ride

up and over the edge of the card.

Wth respect to dependent claim 12, we note that appell ants
have not specifically disputed the examner's position that tl
holes (24) of Jory are |ocated adjacent the edge of the cad
therein or that these holes serve to mark the "relative position”
of the pair of pockets (defined by slits 20) and flap (66). Absent
sone specific argunment from appellants, we see no reason D

overturn the examner's position with regard to the holes (24).

For the reasons stated in theexamner's answer, as anplified
above, the decision of the exam ner rejecting appealed claimm1, 10
and 12 under 35 U S.C. 8 103 based on the conbined teachings ©

Jory and Coit is sustained.

Turning next to the examner's rejection of clainms 19 and 20
based on Jory in view of Coit, for reasons simlar to those
advanced above in our earlier discussion of claims 19 and 20, w

are in agreenment with the examner that it would have been an

16
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obvi ous matter of design choice to formthe slots/slits of dry (as
nodi fied) in the particular manner set forth in these clains. W
again point to the clear teachings of Coit (page 2, lines 6172) in
support of this position. Mreover, we observe that Figures 1 and
2 of Coit appears to show slits Iike those required in appellants’
claim?20, while Figure 3 of Coit shows slits (5) in a configration
like that requiredin appellants' claim 19.® Thus, the exam ner's
rejection of clainms 19 and 20 under 35 U.S.C. 8 103 based on Jory

and Coit is sustained.

G ven that each of the exam ner's respective rejections of he
appeal ed cl ai nrs has been sustaned, it follows that the exam ner's
decision to reject claims 1, 3 through 5, 9 through 12, 19 and 20

on appeal under 35 U.S.C. §8 103 is affirned.

31t appears to us that the dependency of claim20 is in error, since we
find no antecedent basis for "the intersection" set forth in claim 20, or "the
pair of rectilinear slots" set forth therein, in parent claim1l. Correction of
this error should be attended to in any further prosecution of the application
bef ore the exam ner.

17
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No tinme period for taking any subsequent action in connection
with this appeal may be extended under 37 CFR

§ 1.136(a).

AFFI RVED

| RW N CHARLES COHEN
Adm ni strative Patent Judge )

) BOARD OF PATENT

JAMES M MEI STER ) APPEALS AND
Adm ni strative Patent Judge ) | NTERFERENCES
)
)
CHARLES E. FRANKFORT )

Adm ni strative Patent Judge )
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