THL'S OPI NI ON WAS NOT_ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.

Paper No. 39

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte JANE PALLERA

Appeal No. 96-2724
Application 08/343, 201!

ON BRI EF

Bef ore McCANDLI SH, Seni or Adnmini strative Patent Judge, and
FRANKFORT and STAAB, Adninistrative Patent Judges.

FRANKFORT, Adninistrative Patent Judge.

! Application for patent filed Novenmber 22, 1994. According
to appellant, the application is a continuation of Application
08/ 116, 358, filed Septenber 2, 1993, abandoned.
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DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 4 through 10, which are all of the clains
remaining in the application. Cdainms 1 through 3 and 11
t hrough 17 have been canceled. In a paper filed April 25, 1996
(Paper No. 31) appellant wi thdraws the appeal as to clains 8
and 9. Accordingly, the appeal as to those clainms is dismssed
and only clainms 4 through 7 and 10 remain for our consideration

in this appeal.

Appellant's invention is directed to a shoe having a
di spl ay assenbly attached to an outer surface of the shoe upper.
Claim 10, the only independent claimon appeal, is illustrative
of the subject matter on appeal and a copy of claim1l0, as it
appears in the Appendix to appellant's brief, is attached to this

deci si on.

The prior art references of record relied upon by the
exam ner as evidence of obviousness under 35 U S.C. § 103 are:

Adans et al. (Adans) 2,801, 477 Aug. 6, 1957
Webb 4,677,008 June 30, 1987
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Si gol of f 4,712, 314 Dec. 15, 1987
Swart z 5, 379, 533 Jan. 10, 1995
(filed Dec. 6, 1991)

Clains 4, 5 and 10 stand rejected under 35 U S.C. § 103

as being unpatentable over Swartz.

Claim6 stands rejected under 35 U.S.C. 8§ 103 as being

unpat ent abl e over Swartz in view of Wbb.

Claim?7 stands rejected under 35 U.S.C. 8§ 103 as being

unpat ent abl e over Swartz in view of Sigoloff or Adans.?

The full text of the examner's rejections with regard
to clainms 4 through 7 and 10 and rebuttal to the argunents
presented by appell ant appears in the answer (Paper No. 30,
mai | ed February 21, 1996). Rather that reiterate appellant's
position on the issues raised in this appeal, we nake reference
to the main and reply briefs (Paper Nos. 29 and 32) for the

conpl ete statenent of appellant's argunents.

2 The rejections of clains 8 and 9 under 35 U.S.C. § 112,
second paragraph, and of clains 8 and 9 under 35 U.S.C. § 103, as
found in the examner's answer, are noot in view of appellant's
wi t hdrawal of the appeal as to those clainms in Paper No. 31.

3



Appeal No. 96-2724
Appl i cation 08/ 343, 201

OPI NI ON
Havi ng carefully consi dered appellant's specification
and clains, the applied references, and the respective viewpoints
of appellant and the exam ner, it is our determ nation that the

exam ner has failed to establish a prima facie case of

obvi ousness with regard to clainms 4 through 7 and 10 on appeal .
Qur reasoning for this determnation follows. In addition,

pursuant to our authority under 37 CFR 8§ 1.196(b), we have al so
decided to enter a new ground of rejection of appealed clains 4

through 7 and 10 under 35 U.S.C. § 112, second paragraph.

Turning first to the examner's rejection of clains 4,
5 and 10 under 35 U. S.C. § 103, we do not share the examner's
view that it would have been obvi ous, absent any suggestion or
incentive recognized in the applied prior art, to nerely
elimnate the fluid fromthe chanbers (e.g., 14, 16) of the
di spl ay assenbly associated with the shoe of Swartz. Wile it is

true that in In re Karlson, 311 F.2d 581, 584, 136 USPQ 184, 186

(CCPA 1963) the Court stated that
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om ssion of an element and its function in a
conbi nation i s an obvi ous expedient if the
remai ni ng el ements performthe sane functions
as before,

we observe, as appellant has on page 7 of the brief, that the
Court has al so recognized that this is not a nmechanical rule, and
that such | anguage in Karlson was not intended to short circuit
the determ nation of obviousness mandated by 35 U S.C. § 103.

See Inre Wight, 343 F.2d 761, 769-770, 145 USPQ 182, 190 ( CCPA

1965). Thus, as in review ng any obvi ousness determ nation, we
must first ook to the prior art and ascertain whether the prior
art teachings would appear to be sufficient to one of ordinary
skill in the art to suggest making the clained substitution or

ot her nodification proposed by the examner. See, e.qg., lInre

Lalu, 747 F.2d 703, 705, 223 USPQ 1257, 1258 (Fed. G r. 1984).

In this particular case, we share appellant's view as
expressed on pages 4-8 of the brief and in the reply brief that
the elimnation of the fluid fromthe chanbers of the display
apparatus of Swartz woul d not have been obvious to a person of

ordinary skill in the art based on any teachi ng, suggestion or



Appeal No. 96-2724
Appl i cation 08/ 343, 201

notivation found in the applied reference. Like appellant, we
bel i eve that the exam ner's nodification of Swartz in the
specific manner posited in the final rejection and answer is
based on the hindsight benefit of appellant's own teachings and
not on anything fairly suggested by the reference itself.

Mor eover, as

appel l ant has urged, the critical nature of the fluid filled
chanbers to the invention in Swartz clearly dictates agai nst any
such renmoval, and if the fluid were renoved fromthe chanbers,
the very nature of the display apparatus therein would be altered
to the extent that such display apparatus woul d not be capable

of perform ng the sane functions as before. Thus, we w |l not
sustain the examner's rejection of clains 4, 5 and 10 under

35 U S.C. 8 103 based on Swartz.

Turning to the examner's rejections of clains 6 and 7
under 35 U.S.C. 8 103, we share appellant's view concerning the
obvi ousness of using radioactive spheres (as in Wbb) in the
footwear of Swartz, and appellant's view concerning the
exam ner's proposed downsi zing of the picture in either Sigoloff
or Adans, given the express disclosure in each of these
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references that the picture or insert thereinis sized to fill
the recess or pocket of the respective display assenblies
disclosed in the references. Accordingly, the examner's
rejections of clains 6 and 7 under 35 U S.C. 8 103 wll |ikew se

not be sust ai ned.

I n accordance with our authority under 37 CFR
8§ 1.196(b), we enter the follow ng new rejection of clains 4

through 7 and 10 under 35 U.S.C. § 112, second paragraph.

Clainms 4 through 7 and 10 are rejected under 35 U. S. C
8§ 112, second paragraph, as being indefinite for failing to par-
ticularly point out and distinctly claimthat which appell ant

regards as her invention.

The purpose of the requirenent stated in the second
paragraph of 35 U S.C. 8§ 112 is to provide those who would
endeavor, in future enterprise, to approach the area
circunscri bed by the clains of a patent, with the adequate notice
demanded by due process of law, so that they may nore readily and
accurately determ ne the boundaries of protection involved and
evaluate the possibility of infringenent and dom nance. 1n re
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Hammack, 427 F.2d 1378, 1382, 166 USPQ 204, 208 (CCPA 1970).

This is not to say that a lack of precision in claimlanguage
automatically renders a claimindefinite. However, definiteness
probl ens often ari se when words of degree are used in a claim In
such a case, it nust be deci ded whether one of ordinary skill in
the art woul d understand what is clainmed when the claimis read

in light of the specification. See Seattle Box Co., Inc. V.

I ndustrial Crating & Packing, Inc., 731 F.2d 818, 826, 221 USPQ

568, 574 (Fed. G r. 1984).

In the present case, independent claim 10 was anmended
in Paper No. 23, filed July 7, 1995, to include a limtation
regardi ng the seal ed conpartnent of the display assenbly therein
being "substantially free of liquid." Appellant's specification
does not provide any guidance as to what m ght constitute a
seal ed conmpartnent that is "substantially free of liquid," and
it does not appear to us that this claimlanguage has any clear
meani ng when read in light of the originally filed specification.
Page 3 of the specification describes the enbodi nent of Figure 1
as including a seal ed pouch (12) provided with a | arge nunber of
di screte, |um nescent glow pieces (22). The specification is
silent as to any fluid in the pouch (12). The enbodi nent of
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Figure 4 is described as having a star-shaped pouch (30) which
carries a mxture of sand (32) and oil (34). There is no
indication in the specification as to how nuch of the pouch is
filled wth oil, although it appears fromFigure 4 that only
about half of the pouch is filled with the m xture. Thus, the
originally filed specification | eaves us in the dark as to what

t he new claimlanguage "substantially free of liquid" is intended
to mean. Appellant's attenpt in Paper No. 23 to be a post-hoc

| exi cographer and thereby explain the nmeaning of this |anguage

added to claim 10, is unavailing, since it is the original

di scl osure itself which nust provide support and antecedent basis
for this |language. Finding no clear understanding of exactly
what the limtation of claim 10 regarding the seal ed conpart nent
being "substantially free of liquid"' neans, we find this claim

and the clains which depend therefromto be indefinite.

To summari ze, the decision of the exam ner rejecting
claims 4 through 7 and 10 under 35 U.S.C. 8§ 103 is reversed.
However, as provided for in 37 CFR § 1.196(b), a new rejection of
the appealed clains under 35 U.S.C. § 112, second paragraph, has
been entered by this panel of the Board.
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Thi s deci sion contains a new ground of rejection pur-
suant to 37 CFR 8 1.196(b) (anended effective Dec. 1, 1997, by
final rule notice, 62 Fed. Reg. 53,131, 53,197 (Cct. 10, 1997),
1203 Of. Gaz. Pat. & Trademark O fice 63, 122 (Oct. 21, 1997)).
37 CFR 8 1.196(b) provides that “[a] new ground of rejection

shal |l not be considered final for purposes of judicial review’

37 CFR 8 1.196(b) al so provides that the appell ant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exer -

cise one of the following two options with respect to the new
ground of rejection to avoid term nation of proceedings (37 CFR
8§ 1.197(c)) as to the rejected cl ai ns:

(1) Submt an appropriate anendnent of
the clains so rejected or a show ng of facts
relating to the clains so rejected, or both,
and have the matter reconsidered by the
exam ner, in which event the application
will be remanded to the exam ner.

(2) Request that the application be
reheard under 8§ 1.197(b) by the Board of

Pat ent Appeal s and Interferences upon the
sane record.

No tinme period for taking any subsequent action in con-

nection with this appeal may be extended under 37 CFR § 1.136(a).
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REVERSED, 37 CFR § 1.196(b)

HARRI SON E. McCANDLI SH
Seni or Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

CHARLES E. FRANKFORT
Adm ni strative Patent Judge

LAWRENCE J. STAAB
Adm ni strative Patent Judge

N N N N N N N N N N N N
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Timothy A French

Fi sh and Ri chardson
225 Franklin Street
Bost on, MA 02110- 2804
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APPENDI X

10. A shoe conprising a sole, a shoe upper nounted on
the sole, and a display assenbly attached upon an outer surface
of said shoe upper,

sai d display assenbly conpri sing:

an outer nenber conprising a translucent wall
at least partially defining a seal ed conpartnent having an
arbitrary shape that is defined by dinensions of wdth, thickness
and length, said translucent wall conprising a central portion
and general ly upstandi ng sidewal | s extendi ng about the periphery
of said central portion, said seal ed conpartnent being
substantially free of liquid, and

at |l east one solid decorative device di sposed
within said seal ed conpartnent,

said translucent wall permtting view ng of said at
| east one decorative device disposed within said seal ed
conpartnent, and

said at |east one solid decorative device having
di mrensions of width, thickness and length, the wdth of said at
| east one decorative device being significantly | ess than the
wi dth of the seal ed conpartnent, the thickness of said at |east
one decorative device being significantly | ess than the thickness
of said seal ed conpartnment, and the length of said at |east one
solid decorative device being significantly Il ess than the |length
of said sealed conpartnent, in a conbined di nensi onal
rel ationship selected to permt free novenent of said solid
decorative device within said seal ed conpartnent.
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