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ON REQUEST FOR REHEARI NG

Appel | ants request rehearing of our decision entered
Sept enber 24, 1997 (Paper No. 33). Specifically, appellants
request rehearing of those portions of the decision sustaining
the rejections of: (1) claim1l1l over Kotital o and over
Wat anabe based on the interpretation of "cradle"; (2) claim 15
over Kotitalo and over Watanabe in view of Takagi based on the
interpretation of "deflectable"; and (3) claim1l over Umezawa
based on not giving weight to the term"nenbers"” (plural).

The request for rehearing is granted-in-part.

We refer to pages of our original decision as "D _" and
to pages of appellants' Request for Reconsideration as "RR__."
W refer to the pages of the Final Rejection as "FR_", to the
pages of the Exam ner's Answer as "EA ", and to the pages of
the appeal Brief as "Br__."

CPI NI ON

1. daimlnterpretation of "Cradle"

Appel I ants request that we reconsider the rejections of
claim 1l over Kotitalo and over Watanabe based on an all eged

error in our interpretation of "cradle."
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Appel l ants argue that "[a] person skilled in the art
knows that a tel ephone hol der has one cradle to hold one
t el ephone handset” (RR2) and that "[a] person skilled in the
art is not going to view Kotitalo as having two cradles to
hol d a single handset" (enphasis omtted) (RR2). Appellants
argue that the only cradle in Kotitalo is elenent 1.

At the tinme appellants' brief was filed, Patent and
Trademark O fice (PTO rules required: "For each rejection
under 35 U. S.C. 102, the argunent shall specify the errors in
the rejection and why the rejected clains are patentabl e under
35 U S.C 102, including any specific limtations in the
rejected clains which are not described in the prior art
relied upon in the rejection.” 37 CFR
8§ 1.192(c)(8)(iii)(1995). The exam ner found Kotital o to have
a "cradle (5, 7)" (FR3; EA6). Appellants did not address the
error in the examner's interpretation in their appeal brief.
In their reply brief, appellants asserted that "'1' is the
cradle.” Argunents nade for the first tinme in a reply brief
are generally not considered. See 37 CFR § 1.193(b) ("The
appellant may file a reply brief directed only to such new

poi nts of argunent as nmay be raised in the exam ner's
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answer."); MBride v. Merrell Dow and Pharmaceuticals, Inc.

800 F.2d 1208, 1210-11 (D.C. 1986). Neverthel ess, our
deci si on consi dered the broadest reasonable interpretation of
"cradl e" and stated (D9):

W agree with the exam ner that the "cradl e" of
claim 1l broadly reads on clanps 5 and 7 in Kotitalo.
Claim 11l does not state that the tel ephone is supported
by the cradle or recite any other structure of the cradle
and so does not require that we interpret the structure
in Kotitalo that supports the handset (center part 17,
bottom part 16, bridge part 16', prongs 16'', and fluting
16''' described at colum 2, lines 2-11) to be the
cradl e.

Appel | ants do not address our reasoning as to the
broadest reasonable interpretation. That appellants wish to
have a narrower interpretation of the word "cradle" to avoid
the prior art is not persuasive of error. The tel ephone in
Kotitalo is cradled both by clanps 5 and 7 and by the support
structure described at colum 2, lines 2-11. Appellants have
not convinced us that a tel ephone can have only a single
cradle or that part of the structure that supports the
t el ephone cannot be terned a cradle. Appellants have not
convinced us that it was error to consider the structure of

clanps 5 and 7, which keep the handset in place (col. 2, lines

66-68), to be a cradle. Accordingly, we deny appellants’
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request for rehearing to the extent it requests reversal of
our decision with respect to the rejection of claim11l over
Kotital o.

Appel lants simlarly argue that "[Wtanabe] only
di scl oses one cradle which the door 2 is pivotably nounted to"
(RR4). The sane argunents made with respect to Kotitalo apply
to Watanabe. The tel ephone in Watanabe is cradled both by the
hol der 3 and by the door 2 (figure 8). Appellants have not
convi nced us that a tel ephone can have only a single cradle or
that part of the structure that supports the tel ephone cannot
be terned a cradle. Appellants have not convinced us that it
was error to consider the door 2 to be a cradle. Accordingly,
we deny appellants' request for rehearing to the extent it
requests reversal of our decision with respect to the

rejection of claim1l over Watanabe.
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2. Caimlnterpretation of "Defl ectable"

Appel I ants request that we reconsider the rejections of
claim 15 over Kotitalo and over Watanabe and Takagi based on
an alleged error in our interpretation of "deflectable."

Appel  ants argue that the dictionary definition of
"defl ect abl e" neans "capabl e of being deflected"” and
"defl ected" means "turned aside, or froma direct |line or
course."” Appellants argue that our interpretation of
"defl ectabl e" as "novable" was a clear error (RR3).

As we stated in our decision (D11-12):

W interpret the term"deflectable"” in claim15 broadly

to mean "novabl e" because appellants di scl ose a tongue 12

that bends and a tongue 22 that translates and both are

clained to be "defl ectable"; conpare clains 11 and 18.
Appel I ants do not address the context in which we nade the
statenment, nor do appellants try to explain how the definition
of "turned aside, or froma direct line or course" requires a
certain structure that is not shown in the references. It is
possi bl e to define "defl ectable” to nean capabl e of being
di spl aced due to bending, like the deflection (i.e., turning
asi de) of a beamunder a |oad. Appellants' tongues 12 in
figure 2 bend. W noted, however, that appellants al so used

the term"deflectable"” to apply to the "tongue” in claim18

- 6 -
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and, as shown in appellants' figures 2 and 3, the tongue 22
translates, i.e., noves in a straight line, but does not bend.
In our opinion, "deflectable" is broad enough to enconpass
bot h situations where the tongues nove asi de by bendi ng or by
translating, which is all that we neant by "novable." This
interpretation of "deflectable"” is consistent with the
definition of "turned aside."” However, the real issue is

whet her we were wong in our finding that the ends of the
clanps 5, 7 with the projections are "cantilevers [sic,

cantil evered] deflectable tongues,” which issue is not
addressed by appellants. Appellants have not convinced us of
error in our finding. Accordingly, we deny appellants
request for rehearing to the extent it requests reversal of
our decision with respect to the rejection of claim15 over
Kotital o.

Appel lants simlarly argue the "projections and upri ght
arms on the hinged front door 2 of Watanabe are certainly
novabl e with the door when the door is noved, but they are not
"defl ectable' (i.e.: capable of being turned aside, or froma

direct line or course)” (RR5). As explained supra,

"deflectable” is interpreted to nean "novable"” in the sense
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that the tongue is novable to the side and does not require
any particul ar physical kind of novenent |ike bending or
transl ati on, because appellants have used the term

"defl ectabl e” to describe both kinds of novenent. The
projections on the hinged front nmenber in Watanabe are

consi dered "cantilevers [sic, cantilevered] deflectable
tongues."” The tongues are "defl ectable" (novable) because
they are noved out of position when the hinged front nmenber is
rotated. Appellants have not convinced us of any error in our
finding that the projections in Watanabe are cantil evered

defl ectabl e tongues. Accordingly, we deny appellants' request
for rehearing to the extent it requests reversal of our
decision with respect to the rejection of claim15 over

Wat anabe and Takagi .

3. Patentable Wight of d aimLanguage "Menbers" (Plural)

Appel  ants argue that it was inappropriate to not address
the limtation of "nmenbers” (plural) (RR3). Appellants argue
that "[t]he Board cannot ignore the actual claimlanguage

because Appellants did not argue it" (RR3).
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At the tinme appellants' brief was filed, PTO rules
required: "For each rejection under 35 U S.C. 103, the
argunent shall specify the errors in the rejection and, if
appropriate, the specific limtations in the rejected clains
whi ch are not described in the prior art relied on in the
rejection, and shall explain how such limtations render the
cl ai med subject matter unobvious over the prior art." 37 CFR
8§ 1.192(c)(8)(iv). Because the PTO has a rule requiring
appel lants to argue contested limtations we, |ike our
reviewi ng court, are not required to | ook for differences
beyond those which are discussed in appellants' brief. Cf.

In re Baxter Travenol Labs., 952 F.2d 388, 391,

21 USPQ2d 1281, 1285 (Fed. Cir. 1991) ("It is not the function
of this court to examne the clains in greater detail than
argued by an appellant, | ooking for nonobvious distinctions

over the prior art."); In re Wechert, 370 F.2d 927, 936,

152 USPQ 247, 254 (CCPA 1967) ("This court has uniformy

foll owed the sound rule that an issue raised bel ow which is
not argued in this court, even if it has been properly brought
here by a reason of appeal, is regarded as abandoned and w ||

not be consi der ed. It is our function as a court to decide
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di sputed issues, not to create them"); In re Wsenan,
596 F.2d 1019, 1022, 201 USPQ 658, 661 (CCPA 1979) (argunents
must first be presented to the Board before they can be argued
on appeal). It is not prudent to reverse a rejection based on
an uncontested limtation because, for all we know, an
appel l ant's reason for not contesting the Iimtation nay be
that appellant knows it constitutes obvious subject matter.
Al so, we do not have the benefit of the exam ner's views.
Because the PTO has a rule which requires appellants to argue
contested limtations and because it is sound | egal policy not
to get into undisputed issues, it is proper to address only
the argued limtations.

Appel | ants argue that they did argue that Urezawa di d not
di scl ose | ocki ng nenbers (plural) at page 7, second paragraph.
That portion of the Brief states that "there is no disclosure
or suggestion in Unezawa that slide nenber (8) has novabl e
| ocki ng nmenbers" (Brief, page 7). Although appellants did not
address the examiner's interpretation of elenments 19-21 as
bei ng the "novabl e | ocking nenbers” in the Brief, since
appel l ants denied that the limtation was found in Urezawa we

will consider the limtation to have been argued as required

- 10 -
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by 37 CFR 8§ 1.192(c)(8)(iv). W noted in our decision
(D14-15) that Umezawa has only one | ocking nmenber 21 and that
el ements 19 and 20 noted by the exam ner cannot be consi dered
| ocki ng menbers. Accordingly, we now reverse the anticipation

rejection of clainms 11 and 13 over Unezawa.
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CONCLUSI ON

Upon consi deration of appellants' request for rehearing,
we have denied the request with respect to maki ng any changes
in our decision regarding the rejections of claim1l over
Kotital o and over Wat anabe, and the rejections of claiml15
over Kotital o and over Wat anabe and Takagi, but we have
nodi fied our decision to the extent that the rejection of
claims 11 and 13 over Unezawa is now reversed. Accordingly,
the request for rehearing has been granted-in-part and the
original decision is nodified.

No time period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
8§ 1.136(a).

GRANTED- | N- PART

JAMES D. THOVAS

Adm ni strative Pat ent Judge )
)
)
)
) BOARD OF PATENT

LEE E. BARRETT ) APPEALS
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AND
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Adm ni strative Patent Judge

Rl CHARD TORCZON
Adm ni strative Patent Judge
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