THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not
written for publication in a law journal and (2) is not binding
precedent of the Board.
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HEARD: August 3, 1999

Bef ore THOVAS, MARTI N, and GROSS, Administrative Patent Judges.
GROSS, Adnini strative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 1 through 17, which are all of the clains

pending in this application.

! Application for patent filed Septenber 23, 1994. According to
appel lants, this application is a continuation of Serial No. 07/601, 728, filed
May 21, 1992, now abandoned
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The appellants' invention relates to a |library systemfor

recording nmediunms. More specifically, the library system

includes a carrier for transporting the recordi ng nmedi uns and
a recording and reproducing unit, with electrical
comuni cation signals being transmtted to (and from the
recording and reproducing unit from(and to) the carrier.
Claimlis illustrative of the clained invention, and it reads
as foll ows:

1. A library system conprising:

storing neans (51) for storing a plurality of recording
medi uns;

recordi ng and reproduci ng nmeans (52) for recording and
reproduci ng data to and fromthe recordi ng nedi uns;

carrying means (53) for noving the recording nedi uns
bet ween said storing neans (51) and said recording and
reproduci ng neans (52);

control nmeans (54) for controlling said recordi ng and
reproduci ng nmeans (52) and for controlling said carrying neans
(33);

first conmunication nmeans (54a) for transmtting
i nstructions between said control nmeans and said recordi ng and
r epr oduci ng neans;

second comuni cation neans (54b) for transmtting
i nstructions between said control nmeans and said carrying
means; and
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third communi cation nmeans (55) for transmtting
el ectrical instruction signals fromsaid carrying neans to
sai d recordi ng and reproduci ng nmeans indicating that the
recording nediumis ready to be | oaded into said recording and
reproduci ng neans and from said recordi ng and reproduci ng
means to said carrying neans indicating that the recording
mediumis ready to be unl oaded fromsaid recordi ng and
reproduci ng nmeans, said third comruni cati on neans bei ng
separate fromsaid control neans.

The prior art reference of record relied upon by the
exam ner in rejecting the appealed clains is:

Kuo 4,989, 191 Jan. 29, 1991

Clainms 1 through 17 stand rejected under 35 U.S.C. § 103
as being unpatentable over appellants' admtted prior art as
shown in Figures 1-4 and descri bed on pages 1-11 of the
specification in view of Kuo.

Ref erence is nade to the Exam ner's Answer (Paper No. 30,
mai | ed March 25, 1996) and the Suppl enental Exam ner's Answer
(Paper No. 33, mumiled August 13, 1996) for the exam ner's
conpl ete reasoning in support of the rejections, and to the
appel l ants' Brief (Paper No. 29, filed January 11, 1996) and
Reply Brief (Paper No. 31, filed May 28, 1996) for the
appel  ants' argunents thereagainst.

CPI NI ON
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As a prelimnary matter we note that appellants indicate
on page 9 of the Brief that the clains do not stand or fal
together and are each separately patentable. However, for
each of clains 2 through 17, appellants merely reproduce a
limtation recited in the claim As stated in 37 CFR §
1.192(c)(7), "Merely pointing out differences in what the

clainms cover is not an argunent as to

why the clains are separately patentable.” Thus, appellants
have

failed to explain why the clains are believed to be separately
pat entable. Accordingly, we will treat only the independent
claims, with the dependent clains as standing or falling
together with the correspondi ng i ndependent cl ai s.

We have carefully considered the clainms, the applied
prior art references, and the respective positions articul ated
by the appellants and the exam ner. As a consequence of our
review, we will reverse the obviousness rejection of clainms 1

t hrough 17.
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The only limtation of claim1l1l in dispute is a third
comuni cation neans. All other limtations are clearly shown
in appellants' admtted prior art, Figures 1-4. In particular
claim1l1 requires

third communi cation nmeans (55) for transmtting
electrical instruction signals fromsaid carrying
neans to said recording and reproduci ng neans
indicating that the recording nediumis ready to be
| oaded into said recording and reproducing neans and
fromsaid recordi ng and reproduci ng neans to said
carrying means indicating that the recordi ng nedi um
is ready to be unl oaded from said recordi ng and
reproduci ng neans, said third comuni cation neans
bei ng separate fromsaid control neans (underlining
added for enphasis).

W w Il focus our discussion on the underlined portions.

| ndependent clains 12, 13, and 16 recite nethod steps drawn to
the transm ssion of a loading instruction signal directly to

t he recordi ng and reproduci ng neans fromthe carryi ng neans.

Caim7

i ncludes electrical instruction signals fromthe carrying
means directly to the recording and reproduci ng neans. C ains
14, 15, and 17 recite ejection electrical end signals fromthe
carrying means directly to the recording and reproducing
means. |In other words, the carrying nmeans nust transmt
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el ectrical instruction signals to the recording and
reproducing unit w thout going through the control neans.

For the loading instruction signals fromthe carrying
means to the recording and reproducing unit, the exam ner
relies (Answer, page 6) on lines 2-8 on page 6 of appellants’
speci fication:

The carrying apparatus 8 . . . inserts such
mediumto the | oading unit 6a of the recording and
reproducing unit 6, causes the loading unit 6a to
insert the recording nediuminto the | oading unit 6a
and thereafter causes the carrying nmechanism8a to
be retired .

The exam ner asserts (Suppl enental Answer, pages 1 and 2) that
t he above-noted portion discloses that the carrying apparatus
"causes the |oading unit 6a" to do sonething, and "[t] o cause
such an action, sone sort of signal nust be sent (via a
mechani cal, electrical or other nmedium."

In quoting the above portion (Answer, page 6), the
exam ner substitutes "read/wite processing unit 6b" for the
| ast occurrence of "loading unit 6a" as "an attenpt to nmake it
read as it is believed [was] intended” (Supplenental Answer,

page 2). Further, the exam ner alludes to a potential issue

under 35 U.S.C. 8§ 112, first paragraph. Thus, the exam ner
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has denonstrated that the relied upon portion is confusing.
Accordingly, we find that w thout support in the draw ngs for
such an interpretation, the above-noted part of the

speci fication does not provide auggestion for the clained
communi cation fromthe carrying apparatus to the recordi ng and
reproducing unit. The figure described at page 6 of the
specification, Figure 3, shows no direct communi cati on between
the carrying apparatus and the recording and reproduci ng unit;
all communi cati on between the two goes through the director.
Addi tionally, although Figure 3 shows |oading and ejecting
instructions, it does not show any instructions (directly or
indirectly) fromthe carrying neans to the recordi ng and
reproducing unit. Therefore, we find no support in the
drawings for the electrical signals fromthe carrying neans as
recited in clainms 1, 12, 13, and 16.

Further, the exam ner states (Answer, page 7) that "if a
first conponent is going to hand-off a workpiece to a second
conponent, there nust clearly be sonme kind of signal between
the two to indicate that the first conmponent is done

mani pul ati ng the workpi ece.” However, detectors in the
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recordi ng and reproduci ng unit sense the presence and absence

of the carrying neans. Wen

the carrying nmeans finishes |oading the recording nediuminto
t he | oadi ng neans, the carrying neans noves away fromthe

| oading unit, which the detectors sense, and the detectors
send a signal to the read/wite processing unit of the
recordi ng and reproducing unit to indicate that the first
conponent is done. In other words, contrary to the examner's
assertion, no signal nust be sent between the two el enents, as
detectors in the recording and reproduci ng neans supply the
necessary information. Therefore, we find no electrical
signals sent fromthe carrying nmeans to the recordi ng and
reproducing unit to indicate that the recording mediumis
ready for |oading.

As to the electrical instruction signal fromthe carrying
means for claim7 and the electrical ejection end signals from
the carrying neans for clainms 14, 15, and 17, the exam ner
points to no further sections of the admtted prior art to
nmeet these limtations. As explained above, we find no
electrical instruction signals sent fromthe carrying neans to
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the recording and reproducing unit, either directly or
indirectly, in Figure 3 of the admtted prior art.

The exam ner takes the position (Answer, page 4) that

Appel lant's [sic] admtted prior art does not

di sclose (i) that the third comruni cati on nmeans are

separate fromthe control neans, or (ii) that the

carrier (8) directly comuni cates | oadi ng or

ejecting instructions to the player and vice versa.
The exam ner turns to Kuo for a teaching to make the third
comuni cati on neans direct and separate fromthe control
means, stating that "Kuo shows (in Figure 1) a direct |line of
conmuni cati on between ' ROBOT' and ' CASSETTE PLAYER that is
separate fromthe ' CENTRAL PROCESSING UNIT'." As stated
above, we find no such conmunication fromthe carrier to the
recording and reproducing unit either directly or indirectly.
Furthernore, contrary to the exam ner's assertion, in Figure 1
Kuo shows the nmechanical path the carrier takes froma storing
unit to the cassette player, not electrical (or even
mechani cal ) signals between the carrier and the cassette
pl ayer. Thus, Kuo does not provide a teaching or suggestion

to have the carrier and the recording and reproduci ng unit of

the admtted prior art comunicate directly with each other.
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In summary, the admtted prior art does not disclose or
suggest any electrical signals fromthe carrier to the
recordi ng and reproducing unit, and nore specifically does not
suggest direct signals without use of the director. Kuo does
not di scl ose or suggest addi ng communi cati on between the
carrier and the recording and reproducing unit, and
particul arly does not suggest a direct communicati on between

the two. Therefore, the

exam ner has failed to establish a prima facie case of

obvi ousness, as the conbi nati on does not include all of the
limtations recited in the clains. Accordingly, we cannot

sustain the rejection.
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CONCLUSI ON

The decision of the exam ner rejecting clains 1 through
17 under 35 U.S.C. § 103 is reversed.

REVERSED

ANI TA PELLMAN GROSS
Adm ni strative Patent Judge

JAMES D. THOVAS )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
JOHN C. MARTI N ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)

vsh
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ARMSTRONG, WVESTERVAN, HATTOR
MCLELAND & NAUGHTON

1725 K STREET NW

SU TE 1000

WASHI NGTQON, DC 20006
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