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exam ner as being directed toward a nonel ected invention.

THE | NVENTI ON

Appel l ants claima soap which includes a recited cl eaning
ai d encapsul ated by a poly(vinyl alcohol) hydrogel. Cdaim1l
is illustrative and reads as foll ows:

1. A soap conprising

(A) a poly(vinylal cohol) hydrogel and,

(B) a cleaning aid selected froma group consisting
essentially of

(i) a non-ionic surface active agent;
(1i) a weakly ionic surface active agent;
(ti1) a non-ionic detergent;

(iv) a weakly ionic detergent, and

(v) mxtures of (i) to (iv),

wherein the cleaning aid is encapsul ated by the
pol yvi nyl al cohol hydrogel to formthe soap.

THE REFERENCES

Fox et al. (Fox) 4,802, 997 Feb. 7
1989
Gaiver et al. (Gaiver) 4,851, 168 Jul . 25,
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1989
THE REJECTI ONS

Clainms 1-12 stand rejected as follows: under 35 U. S.C
8§ 112, second paragraph, as being indefinite for failing to
particularly point out and distinctly claimthe subject matter
whi ch appellants regard as their invention; under 35 U S. C
§ 112, first paragraph, “as failing to provide the full,
cl ear, concise and exact terns of the description of the
invention”; and wunder 35 U.S.C. § 103 as bei ng obvi ous over
t he conbi ned teachings of Gaiver and Fox. 2

OPI NI ON

We have carefully considered all of the argunents
advanced by appellants and the exam ner and agree with
appel l ants that the aforenentioned rejections are not well
founded. Accordingly, we do not sustain these rejections.

Rej ection under 35 U S.C. § 112, second paragraph

The relevant inquiry under 35 U.S.C. §8 112, second

2The exam ner’'s reliance upon U S. 4,155,870 to
Jorgensen, U. S. 4,663,358 to Hyon et al., U S. 4,976,953 to
Or et al., and U. S. 5,234,618 to Kanegai et al., is wthdrawn
in the exam ner’s answer (page 8).
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par agr aph, is whether the claimlanguage, as it would have
been interpreted by one of ordinary skill in the art in |ight
of appellants’ specification and the prior art, sets out and
circunscribes a particular area with a reasonabl e degree

of precision and particularity. See In re More, 439 F.2d
1232, 1235, 169 USPQ 236, 238 (CCPA 1971).

The exam ner argues that “soap” in appellants’ clains is
confusing because the clainms do not recite that the soap
contains a soap chem cal ingredient (answer, page 7). By
“soap chemcal ingredient”, the exam ner apparently neans a
fat or an oil.

Appel lants state in their specification (page 4, lines
10-14) that “the term ‘soap’ for purposes of this invention is
a material which is a cleansing and enul sifying material or
article which does not contain fats and oils as a major
conponent. Preferred are ‘soaps’ which do not contain any
fats and oils.”

The exam ner apparently considers appellants’ definition
of “soap” to be inproper because it is inconsistent with the

ordinary neaning of that termin the art. This position is
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| egally unsound. As stated in Vitronics Corp. v. Conceptronic
Inc., 90 F.3d 1576, 1582, 39 USPQ2d 1573, 1576 (Fed. G r

1996): “Although the words in a claimare generally given
their ordinary and customary meani ng, a patentee nmay choose to
be his own | exicographer and use terns in a manner other than
their ordinary neaning, as long as the special definition of
the termis clearly stated in the patent specification or file
history.” See al so, Hornone Research Foundation Inc. v.
Genentech Inc., 904 F.2d 1558, 1563, 15 USPQ2d 1039, 1043

(Fed. Cir. 1990) ("It is a well-established axi omin patent
| aw that a patentee is free to be his or her own | exi cographer
[citation omtted], and thus may use terns in a nmanner
contrary to or inconsistent with one or nore of their ordinary
meani ngs. For this reason, an analysis of the specification
and prosecution history is inportant to proper claim
construction.”).

The exam ner has not carried his burden of explaining why
the all eged inconsistency between appellants’ definition of
“soap” in their specification and the ordinary definition of

that termwoul d have caused appel lants’ cl ains, when
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interpreted by one of ordinary skill in the art in |ight of
appel l ants’ specification, the prior art and the prosecution
history, to fail to set out and circunscribe a particular area
with a reasonabl e degree of precision and particularity.

Moreover, in appellants’ only independent claim the
“conprising” transition termopens the claimto el enents ot her
than those recited. See In re Baxter, 656 F.2d 679, 686, 210
USPQ 795, 802 (CCPA 1981). The exam ner has not expl ai ned
why, with this transition term the clains are not open to
i ncl udi ng what ever conventional ingredients the exam ner
considers to be required in a soap.

The exam ner argues that “encapsulated” is indefinite
because, in the examner’s view, appellants’ cleaning aid is
not encapsul ated by the poly(vinyl alcohol) (answer, page 7).
As indicated above, the rel evant question under 35 U S. C
8§ 112, second paragraph, is whether the | anguage of
appel lants’ clains, including the word “encapsul at ed”,
satisfies the above-stated test for definiteness. The
exam ner has not expl ai ned why appellants’ clai mlanguage

fails to do so.
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The exam ner argues that a conpound can be classified as
both a detergent and a surface active agent and that,
consequently, appellants’ recitation of both surface active
agents and detergents in their Markush group of cleaning aids
renders appellants’ clains indefinite (answer, page 6).

An examner is not to consider a claimto be indefinite
nmerely because a conpound may be included in nore than one
menber of a Markush group. See Manual of Patenting Exam ning

Procedure § 2173.05(0) (7th ed., July 1998). The exam ner has

t he burden of expl ai ning why, because of the recited Markush
group, appellants’ clains fail to satisfy the above-recited
test for definiteness, and the exam ner has not carried this
bur den.

For the above reasons, we reverse the rejection of
appellants’ clains 1-12 under 35 U. S.C. § 112, second
par agr aph.

Rej ection under 35 U.S.C. § 112, first paragraph

It is not clear whether the exam ner has rejected the

clainms as failing to conply with the witten description

requi renent or the enablenent requirement of 35 U S.C. § 112,
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first paragraph. These are separate requirenents. See Moore,
439 F.2d at 1235, 169 USPQ at 238-9. W have considered the
exam ner’s argunments as they mght apply to both of these
requirenents.

The exam ner argues that an encapsul ated non-soap
ingredient is not a soap (answer, pages 3-4). The exam ner
apparently is arguing that appellants’ specification either
does not describe a soap or would not have enabl ed one of
ordinary skill in the art to forma soap. |In any event, the
exam ner’s reasoning is deficient because he has not taken
into account appellants’ definition of “soap” di scussed above.

The exam ner argues that the same conmpound can be a
detergent or surfactant (answer, page 4), but it is not clear
why the exam ner concludes fromthis argunent that appellants’
clainms fail to neet the requirenments of 35 U S.C. 8§ 112, first
par agr aph.

The exam ner argues that appellants’ poly(vinyl alcohol)
hydrogel is an open-pore material (answer, page 5). The
exam ner apparently is arguing that appellants’ specification

woul d not have enabl ed one of ordinary skill in the art to
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encapsul ate the recited cleaning aids with a pol y(vinyl
al cohol ) hydrogel.

Regar di ng enabl enment, a predecessor of our appellate
reviewi ng court stated in In re Marzocchi, 439 F.2d 220, 223-
24, 169 USPQ 367, 369-70 (CCPA 1971):

[ A] specification disclosure which contains a
teachi ng of the manner and process of neking and
using the invention in ternms which correspond in
scope to those used in describing and defining the
subject matter sought to be patented nmust be taken
as in conpliance with the enabling requirenment of
the first paragraph of 8 112 unless there is reason
to doubt the objective truth of the statenents
contai ned therein which nust be relied on for
enabl i ng support.

: it is incunmbent upon the Patent Ofi ce,
whenever a rejection on this basis is made, to
explain why it doubts the truth or accuracy of any
statenent in a supporting disclosure and to back up
assertions of its own wth acceptabl e evidence or
reasoni ng which is inconsistent with the contested
statement. O herw se, there would be no need for
the applicant to go to the trouble and expense of
supporting his presunptively accurate disclosure.

I n support of his argunent, the exam ner relies (answer,
page 5) upon colum 3, lines 44-46 of Fox. This reference
di scl oses that “[g]enerally, synthetic hydrogels are forned by

pol yneri zi ng a hydrophilic nononer in an aqueous sol ution
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under conditions where the pol yner becones crosslinked so as
to forma three dinensional polyner network” (col. 3, lines
42-46). The exam ner, however, has not explained why this
di sclosure indicates that if Fox's treatnent material were
prepared according to the process used by appellants, the
pol ymer woul d not encapsul ate the cleaning aid. According to
appel l ants’ process described in their specification (page 5,
line 17 - page 6, line 2), poly(vinyl alcohol) is dissolved in
a water/organic m xed solvent and, prior to crystallizing the
pol y(vi nyl alcohol), one or nore surfactants and/or detergents
are added to the solution. Appellants state that they believe
that the surfactants and/ or detergents are encapsul ated by a
pol y(vi nyl al cohol) hydrogel (specification, page 5, |lines 23-
24). The exam ner argues (answer, page 9) that the gentle
m xing in appellants’ exanples 1 and 2 woul d not cause
encapsul ation of the cleaning aid, but the exam ner provides
no evi dence or technical reasoning in support of this
argunent .

For the above reasons, we do not sustain the rejection
under 35 U. S.C. § 112, first paragraph.

Rej ection under 35 U . S.C. § 103

10
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Graiver discloses that a soap or other type of detergent
can be dispersed in a poly(vinyl alcohol) hydrogel (col. 5,

i nes 18-26).

Fox discloses swelling a hydrogel with a treatnent fluid
whi ch can include a surfactant, applying the swollen hydrogel
to a textile surface, and applying force to cause the
treatnent fluid to exude fromthe hydrogel to the textile
material (col. 2, lines 1-13 and 40-47; col. 6, lines 10-14).

The exam ner argues that in Fox, a cleaning aid and a
liquid are m xed before a hydrogel is fornmed (answer, page 9).
| f the exam ner were correct, then the burden would shift to
appel lants to provide evidence that Fox’ s treatnent
conposition does not necessarily or inherently possess the
relied-upon encapsul ati on characteristic of appellants’
clainmed soap. See In re Fitzgerald, 619 F.2d 67, 70, 205 USPQ
594, 596 (CCPA 1980); In re Best, 562 F.2d 1252, 1255, 195
USPQ 430, 433-34 (CCPA 1977); In re Fessmann, 489 F.2d 742,
745, 180 USPQ 324, 326 (CCPA 1974). The reason is that the
Patent and Trademark Ofice is not able to manufacture and

conpare products. See Best, 562 F.2d at 1255, 195 USPQ at
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434; In re Brown, 459 F.2d 531, 535, 173 USPQ 685, 688 (CCPA
1972). The examner’s interpretation of the relied-upon
di scl osure of Fox, however, is incorrect. Fox adds his
treatnent fluid to the hydrogel after the hydrogel has been
formed, thereby swelling the hydrogel (col. 2, lines 4-6). 1In
Fox’ s exanple 10, which is relied upon by the exam ner
(answer, page 9), ALCOSORB ABl, with which the other
conponents are mxed, is a pre-fornmed hydrogel (col. 4, |lines
4-6 and table 1).

For the above reasons, we find that the exam ner has not
set forth a factual basis which is sufficient to support a
concl usi on of obviousness of the invention recited in any of
appel lants’ clains 1-12. Accordingly, we reverse the
rejection under 35 U.S.C. § 103.

DECI SI ON

The rejections of appellants’ clains 1-12 under 35 U. S. C
8§ 112, first and second paragraphs, and under 8 103 over the
conbi ned teachings of Graiver and Fox, are reversed.

REVERSED
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