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PAK, Adm ni strative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on an appeal fromthe exam ner’s fina
rejection of clainms 2 through 5, 7, 9, 13 and 14. Renai ni ng
claim6 has not been finally rejected in the final Ofice
action dated Cctober 11, 1994, Paper No. 7. Nor has it been
rejected in the Answer.

According to the exam ner (Answer, page 2):

The [B]rief includes a statenent that clainms 2-[5,]
7, 13 and 14 do not stand or fall together but fails
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to present reasons in support thereof. Therefore,
these clains are presuned to stand or fall together.

Appel | ant does not chall enge the exam ner’s position. Nor do
we find any substantive argunents for the separate
patentability of clainms 2 through 5, 7 and 14! in accordance
with 37 CFR

8 1.192(c)(7)and(c)(8)(iv) (1995). See Brief inits entirety.
Therefore, for purposes of this appeal, we will limt our

di scussion to claim 13 which is reproduced bel ow

13. A tubul ar body conprising an inner |ayer of thernoplastic
material and an outer |ayer of fiber-reinforced reaction resin
cured by exposure to light and at a tenperature between

approxi mately 20 and 60°C.

The references of record relied upon by the exam ner are:

Archer et al. (Archer) 4,961, 977 Cct. 9,
1990
Fuchs et al. (Fuchs) 5,091, 230 Feb. 25,
1992
Hoefer et al. (Hoefer) 5,271, 855 Dec. 31
19932

The references of record relied upon by appellant are:

! W observe that claim 14 is presently dependent on
canceled claim1. |In the event of further prosecution, both
t he exam ner and appellant are advised to correct this error
so that claim 14 can be dependent on a pending claim

2 The availavility of this patent or its content as "prior
art" has never been contested by appellant.
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Hawl ey’ s Condensed Chem cal Dictionary, Eleventh Ed., Sax et
al ., Van Nostrand Rei nhold, p. 1146 (unknown publication date)
(hereinafter referred to as “Sax”).

Encycl opedi a of Polynmer Science and Engi neering, Vol. 11, A
W ey-Interscience Publication, John Wley & Sons, p. 186
(unknown publication date)(hereinafter referred to as
“Wley”).

Makronol ekul are Stoffe, Bartl et al., Georg Thiene Verl ag
Stuttgart, 1987, the table contents (hereinafter referred to
as “Bartl”).

Laboratory Preparation for Mcronol ecul ar Chem stry,
McCaffery, MG aw Hi || Book Conpany, 1970, page 71
(hereinafter referred to as “MCaffery”).

Principles of Polynerization, Odian, MG aw Hi ||l Book Conpany,
1970, page 188 (hereinafter referred to as “CQdian”).
Advanced Organic Chem stry, March, MG awHi ||, Inc., 1977,
pp. 215-216 (hereinafter referred to as “March”).

The appeal ed clains stand rejected as foll ows:
(1) dains 2, 5 and 13 under 35 U. S.C. § 102(b) as
antici pated by the disclosure of Fuchs;
(2) dains 3, 4, 7 and 9 under 35 U.S.C. § 103 as
unpat ent abl e over the conbi ned di scl osures of Fuchs and
Hoef er; and
(3) dains 4, 5, 13 and 14 under 35 U.S.C. § 103 as

unpat ent abl e over the disclosure of Archer?.

® As is apparent fromthe final Ofice action and the
Answer, the exam ner inadvertently has not repeated the fina
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We have carefully reviewed the specification, clains and
applied prior art, including all of the argunents advanced by
bot h the exam ner and appellant in support of their respective
positions. This review |l eads us to conclude that the
examner’s 8§ 102 and 8 103 rejections are well founded.
Accordingly, we wll sustain each of the foregoing 8 102 and 8§
103 rejections for essentially those reasons set forth in the
Answer. W add the followng primarily for enphasis and
conpl et eness.

Appel | ant does not dispute that Fuchs discloses a tube
conprising an inner |ayer of polyam de (a thernoplastic
material) and an outer |ayer of fiber reinforce thernoplastic
resin cured at about 140 °C to 160 °C. See Brief, pages 5 and
6. Appellant also does not dispute that it would have been
obvi ous to incorporate neopentyl glycol taught by Hoefer (as
required, e.g., by dependent clains 3 and 4) as part of the
heat curabl e thernoplastic resin of the tube described in

Fuchs. See Brief, pages 9-11. Further, appellant does not

rejection of claim14 under 35 U S.C. 8 103 over the

di scl osure of Archer. Indeed, appellant recogni zes that the 8§
103 rejection over the disclosure of Archer includes claim14.
See Brief, page 7.
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di spute that Archer woul d have rendered a tube having “an

i nner |ayer of thernoplastic and an outer |ayer of typically
fiber-reinforced reaction resins, such as epoxy resins”
obvious to one of ordinary skill in the art. Conpare Answer,
page 4 with Brief, pages 7-9. Appellant only argues the
patentability of the clained subject nmatter based on the
product - by-process limtation set forth in claim13, which
reads as foll ows:

an outer layer of fiber-reinforced reaction resin

cured by exposure to light and at a tenperature

bet ween approxi mately 20 and 60 °C.

The di spositive question is therefore whether this
product - by-process limtation inparts patentability to the
cl ai med product, i.e., a tubular body. W answer this
question in the negative.

The court provides gui dance for analyzing the
patentability of product-by-process clains in In re Thorpe,
777 f.2d 695, 697, 227 USPQ 964, 965-66 (Fed. Cr. 1985) as
fol | ows:

Product -by process clains are not specifically

di scussed in the patent statute. The practice and

governi ng | aw have devel oped in response to the need

to enabl e an applicant to claiman otherw se

pat ent abl e product that resists definition by other
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than the process by which it is made. For this
reason, even though product-by process clains are
limted by and defined by the process, determ nation
of patentability is based on the product itself. In
re Brown, 459 F.2d 531, 535, 173 USPQ 685, 688 (CCPA
1972); In re Pilkington, 411 F.2d 1345, 1348, 162
USPQ 145, 147 (CCPA 1969); Buono v. Yankee Mid
Dress Corp., 77 F.2d 274, 279, 26 USPQ 57, 61 (2d
Cr. 1935).

The patentability of a product does not depend
on its nethod of production. 1In re Pilkington, 411
F.2d 1345, 1348, 162 USPQ 145, 147 (CCPA 1969). If
the product in a product-by process claimis the
sanme as or obvious froma product of the prior art,
the claimis unpatentable even though the prior
product was made by a different process. 1In re
Marosi, 710 F.2d 799, 803 218 USPQ 289, 292, 292-93
(Fed. Cir. 1983); Johnson & Johnson v. WL. Core,
436 F.Supp. 704, 726, 195 USPQ 487, 506 (D. Del.
1977); see also In re Fessman, 489 F.2d 742, 180
USPQ 324 ( CCPA 1974).

Wth this guideline in mnd, we turn to Fuchs and Archer.
As poi nted out by appellant, both Fuchs and Archer disclose an
outer layer of fiber-reinforced reaction resin cured by heat,
rather than light. See, e.g., Brief, pages 6 and 8. However,
it appears that the reaction resin cured by heat is chemcally
identical to that cured by light since both heat and |i ght
curing pronote crosslinking of the polyners in the reaction

resins involved. See e.g., Brief, page 6 and specification,
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page 2. At page 2 of the specification, we also note that
appel | ant states:
The cross |inking ensues upon heating and/ or

under the influence of peroxide catalysts, with the

cooperation of accelerators, such as amne salts and

heavy netal salts. Optionally, the curing may al so

be perforned by the action of ionizing radiation or

W radiation in the presence of sensitizers, such as

gui nones.
Mor eover, the tubular body resulting fromheat curing the
outer layer reaction resin shares the sane or substantially
t he sane physical properties as the tubular body resulting
fromcuring the outer layer reaction resin with light. They
both can be operated at a high pressure |evel, even as high as
350 bar. Conpare, e.g., specification, page 5 wth Fuchs,
colum 1, lines 10-18 and columm 3, lines 1-16. Gven the
above facts, we agree with the exam ner that the prior art
tubul ar body is identical or substantially identical to the
cl ai med tubul ar body within the neaning of 35 U.S.C. § 102 or
§ 103.

Appel | ant argues that the clained tubular body is nade by
a process which is different fromthat described in the
applied prior art, thus rendering the clainmed tubular body

pat ent abl e over those described or suggested in the applied
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prior art. See Brief, pages 6 and 7. In support of his
position, appellant refers to Sax, Wley, Bartl, MCaffery,
Qdi an and March to denonstrate that thernmal and photo

pol yneri zations are different processes. 1d. W are not
per suaded by either appellant’s argunent or evidence. The
patentability of a product, such as a tubul ar body, does not
depend on ways in which it is made. Wen a product is

cl ai med, the clainmed product itself nust be patentably
different fromthose of the prior art.

Appel | ant al so argues that the clai ned product-by-process
limtation renders the clai ned tubul ar body patentably
different fromthose of the prior art since it limts the
clained reaction resin conpositions to those which can be
cured by exposure to light and at a tenperature between 20 °C
to 60 °C. See, e.g., Reply Brief, page 5. However, appell ant
has not denonstrated that the prior art reaction resin
conposi tions cannot be cured by exposure to light (e.qg.,
ionization radiation or W radiation) at a tenperature as high

as 60 °C. In re Thorp, supra; In re Swi nehart, 439 F. 2d 210,

212, 169 USPQ 226, 228 (CCPA 1971). In other words, appell ant
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has not evinced that the clained reaction resin conpositions
are patentably different fromthe prior art resin
conpositions. |In fact, appellant has acknow edged at page 7
of the Brief that a reaction resin can be cured at the clained
tenperature condition of 60 °C (albeit inefficiently), wthout
any additional conponents.

Furt her, appellant argues that the clainmed product-by-
process limtation inparts an unexpected property to the

product, thereby rebutting the prim facie case established by

the examner. See, e.g., Reply Brief, pages 1-3. |In support
of his position, appellant refers to pages 1 and 2 of the
speci fication, which reads as foll ows:

In cross-linking of the jacket |ayer, which was
previously typically done thermally, shrinkage
occurs, however, which can in turn lead to hairline
cracks in the liner. The production of such tubes
therefore requires not only a great deal of
experience, but is also tinme-consum ng and
expensive, and this nmakes itself felt in the
relatively high prices for the finished products.
Instead of the usual thermal cross-Ilinking of the
outer layer, cold curing of such synthetic resins is
al ready known, but that has the disadvantage in turn
that the UP resin, provided with hardeners and
accelerators, allows only very brief processing
times of the starting mxture. EP resins can also
be processed by cold curing; however, the curing
time is longer than with UP resins.
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Al t hough thermally curing the reaction resin of an outer |ayer
wi t hout causing hairline cracks thereto involves a great deal
of experience, tinme and cost, the above-quoted statenent does
not indicate that the resulting thernmal-cured tubular body is
patentably different fromthe clainmed |ight-cured tubular
bodies. In fact, the prior art tubular body, |ike the clained
tubul ar body, does not have any hairline cracks (m crocracks)
until it is subjected to a very high pressure, i.e., 500 bar.
Conpare, e.g., specification, page 5 wth Fuchs, colum 3,
lines 1-16. 1In any event, the alleged “unexpected property”
cannot be established by nere argunents in the Brief or Reply

Brief or conclusory statenents in the specification. 1In re De
Bl auwe, 736 F.2d 699, 705, 222 USPQ 191, 196 (Fed. Gir. 1984);
In re Lindner, 457 F.2d 506, 508, 173 USPQ 356, 358 (CCPA
1972). It nust be supported by objective evidence, i.e.,
factual evidence. Id.

In view of the foregoing, we affirmthe exam ner’s
decision rejecting 2 through 5, 7, 13 and 14.

OTHER | SSUES
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As a final point, we note that claim®6 has not been
finally rejected. It appears that the exam ner inadvertently
has not extended the prior rejections on appeal to claim®é.
Upon return of this application, the examner is advised to
det ermi ne whether the subject matter of claim6 is patentable
over the applied prior art.

We al so note that in the Background of the Invention
section of the application, appellant states that known
thermal or cold curing of an outer |ayer containing a
thernoplastic material has certain problens. See
specification, pages 2 and 3. Appellant’s proffered evi dence,
e.g., Sax, also indicates that radiation curing (light curing)
is a well known alternative curing technique to thermnal
curing. Upon return of this application, the examner is to
det er mi ne whet her such probl ens were known or observable to
those skilled in the art at the tinme of the invention and if
known or observabl e, whether such know edge or observation
woul d have | ed one of ordinary skill in the art to enploy an
alternative | ow tenperature conventional radiation curing to

arrive at the clainmed product.
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No period for taking any subsequent action in connection
with this appeal may be extended under 37 CFR § 1.136(a).

AFFI RVED

EDWARD C. KI M.I N
Adm ni strative Patent Judge

BOARD OF PATENT

BRADLEY R GARRI S APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

CHUNG K. PAK
Adm ni strative Patent Judge
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CKP: I p
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CUSHVAN, DARBY AND CUSHVAN
1100 NEW YORK AVENUE, N W
NI NTH FLOOR

WASHI NGTON, DC 20005- 3918
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