TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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OVNENS, Adm ni strative Patent Judge.
DECI SI ON ON APPEAL
This is an appeal fromthe exam ner’s second rejection of
clainms 19-21, which are all of the clainms remaining in the

application.?

! Cdainms 20 and 21 were submtted when the present
continuation-in-part application was filed. However, the
continuation-in-part specification has not been substituted
for the parent case specification, and clains 20 and 21 have
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THE | NVENTI ON
Appel lant’ s clainmed invention is directed toward a kit
for conbating recited types of eye conditions. The kit
i ncl udes propanethial S-oxide in a container having a device
for the m croscopic dispensing of the propanethial S oxide.
Caim1l19 is illustrative and reads as foll ows:

19. A kit for conmbating a pathogenic, benign, dry or
irritated eye condition conprising;

a) a container having a nmeans for the m croscopic
di spensi ng of propane thial-s-oxide in a dosage anobunt
effective to produce noisture in a mammalian eye; said
cont ai ner bei ng capabl e of manipulation with a single hand;
and

b) an anobunt of propane-thial-s-oxide to provide a
pluarlity of individual dosages of sufficient strength to
i nduce tearing in a nmanmal i an eye.

THE REFERENCE
Eric Block et al. (Block), “The Lachrymatory Factor of the
Onion: An NMR Study”, 21 Tetrahedron Letters 1277-80 (Perganon
Press 1980).

THE REJECTI ON

Clainms 19-21 stand rejected under 35 U.S.C. § 103 as

not been formally entered. Upon return of the application to
t he exam ni ng group, the exam ner should have the
continuation-in-part specification and clains 20 and 21
formal |y entered.
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bei ng unpat ent abl e over Bl ock.
OPI NI ON

We have carefully considered all of the argunents
advanced by appellant and the exam ner and agree with
appel l ant that the aforenentioned rejection is not well
founded. Accordingly, we reverse this rejection

Bl ock di scloses that the |lachrymatory factor of an onion,
i.e., its ability to bring tears to the eyes, is a 19 to 1
m xture of (Z)- and (E)-propanethial S-oxide (page 1277).

The exam ner argues (answer, page 2) that “Block et al.
teach the use of the lachrymatory factor in onion.” This
argunment is not supported by the reference. Block does not
di scl ose a use of propanethial S-oxide but, rather, discloses
the particular ratio of diastereoners of the conpound which is
responsi ble for the tear-formng ability of an onion.

The exam ner argues (answer, page 3) that “[a]ny active
i ngredient for the pharmaceutical or clinical purposes is
packaged in sone type of container of dispenser” and that “to
put such agent in the conventional pharmaceutical dispensers

and determ ne the proper dosage is within the skill of
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artisan.” These argunents are not well taken because the
exam ner has not expl ai ned where Bl ock discl oses, or would
have fairly suggested to one of ordinary skill in the art, a
phar maceutical or clinical use of propanethial S oxide.
Mor eover, appellant does not nerely recite a container but,
rather, recites a container having a means for m croscopic
di spensi ng. The exam ner has not explained why Bl ock woul d
have fairly suggested, to one of ordinary skill in the art,
pl aci ng propanethial S-oxide in such a container.

For the above reasons, we find that the exam ner has not
carried the burden of establishing a prima facie case of
obvi ousness of the invention recited in any of appellant’s
clains. Consequently, we reverse the examner’'s rejection.

DECI SI ON

The rejection of clains 19-21 under 35 U . S.C. § 103 over

Bl ock is reversed.

REVERSED
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