TH'S OPI NI ON WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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UNI TED STATES PATENT AND TRADEMARK OFFI CE
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Ex parte YASUO SHI BASAKI, KIICH ODA and TAKESH FUKUDA

Appeal No. 1996-2930
Appl i cation 08/301, 7341

ON BRI EF

Before JOHN D. SM TH, OWNENS and WALTZ, Adm nistrati ve Patent
Judges.

OVNENS, Adm ni strative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe examner’s final rejection of

clainms 1 and 7, which are all of the clainms remaining in the

Y Application for patent filed Septenber 7, 1994.
According to the appellants, the application is a continuation
of Application 07/907,933, filed July 1, 1992, now abandoned.
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appl i cation.

THE | NVENTI ON

Appel l ants claima hydrothernal treatnent process for
maki ng fi ne hexagonal flaky alum na particles having a recited
particle size. Caimlis illustrative and reads as foll ows:

1. A process for producing fine hexagonal flaky alum na
particles having a particle size of 1.0 mcron or smaller and
a thickness of 0.1 mcron or smaller, the process conprising
the steps of introducing water or an aqueous al kali sol ution
into a hydrothermal treatnent system and subjecting al um num
hydr oxi de or alum na hydrate having a particle size of 1
mcron or snaller to a hydrothermal treatnment in the water or
aqueous al kali solution at a tenperature of 350EC to 600EC and
under a pressure of 200 kg/cnt to 50 kg/cnt.

THE REFERENCE

Yamaguchi et al. (JP *465)?2 39- 13465 July 13, 1964
(Japanese patent publication)

THE REJECTI ONS
Clains 1 and 7 stand rejected under 35 U S.C. § 112,
first paragraph, on the ground that the specification fails to

adequately teach how to nmake and/or use the invention. These

2Citations herein to this reference are to the English
transl ation thereof which is of record.
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clainms also stand rejected under 35 U.S.C. § 103 as being

unpat ent abl e over JP ‘' 465.

OPI NI ON

We have carefully considered all of the argunents
advanced by appel lants and the exam ner and agree with
appel l ants that the aforenentioned rejections are not well
founded. Accordingly, we reverse these rejections.

Rej ection under 35 U. S.C. § 112, first paragraph

The exam ner argues that appellants’ specification fails
to provide an enabling disclosure for carrying out the
hydrot hermal treatnent in water or an aqueous al kali sol ution
because at sone conbi nati ons of tenperature and pressure
within the tenperature and pressure ranges recited in
appel lants’ claim1l, water cannot exist as a liquid (answer,
pages 3-7). Appellants argue that the clains do not require
that the water or aqueous alkali solution is in the formof a

liquid (brief, page 3).
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Water can exist in the formof a liquid, solid or vapor.?3
“Sol ution” has been defined as “a spontaneously formng
honbgeneous m xture of two or nore substances, retaining its
constitution in subdivision to nol ecul ar vol unes, displaying

no settling, and having various possible proportions of the

constituents, which may be solids, liquids, gases, or
i nterconbi nations”,* and “the act by which a gas, liquid, or
solid is dispersed honbgeneously in a gas, liquid, or solid

wi t hout chem cal change.”® Thus, “water” and “sol ution” need
not be in liquid form

Appel  ants’ specification states that the hydrothermal
treatnment is in water or an aqueous al kali solution at a
tenperature of 350EC or above and a pressure of 200 kg/cnt or
bel ow (page 4, lines 1-3) and provides exanples within these

ranges (pages 7-10). The exam ner has not explained why, in

*See The Condensed Chenical Dictionary 923 (Van Nostrand
Rei nhol d, 9th ed. 1977).

“See Webster’s Il New Riverside Dictionary 1107
(Riverside 1984).

> See The Random House Col | ege Dictionary 1252 (Random
House 1973).
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view of this disclosure, one of ordinary skill in the art
coul d not have carried out appellants’ clainmed process w thout
undue experinentation. The exam ner, therefore, has not
carried the burden of establishing a prina facie case of
nonenabl enent. See In re Wight, 999 F.2d 1557, 1561, 27
UsP@2d 1510, 1513 (Fed. Cir. 1993); Atlas Powder Co. v. E.I

du Pont De Nenmours & Co., 750 F.2d 1569, 1576, 224 USPQ 409,
413 (Fed. Cir. 1984). Consequently, we reverse the rejection

under 35 U . S.C. 8§ 112, first paragraph.

Rej ection under 35 U . S.C. § 103

JP " 465 discloses a process for nmaking fine grained
corundumcrystals for electrical insulation material by
treating low crystallinity alum na or alum na hydrate in hot
water at a tenperature greater than 350EC and a pressure
greater than 200 kg/cnt (pages 1-2).

The exam ner relies upon the JP ‘465 exanpl e (pages 4-5)
wherei n, at 450EC and 1000 kg/cnt, 80% of the alum na crystals
produced have a size of 3F or |less (answer, page 5). The

exam ner argues that to obtain a product having a snal
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particle size the particle size of the starting material nust
be small, and that it would have been obvious to one of
ordinary skill in the art to optimze the particle size
(answer, pages 5-6).

The particles produced in the JP ‘465 exanple are called
“hexagonal plates”. However, in two portions of JP ‘465
(pages 2 and 4), it is stated that the nmethod produces
particles in the shape of hexagonal colums w t hout hexagona
pl ates bei ng produced. Thus, there is inconsistency in the JP
“465 disclosure. Furthernore, in appellants’ declaration
(filed March 20, 1995; paper no. 24), scanning el ectron
m croscope photos of particles produced at 500EC and 1000
kg/cnt, which are simlar conditions to those used in the JP
*465 exanple, show that the particles are granular rather than
pl at e shaped as required by appellants’ clains.

Regardl ess, even if the JP ‘465 particles are considered
to be plate shaped, the exam ner’s argunent is not persuasive
for the follow ng reason

JP 465 states that the particles are to be used in

el ectrical insulating material (pages 1 and 5). Thus,
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optim zing the conditions in the JP ‘465 process woul d produce
particles having the optimmsize for this use. However,
appel l ants’ particles are disclosed as being useful as a raw
material for ceramcs and as a pignent for paint
(specification, page 1, lines 3-6). The exam ner has not
expl ained, and it is not apparent, why optim zing the particle
size in the JP *465 process for a different purpose than that
of appellants woul d produce particles having the size recited
i n appellants’ claim1.

The exam ner argues (answer, page 6) that the end points
of appellants’ ranges include a tenperature of 350EC and a
pressure of 200 kg/cnt which nearly overlap with the end
points of the JP ‘465 ranges, i.e., greater than 350EC and
greater than 200 kg/cnt (page 2). The exam ner, however, has
not explained, and it is not apparent, why JP ‘465 woul d have
fairly suggested, to one of ordinary skill in the art,
hydr ot hermal treatnent of 1F or smaller particles at that
conbi nation of tenperature and pressure.

For the above reasons the exam ner has not established a

prim facie case of obviousness. W therefore reverse the
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rejection under 35 U.S.C. § 103.

DECI SI ON

The rejections of clainms 1 and 7 under 35 U.S.C. § 112,

first paragraph, nonenabl enent requirenent,
U S.C. 8§ 103 over JP ‘465, are reversed.

REVERSED

JOHN D. SM TH
Adm ni strative Patent Judge

TERRY J. OWENS
Adm ni strative Patent Judge

THOVAS A, WALTZ
Adm ni strative Patent Judge
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