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ON REQUEST FOR REHEARI NG

This is in response to a request, filed July 6, 2000, for
reheari ng of our decision on appeal, nmailed May 10, 2000,
wherein we sustained the examner’s section 103 rejections

over Bowing in view of Cakes and over Qakes al one.
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Concerning the rejection over Bowing in view of Oakes,
the appellants reiterate their argunent that it is
i nappropriate to consider a nethod to be inherently practiced
by the prior art. This argunent is not well taken. It is
well settled that a nmethod nay be inherently practiced by the
prior art and that reliance upon inherency is not inproper

even though a rejection is based on 35 U S.C. 8§ 103 instead of

8§ 102. 1n re Skoner, 517 F.2d 947, 950, 186 USPQ 80, 82-83
( CCPA 1975).

Additionally, the appellants argue that the rejection
over Bowing in view of Gakes is inproper because “[n]either
reference disclose [sic] destaining or bleaching” (request,
page 9).! W renmain convinced, however, that the applied

references woul d have suggested a nethod of cleaning ware

By way of clarification, the argued clains on appeal do
not recite a “bleaching” function. Furthernore, the
“destaining” recitation of these clainms does not necessarily
require a “bleaching” function. This is because the
definition of “destaining” includes the renoval of soil or
foreign matter which is expressly taught by the applied
references. Finally, notw thstanding the appellants’ opposing
Vi ewpoi nt, we continue to consider it reasonable to concl ude
that an ordinarily skilled artisan would have recogni zed t he
hydr ogen peroxi de of the applied reference conpositions as a
bl each and thus woul d have expected these conpositions to
performa bl eaching function. This |last nentioned issue
shoul d be explored in any further prosecution that may occur.
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products which includes the step of applying to the ware
products a conposition of the type under consideration.?
Since the nethod suggested by these references would include
the sane step of applying the sane conposition as recited in
the argued cl ai ms on appeal, this suggested nethod woul d
necessarily produce the sanme results as the here clained
met hod i ncl udi ng the destaining function at issue.

Wth respect to the section 103 rejection over QCakes
al one, the appellants argue that we erred in concluding it
woul d have been obvious for one with ordinary skill in the art
to elimnate the G-C, peroxycarboxylic acid from patentee’s
conposition along with its attendant biocidal function.?
Specifically, the appellants argue that, contrary to the

opi nion expressed in our decision, this elimnation would not

2t is appropriate to enphasize that this concl usion of
obvi ousness has not been contested with any reasonabl e
specificity by the appellants in their request for rehearing.

]In the subject request, the appellants do not contest
w th any reasonable specificity our alternative position
expressed on page 7 of the decision that the rejection would
be proper even if the G- C, peroxycarboxylic acid conmponent
were not elimnated fromthe conposition of Oakes because the
“consisting essentially of” |anguage of the appeal ed
i ndependent cl ai ns does not exclude such a conponent.
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have been notivated by the desire to obtain a | ower-cost
conposition while still retaining a degree of, albeit reduced,
bi ocidal activity. According to the appellants, this is
because the reduced, biocidal activity resulting fromthis
elimnation would require a greater quantity of conposition in
order to provide equival ent biocidal activity thus negativing
the “l ower-cost” of the nodified conposition.

The deficiency of the appellants’ foregoing analysis is
that it presunes that all of the nethods envisioned by Cakes
require “equival ent biocidal activity” (request, page 4).
Plainly, this presunption is not well taken. The degree of
bi ocidal activity required by a given nethod depends upon the
degree of initial biological contamnation in conbination with
the degree of sanitation necessary for the product being
clean. It follows that a | esser degree of biocidal activity
woul d be required by a nmethod of cleaning itens which have
little if any biol ogical contam nation and/or which are to be
used for purposes that do not demand conplete sterilization of
the itenms. We therefore maintain our conclusion that it would
have been obvious to elimnate the above di scussed conponent

from Qakes’ conposition in order to reduce the cost thereof
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whil e maintaining a degree of biocidal activity adequate for a

met hod in which such a degree of activity is adequate.

For the above stated reasons, the appellants’ request for
rehearing is denied with respect to maki ng any changes in our
deci si on sustaining the exam ner’s section 103 rejections.

DENI ED

Bradley R Garris )
Adm ni strative Patent Judge )
)
)
)
Chung K. Pak ) BOARD OF
PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
Peter F. Kratz )
Adm ni strative Patent Judge )
BRG t dI
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