THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was
not witten for publication in a law journal and (2) is not binding
precedent of the Board.
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KRATZ, Adm nistrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner's refusal
to allowclains 1, 3-6, and 13-17 as anended after the final
rejection, which are all of the clains pending in this
appl i cation.

BACKGROUND

The appellants’ invention relates to a process of
duplicate nol ding wherein first and second gl azi ngs are each

positioned, respectively, in a separate nold associ ated
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therewith while the respective nolds are each in a separate
auxiliary station. The nolds are alternately and

i ndependently noved into a pressing station fromtheir
respective auxiliary stations that are | ocated on different
sides of the pressing station. A further understandi ng of the
i nvention can be derived froma reading of exenplary clainms 1
and 3, which are reproduced bel ow

1. Process of duplicate nolding on at | east one part of
a nonolithic or |am nated transparent glazing taken from at
| east one of the group consisting of glass and transparent
pl astic, the process conprising the steps of:

positioning a first glazing in a first nold at a first
auxiliary station at one side of a pressing station having a
press and plastic injecting neans;

positioning a second glazing in a second nold at a second
auxiliary station at another side of said pressing station, so
that said first nold noves into said pressing station in a
direction opposite to a direction by which said second nold
noves into said pressing station;

alternately and independently noving said first and
second nolds into and out of said pressing station such that
one of said first and second nolds may remain stationary while
the other of said first and second nolds is noving;

pressing and injecting plastic in a respective one of
said first and second nolds in said pressing station while the
other of said first and second nolds is in a respective
auxiliary station; and

removi ng a duplicate nolded glazing in the other of said
first and second nolds in the respective auxiliary station.
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3. The process of Cdaim1, including a nold closing
device for each of said first and second nolds for applying an
i nternedi ate pressure, |lower than a pressure applied by said
press in said pressing station, to the respective nold,
including the step of applying said internediate pressure
during said noving step.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

St rauss 2,864, 124 Dec. 16,
1958
Huckval e 2 039 463, Aug. 13, 1980

(United Ki ngdom

Adm tted prior art, (Appellants' specification, pages 1 and 2)

Claims 1, 3-6, 13-17 stand rejected under 35 U S.C. 8§
112, second paragraph as being indefinite for failure to
particularly point out and distinctly claimthat which
applicants regard as invention. Cdains 1, 3-6, and 13-17
stand rejected under 35 U S.C. § 103 as bei ng unpatentable
over Huckvale in view of the admtted prior art at pages 1 and
2 of appellants' specification and Strauss.

CPI NI ON
W refer to the appellants' briefs and to the answer for

t he opposi ng vi ewpoi nts expressed by the appellants and the
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exam ner concerning the above noted rejections. For the
reasons which follow, we cannot sustain the exam ner's stated
8§ 112, second paragraph, rejection as applied to clainms 1, 6
and 16 and the examner's 8 103 rejection as expressed in the
answer. However, we shall summarily sustain the exam ner's
8112, second paragraph rejection as it separately pertains to
claims 3-5, 13-15, and 17. An expl anation foll ows.

Rej ection under 35 U S.C. § 112, second paragraph

The relevant inquiry under 35 U.S.C. § 112, second
par agr aph, is whether the claimlanguage, as it would have
been interpreted by one of ordinary skill in the art in |ight
of appellants’ specification and the prior art, sets out and
circunscribes a particular area with a reasonabl e degree of
precision and particularity. See In re More, 439 F.2d 1232,
1235, 169 USPQ 236, 238 (CCPA 1971).

In rejecting the appealed clains under 35 U S.C. § 112,
second paragraph, the exam ner (answer, page 3) urges that the
| anguage of the fourth paragraph of claiml1l is indefinite "in
that the use of the term'nmay' renders the clains unclear...."

At page 7 of the answer, the exam ner further explains that
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"...it is unclear whether the limtation(s) follow ng the
phrase are part of the clained invention or not, and the
resulting claimdoes not clearly set forth the netes and
bounds of the patent protection desired.”

We recogni ze that the recited perm ssive phrase "my" as
utilized in claiml does not require the limtation that
foll ows nust occur; i.e., that one of the nolds is stationary
while the other of the two nolds is noving. However, such
breadth does not equate with indefiniteness. See In re
Gardner, 427 F.2d 786, 788, 166 USPQ 138, 140 (CCPA 1970). From
our reading of appellants' specification, including the
clainms, and the relevant prior art, it is clear to us that
appel lants are correct in asserting, in essence, that one nold
need not be stationary while the other noves (brief, page 11).
Accordingly, we shall not sustain the exam ner*s rejection of
t he appeal ed clains under 35 U. S. C.
8 112, second paragraph on the above-noted basis.

However, our ultimate disposition of the examner's 35
U S C 8§ 112, second paragraph rejection of claim3, as well

as the clainms depending therefrom(i.e., clains 4, 5, 13-15,
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and 17) is another matter. Here, the exam ner has advanced
an additional basis for asserting the |ack of definiteness of
the latter clainms based on the "a pressure" | anguage appeari ng
inclaim3 (answer, page 3). Qur review of the briefs reveals
t hat appell ants have not contested this latter basis for the
examner's rejection under 35 U . S.C. § 112, second paragraph.
Accordingly, on this record, while we do not sustain the
examner's § 112, second paragraph rejection as it pertains to
clains 1, 6 and 16, we sunmarily sustain the exam ner's
uncontested 8 112, second paragraph rejection as it pertains
to claims 3-5, 13-15 and 17.
Rej ection under 35 U S.C. § 103

The exam ner essentially acknowl edges (answer, pages 3-5)
that Huckvale (G B. 2 039 463) does not disclose (1) a
duplicate nol ding process with the application of a glazing to
the nolds in auxiliary stations, and (2) noving the nolds of
Huckval e independently into and out of the pressing station
as required by all of the clains on appeal. According to the
exam ner, however, it would have been obvious to one of
ordinary skill in the art to use the injection nolding nachine

of Huckval e for duplicate nolding rather than for nol ding shoe
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conponents as di sclosed therein since duplicative nolding
processes wherein glazing is placed in a nold and pl astics
injected thereafter was admttedly well-known and one skilled
in the art woul d have recogni zed econom ¢ advantages in
duplicative nolding via use of the nolding techni ques of
Huckval e. The exam ner al so opines that one of ordinary skill
in the art would have further nodified the nethod of Huckval e
to provide for independent novenent of each of the nolds to
and fromthe injection station in light of the conbi ned
teachings of the applied references including Strauss to
i nprove the versatility of the process. The exam ner notes
that Strauss teaches the independent novenent of nold
assenblies to and froma central injection nolding station.

In our view, however, there is no suggestion in the
conbi ned teachings of the applied references to nodify the
shoe conponent nol di ng process of Huckval e as proposed by the
examner. This is so since the admtted prior art duplicative
nol di ng process is described as taking place in a single
station or in a dissimlar turntable type process involving
four stations and four nolds (specification, pages 1 and 2).

The exam ner has not pointed to any teaching or suggestion in
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Huckval e' s shoe conponent nol di ng process using a common
carrier (62) for noving both nolds together w thout the
positioning of glazing in each nold in auxiliary stations
and/or in Strauss' blow nolding process for form ng holl ow
articles such as bottles that suggests the process
nodi fications contenplated in the examner's rejection for a
duplicative nol ding process using glazings as clained herein.
Accordingly, we agree with appellants (brief, page 10)
that the 8 103 rejection advanced by the exam ner appears to
rely on the description of appellants’ invention in their
specification for the suggested nodifications. Thus, the
present record indicates that the exam ner used inperm ssible
hi ndsi ght when rejecting the clains. See WL. Core &
Associates v. Garlock, Inc., 721 F.2d 1540, 1553, 220 USPQ
303, 312-13 (Fed. Gr. 1983), cert. denied, 469 U S. 851
(1984); In re Rothernel, 276 F.2d 393, 396, 125 USPQ 328, 331
(CCPA 1960). Accordingly, we will not sustain the exam ner’s
8§ 103 rejection of the appeal ed cl ai ns.

CONCLUSI ON
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To summari ze, the decision of the exam ner to reject
clainms 3-5, 13-15 and 17 under 35 U.S.C. § 112, second
paragraph is summarily affirmed. The decision of the exam ner
toreject clains 1, 6 and 16 under 35 U.S.C. § 112, second
paragraph and to reject clains 1, 3-6, and 13-17 under 35
U S.C. 8 103 as being unpatentable over Huckvale in view of
the admtted prior art at pages 1 and 2 of appellants’

specification and Strauss is reversed.
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No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
8§ 1.136(a).

AFFI RVED- | N- PART

PETER F. KRATZ
Adm ni strative Patent Judge
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