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BACKGROUND
This is an appeal under 35 U. S.C. §8 134 fromthe fina
rejection of clainms 44-65,' all of the pending clains.

(Paper 29 at 1.) W affirmin part.

Appel lant filed the subject application on 8 August 1994.

Appel I ant clainms the benefit of United States patent
application nunber 06/717,441, filed 28 March 1985, now

abandoned. (Paper 25 at 1.)

! Cancel ed clainms 1-43 were the subject of an earlier
appeal to the Board. (Papers 17, 23 and 25.)
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Appel l ant entitled his application "Programuabl e wal
switch actuator/timer”. (Paper 1.) According to the
abstract, this "actuator/tiner unit can easily be nounted
directly to the outside of the face plate of a standard wal
swtch [and] can be programmed to operate the |ever of a wal
switch in accordance with a programthat automatically repeats
on a diurnal, weekly or other cyclical basis." Caimb50 is
representative of the claimsubject mtter (Paper 28):

50. An arrangenment conpri sing:

a wall switch having a face plate and a
switch I ever protruding through an aperture in the
face plate; the face plate being of ordinary size
and shape; and

a programmabl e actuator nmounted onto the
wall switch in engagenent with the switch |lever; the
programmabl e actuator being further characterized by
causing repetitive and periodic reciprocating
novenent of the switch |ever in accordance with a
pre-established program

REJECTI ONS

The exam ner rejected clains 44-65 under 35 U. S. C

8§ 112[1] as lacking a basis in the specification. The

exam ner al so objected to the specification on the sanme basis.

(Paper 29 at 2.)2 The exam ner rejected clainms 44-49 under

2 The exam ner failed to repeat this ground of
rejection in his answer (Paper 32 at 2-3), but did defend the
rejection in his response to Appellant's argunent (Paper 32
at 6).
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section 112[2] as indefinite. (Paper 29 at 2.) The exam ner

also relied on the followng references in rejecting the

cl ai nms:

Schnei di nger 3, 740, 680 19 June 1973
August yni ak 3,818, 156 18 June 1974
Angot t 4,041, 325 9 Aug. 1977
Pfeiffer et al. (Pfeiffer) 4,508,943 2 Apr. 1985

(filed 28 Mar. 1983)

The exam ner rejected clainms 44, 46, 48-50, 52, 54, 55,
57-61, and 63-65 under 35 U. S.C. 8§ 102(b) as anticipated by
Schnei di nger. (Paper 29 at 3.) The exani ner rejected
clains 44-46, 48-52, 54, 55, and 57-65 under section 102(e) as
anticipated by Pfeiffer. (Paper 29 at 3.) The exam ner
rejected clains 45, 47, 51, 53, 56, and 62 under 35 U S. C.
8§ 103 as unpatentabl e over Schneidinger in view of Augustyniak
or Angott. (Paper 29 at 4.)
The exam ner rejected clainms 47 and 53® under section 103 as
unpat ent abl e over Pfeiffer in view of Augustyniak or Angott.

(Paper 29 at 4.)

3 We note there is no correspondi ng rejection of
claim56 relying on Pfeiffer.
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| NDEFI NI TENESS
We treat the rejection of clains 45-49 for indefiniteness
first since it has bearing on the other rejections directed
agai nst these clains. Cains 44-49 stand or fall together for
the purposes of the indefiniteness rejection. (Paper 31
(Brief) at 3.) dains 45-49 each depend directly from
claim44. ddaim444 recites (Paper 28, enphasis added):

44. An assenbly nounted at the |ocation of an
ordinary wall switch and characterized by including:

a pair of termnals connected with a pair of
power line conductors as well as with a |oad; the
term nals being so arranged that: (i) when they are
el ectrically connected together, a power line
voltage is applied to the load; and (ii) when they
are electrically disconnected fromeach other, the
power |line voltage is renoved fromthe | oad; and

a sub-assenbly connected with the termnals and
operative to cause these termnals to be shorted
together at certain pre-determned points in tine
and to be disconnected fromeach other at certain
ot her pre-determned points in time; the sub-
assenbly being further characterized in that:

(i) the pre-determned points in tine repeat in a
substantially periodic manner; (ii) a wall switch
face plate is interposed between the sub-assenbly
and the termnals; and (iii) it*wll function to
cause the pre-programmed points in tinme to occur

i rrespective of the presence of a power |ine voltage

at the power line conductors.

4 We assune that by "it" Appellant neans "the sub-
assenbly". Appellant should clarify this point in further
prosecuti on.
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The exam ner urges that claim44 is indefinite because
the phrase "the location of an ordinary wall switch" |acks an
antecedent basis. (Paper 32 at 6-7.) To avoid
i ndefiniteness, clains nust (1) reasonably apprise those
skilled in the art both of the use and the scope of the

i nvention and (2) use |anguage that is as precise as the

subject matter permts. Shatterproof dass Corp. V.

Li bbey- Onens Ford Co., 758 F.2d 613, 624, 225 USPQ 634, 641

(Fed. Cr. 1985). Wiile we agree that, strictly speaking,
"the | ocation” |acks an antecedent basis, we do not believe
that failing renders the claiminprecise or inconprehensible
for those skilled in the art. Certainly the sinplest
alternative--"a | ocation of an ordinary wall switch"--would do
little to inprove this particular claim Consequently, we
will not sustain the rejection for this reason.

The exam ner also urges that it is not clear how t he sub-
assenbly is connected to the termnals. W too are uncertain
what Appellant intends to enconpass with the term "sub-
assenbly". The underlined portions of claim44 are not
consistent. This inconsistency is best illustrated when
Appel | ant expl ai ns what he neans by "sub-assenbly” (Paper 31

(Brief) at 4, enphasis in original):
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[Als interpreted in |ight of the specification and
the rest of claim44, the recited "sub-assenbly"
must clearly include the follow ng elenents: (i) the
mechani cal switch inherently associated with the
switch lever SL of Fig. 1 (which nmechanical swtch
provi des for connection with the "pair of termnals"
recited in line 3 of claimd44, which "pair of

term nal s" nust inherently be present "at the

| ocation of an ordinary wall switch"); (ii) face
plate FP of Fig. 1; and (iii) the actuator/tinmer
unit ATU of Figs. 2a, 2b, 3 and 5.

If the face plate is interposed between the sub-assenbly and
the termnals, then how can the sub-assenbly include (a) the
face plate and (b) the mechanical sw tch, which nust be
between the face plate and the terminals in order to connect
the rest of the sub-assenbly to the termnals? These
limtations are logically inconsistent. Yet if the sub-
assenbly does not include the nmechanical switch, we agree with
the exam ner (Paper 32 at 7) that it is not clear how the sub-
assenbly is connected to the termnals to turn the power on
and off. G ven the uncertainty surrounding claim44, both as
witten and as argued, we conclude that we nust sustain the
rejection of clains 44-49 under section 112[2] as indefinite.
We reverse all of the remaining rejections of clains 44-
49 wi t hout sayi ng anything about the nerits of these
rejections because the neaning of these clains is so uncertain
that we cannot find facts based on the | anguage of the cl ains.

C. Inre Steele, 305 F.2d 859, 862-63, 134 USPQ 292, 295
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(CCPA 1962) (reversing a prior art rejection); In re WIson,

424 F.2d 1382, 1385, 165 USPQ 494, 496 (CCPA 1970) (reversing

a prior art rejection); In re Dossel, 115 F.3d 942, 946,

42 USPQ2d 1881, 1885 (Fed. Cir. 1997) (reversing a witten
description rejection). For the purposes of the other
rejections, clains 44-49 are no | onger on appeal .
VRI TTEN DESCRI PTI ON

We reverse the rejection of the remai ning clains under
section 112[1]. The exam ner grounds this rejection on the
failure of the specification to support the term "sub-
assenbly". (Paper 32 at 6.) Watever the nerits of such a
rejection as applied to claim44, it has no applicability to
cl ai ms 50-65, which do not use the offending term

ANTI CI PATI ON - SCHNEI DI NGER

Appel | ant groups together all of the clains rejected
under section 102 over Schneidinger. (Paper 31 (Brief) at 3;
see also 37 CFR 8 1.192(c) (1995) (requiring separate grouping
and separate argunents).) W choose claimb50 as the broadest
of the remaining clains in this group.

Schnei di nger teaches an arrangenent conprising an
ordinary wall swtch 10 and face plate 12 with a swtch

| ever 18 protruding through the face plate. (2:32-37; Figs. 1
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& 3.) An actuator 24 is nounted on the wall switch and
engages the switch lever. (Fig. 3.) The actuator toggles the
switch lever to turn the Iight on and off. (1:50-61.)

We find that Schneidi nger teaches the actuator is
programmabl e since it has "neans to adjust the tinme cycle".

(6:10-12.) See "?progrant in Webster's New Coll eqgiate

Dictionary 912 (1979) (attached) ("2: to work out a sequence
of operations to be performed by (a nechanism"). The
actuator can be set to turn the lights on and off
"intermttently". (2:1-3.) W find "intermttently" to

i nclude both repetitive action and periodic action. See
"intermttent” in Webster's at 598 ("com ng and goi ng at

i nterval s" and "syn | NTERM TTENT, RECURRENT, PERI ODI C,
ALTERNATE"). We note in support of this finding that
Schnei di nger points out that "the tiner nay be so constructed
as to be only actuated once and in its own nechani sm (not
shown) to reverse its actuation after a given el apsed tine.

Li kewi se, there may be two or nore control dials or settings
for control of the timng device." (3:15-18.) Two or nore
settings inplies repeated actuations. The actuations may al so
be light-triggered. (5:8-11.) |If natural light is the

trigger, then the dom nant actuation pattern would inherently
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be repetitive and periodic (corresponding to sunrise and
sunset).

Schnei di nger teaches all of the limtations of claim50
so we affirmthe rejection of claimb50 under section 102 over
Schnei dinger. W also affirmthe rejection of all remaining
clainms grouped with claimb5b0, i.e., clains 52, 54, 55, 57-61,
and 63-65.

OBVI QUSNESS - SCHNEI DI NGER

Appel lant relies on his argunents regarding antici pation
to address the rejections under section 103. (Paper 31
(Brief) at 9.) Since we affirmthe anticipation rejection
based on Schnei di nger, we also affirmthe rel ated obvi ousness
rejections of remaining clains 51, 53, 56, and 62.

ANTI CI PATI ON - PFEI FFER

Appel | ant groups together all of the clains rejected
under section 102 over Pfeiffer. (Paper 31 (Brief) at 3.) W
choose claim50 as the broadest of the remaining clains in
thi s group.

Pfeiffer teaches an arrangenent conprising a wal
switch 10 (2:47-53; Fig. 1) with a conventional face plate 50
(3:27-31). The operation of the programmed actuator is

described in patent application 06/408, 330, which issued as
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United States Patent 4,521,843. (2:53-56.) The exam ner

identifies switch 52 as protruding through the face plate.
(Paper 32 at 11.) Wiile this is true, switch 52 does not

reci procate "in accordance with a pre-established progrant as
claimb50 requires. The only other independent claim
cl ai m 60, has a corresponding limtation.

Pfeiffer does not teach all of the |imtations of
claim50 so we reverse the rejection of claimb50 under
section 102 over Pfeiffer. W also reverse this rejection for
all remaining clains grouped with claim50, i.e., clainms 51,
52, 54, 55, and 57-65.

OBVI QUSNESS - PFEI FFER

Caim53 is the only remaining clain? rejected over the
conmbi nation of Pfeiffer and either Angott or Augustyniak. It
depends fromclaim50 and requires, in addition, an electric
notor included with the programuabl e actuator.

Angott teaches an external thernostat tinmer for use with
an existing wall-nmunted thernostat. He does not teach a
switch [ ever that protrudes through a conventional face plate

and that reciprocates according to a pre-determ ned pattern.

° The obvi ousness rejection of claim47 has been
reversed pro forma. See page 5.
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Angott uses a notor 158 to adjust the thernostat swtch.
(8:56-9:11.)

August yni ak suggests a switch | ever that protrudes
t hrough a conventional face plate and that reciprocates in
response to an actuator. (Fig. 1; 1:50-58; 3:3-19.) He also
teaches a notorized tine-keepi ng nechani sm28. (1:59-2:13.)
August yni ak provides notivation for a sinple actuator that
uses an existing toggle switch. (1:29-34.)

Pfeiffer provides notivation for a conputerized actuator.
A person having ordinary skill in the art would have been
notivated to use a conputerized actuator with Augustyniak's
sinpl er nechanism An artisan inplenenting this conbination
woul d not, however, need to retain Augustyniak's notor or be
notivated to use the notor as the actuator in this
conbi nation. Angott does not provide a reason to include a
notor with the actuator either. Consequently, neither
conbi nati on woul d produce a progranmabl e actuator with an
el ectric notor as claimb53 requires. W cannot, therefore,
conclude that the subject matter of claim53 would have been

obvious in view of Pfeiffer and either Angott or Augustyni ak.
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DECI SI ON

W affirmthe rejection of clainms 44-49 under
section 112[2] as indefinite; consequently, we reverse pro
forma the other rejections of clainms 44-49. W reverse the
rejection of clainms 50-65 under section 112[ 1] as | acking
support in the disclosure. W affirmthe rejection of
claims 50, 52, 54, 55, 57-61, and 63-65 under section 102 over
Schnei di nger. W reverse the rejection of clains 50-52, 54,
55, and 57-65 under section 102 over Pfeiffer. W affirmthe
rejection under section 103 of clains 51, 53, 56, and 62 over
Schnei di nger in view of Augustyniak or Angott. W reverse the
rejection of claimb53 over Pfeiffer in view of Augustyniak or

Angot t .
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No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR

§ 1.136(a). See 37 CFR § 1.136(b).

AFFI RVED- | N- PART

Rl CHARD TORCZON
Adm ni strative Patent Judge

| AN A, CALVERT )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
JAMES D. THOVAS ) APPEALS
Adm ni strative Patent Judge ) AND
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