THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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GONZALES, Administrative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe exam ner’s refusal to allow

claim1, as anmended subsequent to the final rejection.?2 Caim

! Application for patent filed April 7, 1993

2 see Paper No. 16.
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6 was cancel ed subsequent to the final rejection.® Cains 2
through 5 and 7 through 10, the only other clains in the
application, stand withdrawn from consi deration under 37 CFR §
1.142(b).

W REVERSE

The subject nmatter on appeal is directed to a nmethod of
uniting a nunber of optical fibers. The appeal ed clai mreads
as follows:

1. A method of uniting a nunber of optical fibers
conprising the steps of:

(a) preparing a tubular nmenber of a shape nenory all oy
with a reception space, wherein the tubular nenber has a bent
axis in its nenorized shape;

(b) processing the tubular nmenber in such a manner that
the cross-sectional area of said reception space is |arger
than the cross-sectional area in the nenorized shape of said
tubul ar nmenber and that said axis of the tubular nmenber
contains a gentler bend conpared with the bend of the bent
axis in the nenorized shape;

(c) applying an adhesive to portions of a nunber of
optical fibers over a predeterm ned | ength;

(d) inserting said portions of said optical fibers into
sai d processed tubul ar nenber after steps (b) and (c);

(e) subsequently heating said tubular nenber to return
the tubul ar nmenber to the bend of the axis in nenorized shape
and to reduce the cross-sectional area of said reception
space, thereby uniting said optical fibers received in said
t ubul ar nenber, a cross-sectional shape of said united opti cal
fibers being determ ned by said nenorized shape of said
t ubul ar nenber; and

3 See Paper No. 10.
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(f) curing said adhesive by said heating.
The prior art references of record relied upon by the

exam ner in rejecting the appeal ed claimare:

Si egrmund 3,580, 775 May
25, 1971 McCart ney 3,914, 015

Cct. 21, 1975
Hirano et at. (Hirano) 59- 121006 Jul . 12,
19844

(Japanese published application)

Additionally, the exam ner relies on the admtted prior
art (APA) described in the second full paragraph on page 1 of
t he appel lant’ s specification.

The following rejections are before us for review

(') daim1l stands rejected under 35 U.S.C. § 103 as
bei ng unpat ent abl e over MCart ney;

(I'1) daiml stands rejected under 35 U.S.C. § 103 as
bei ng unpat ent abl e over McCartney in view of H rano and either
Si egmund or the APA; and

(I'1'1) daiml stands rejected under 35 U . S.C. § 103 as

bei ng unpatentabl e over the APA in view of MCartney and

“I'n determining the teachings of Hrano, we will rely on the
transl ation provided by the PTO. A copy of the translation is attached for
the appellant's convenience. Any reference in this decision to Hirano by page
isto this translation.
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H rano. ®

The full text of the exam ner's rejections and the
responses to the argunents presented by appellant appear in
t he answer (Paper No. 14), supplenental answer (Paper No. 18)
and the second suppl enental answer (Paper No. 20) while the

conpl et e st at enent

of appellant’s argunents can be found in the main, the reply
and the supplenental reply briefs (Paper Nos. 13, 15 and 19
respectively).
OPI NI ON

In reaching our decision in this appeal, we have given
careful consideration to the appellant’s specification and the
claim to the applied prior art references, and to the
respective positions articul ated by the appellant and the
exam ner. As a consequence of our review, we conclude that
none of the 8 103 rejections can be sustai ned.

Rej ection (1)

Appel | ant argues that the exam ner has failed to

®Rejections (11) and (111) are designated in the answer, pages 4-7, as
new grounds of rejection.
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establish a prima facie case of obviousness because MCartney

fails to teach or suggest the step of preparing a tubul ar
menber of a shape nenory alloy with a reception space, wherein
t he tubul ar nmenber has a bent axis in its nmenorized shape as
called for in daiml.

The exam ner acknow edges (answer, page 3) that MCartney
does not teach preparing the term nation pins or tubular
menbers 13 and 14 with bent axes, but argues that the shape of
t he axis

of the termnation pin 13 or 14 before and after heating is a

matter of design choice because “such shape per se solves no
stated problent (id. at 4).

We do not agree. We are infornmed by appellant’s
specification (page 2) that known net hods of uniting optical
fibers in a bent condition are cunbersone and result in | ow
optical fiber filling density. Appellant’s specification also
informs us that the clainmed invention provides an easier
met hod of uniting optical fibers with a high filling density
w t hout damaging the optical fibers (see, for exanple, page 2,

5
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lines 24-26 and paragraph bridging pages 14 and 15). Thus,
according to appellant’s specification, the clainmd nethod
does solve a nunber of known problens in the art. Conpare In

re Kuhle, 526 F.2d 553, 555, 188 USPQ 7, 9 (CCPA 1975) wherein

the court indicated that the rationale of "obvious matter of
desi gn choi ce" applies when a nodification is made which
"solves no stated problem” Therefore, we do not agree that
the exam ner has a valid basis for asserting that it would
have been an obvious matter of nechani cal "design choice" to
prepare a tubul ar nenber of a shape nenory alloy with a
reception space, wherein the tubular nenber has a bent axis in

its menorized shape.

From our perspective, the exam ner has inpermssibly
relied upon the appellant’s own teachings in arriving at a
concl usi on of obviousness. This being the case, we will not
sustain the rejection of claim1l under 35 U.S.C. §8 103 based
on McCartney al one.

Rejections (11) and (111)

In both Rejections (I1) and (111), the examner relies on

6
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Hirano for a teaching of a shape nenory alloy used to control
t he shape of an optical fiber. Hi rano discloses at page 6 and
in Fig. 2 an assenbly structure for an optical conductor

i ncluding a shape nenory alloy 3 surrounding an auxiliary
metal material 2 and an optical fiber 1. Hi rano teaches that
the cable illustrated in Fig. 2 is made by fixing the cross-
sectional shape of the shape nenory alloy as shown in Fig. 3A
(the nenorized shape). The shape nenory alloy is then
deforned or processed to the shape shown in Fig. 3C. The
optical fiber 1 and auxiliary nmetal 2 are next placed in the
shape nenory alloy 3 (Fig. 3D) and fixed therein by heating
the alloy to the prescribed tenperature such that the shape
menory alloy 3 returns to its nenorized shape (Fig. 3E). In

addition, H rano teaches (page 7) that the

assenbl ed optical cable 10' can be processed to nenorize a

desi red shape, such as, the curved shape shown in Fig. 4 or 5.

Appel | ant argues (supplenental reply brief, page 2) that
the tubul ar nmenber recited in claiml1 is heated only once to

7
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return the tubular nenber to the nenorized bent shape and to
reduce the cross-sectional area of the reception space whereas
the shape nenory alloy 3 in Hrano is subjected to a first
menori zation treatnent to obtain the cross-sectional shape
shown in Fig. 3E and then a second nenorization treatnment to
obtain the bent shape shown in Fig. 4.

The exam ner’ s response (second suppl enental answer, page
2) is that claiml is so broad as to read on the doubl e-
heating process disclosed by Hrano. W disagree. Step (b)
of claim1 calls for:

processi ng the tubul ar nmenber in such a nanner that the

cross-sectional area of said reception space is |arger

than the cross-sectional area in the nenorized shape of

sai d tubul ar nmenber and that said axis of the tubular

menber contains a gentler bend conpared with the bend of

the bent axis in the nenorized shape;

Step (c) calls for applying an adhesive to portions of a

nunber of optical fibers. Steps (d) and (e) call for

i nserting
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the portions of the optical fibers with the adhesive into the

processed tubul ar nenber after steps (b) and (c) and then
heating the tubular nmenber. |In other words, the claim
specifically requires that the tubul ar nmenber be processed for
both cross-sectional area and axis shape before the heating
step recited in paragraph (e). Therefore, we cannot support
the examner’'s interpretation of claiml.

It is also the examiner’s position that even if the claim
does require the tubular nenber to return to the nenorized
bent shape and cross-sectional area by nmeans of a single
heating step, it would have been obvious to so nodify Hi rano
“because the tubular nenber is of a single honbgenous
material, any of its physical dinmensions and orientations can
be affected by a single nmenorization treatnent and a single
heat treatnent” (second suppl enental answer, page 3).

As to the exam ner's contention that it would have been
obvious to return Hrano' s tubular menber to the nmenorized
bent shape and cross-sectional area by nmeans of a single
heati ng step, we nust point out that obviousness under § 103

is a legal
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concl usi on based on factual evidence (ln re Fine, 837 F.2d

1071,

1074, 5 USPQ2d 1596, 1598 (Fed. Cir. 1988)) and the mere fact
that such a result could occur does not serve as a proper
basis for concluding that such a nodification would have been
obvious. Instead, it is well settled that in order to

establish a prim facie case of obviousness the prior art

t eachi ngs nust be sufficient to one of ordinary skill in the
art to suggest making the nodification needed to arrive at the

clainmed invention. See, e.qd., In re Lalu, 747 F.2d 703, 705,

223 USPQ 1257, 1258 (Fed. Cir. 1984). The exam ner, however
has provided no factual basis whatsoever for concluding that

the nodification proposed woul d have been obvi ous. See, e.g.,

In re GPAC Inc., 57 F.3d 1573, 1582, 35 USPQ2d 1116, 1123

(Fed. Cir. 1995 and In re Warner, 379 F.2d 1011, 1017, 154

USPQ 173, 178 (CCPA 1967), cert. denied, 389 U S 1057

(1968)).

We have al so carefully reviewed the APA and the Si egmund
patent additionally relied upon by the exam ner in support of
Rejections (I11) and (111), but find nothing therein that nakes

10
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up for the deficiencies of McCartney and Hirano noted above.

It follows that Rejections (I1) and (I11) cannot be sustai ned.

In summary, all of the examner's rejections of clains 1

under 35 U.S.C. 8 103 are reversed.

REVERSED

HARRI SON E. McCANDLI SH )
Seni or Adm nistrative Patent Judge )
)
)
) BOARD OF PATENT
NEAL E. ABRANS ) APPEALS
AND
Adm ni strative Patent Judge )
| NTERFERENCES
)
)
)
JOHN F. GONZALES )
Adm ni strative Patent Judge )
vsh
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