THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
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ON BRI EF

Bef ore THOVAS, BARRETT and LALL, Adm nistrative Patent Judges.

LALL, Adm nistrative Patent Judge.

DECI S| ON ON APPEAL

! Application for patent filed February 28, 1995.
According to appellants, the application is a continuation of
Application 08/ 271,558, filed July 7, 1994, now abandoned,
which is a continuation of Application 08/158, 159, filed
Novenber 24, 1993, now abandoned, which is a continuation of
Application 07/755,449, filed Septenber 5, 1991, now
abandoned.
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This is a decision on the appeal under 35 U S.C. § 134
fromthe Exam ner's final rejection of clains 1 through 5 and
7 through 59, which constitute all the outstanding clains in
the application, claim®6 having been cancel ed.

Clains 1 through 5 and 7 through 59 stand rejected under

the doctrine of |aches as expressed in Ex parte Hull, 191 USPQ

157 (Bd. Pat. App. 1975). There is no statutory rejection
bef ore us.

Rat her than repeat the di scussions of appellant or the
exam ner, we make reference to the briefs and the answer for
the respective details thereof.

OPI NI ON

We have considered the rejection advanced by the
exam ner. W have, |ikew se, reviewed Appellants' argunents
set forth in the brief and the reply brief.

After our analysis of the facts of this case, we affirm
the Examner as to clains 1 through 5 and 7 through 23, but
reverse as to clains 24 through 59. Accordingly, we affirm
in-part.

Bef ore di scussing the details of the analysis of the
decision, we review the history of prosecution of the instant

-2-



Appeal No. 96-3189
Appl i cation 08/ 396, 079

appl i cation.

Hi story of Prosecution

The original Application, 07/755,449 ('449 application),
was filed on Septenber 5, 1991, with clains 1 through 23.

There were

two rejections based on prior art, and two substantive
anendnents and eventually a notice of allowance was nuil ed
for clains 1 through 5 and 7 through 23 on August 26, 1993,
cl ai m 6 havi ng been cancel ed.

Appel lants did not pay the issue fee, and instead filed a
file-wapper-continuation on Novenber 24, 1993, Application
08/ 158, 159 (' 159 application). There was no anendnent to the
clainms, and the sanme clains were presented again for
exam nation. The Exam ner, on first action, sent on April 6,
1994, a notice of allowance, again allowng all of the sane
clains allowed in the '449 application. Again, Appellants did
not pay the issue fee. They instead filed another file-
wr apper-continuati on Application 08/ 271,558 ('588 application)
on July 7, 1994. Again, there was no anendnent to the cl aimns,
and exactly the same clains were presented for exam nation.
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Agai n, the Exam ner, finding no new issues to consider, sent
anot her notice of allowance of all the sane clains on Novenber
30, 1994, on first action in the case. But, this tine, the
Exam ner included in the office action a warning, the so-
called "Hull warning" under Hull, 191 USPQ at 160, stating
that "filing further continuing applications wthout allow ng

the present one to issue may result in a future

rej ection based upon the equitable doctrine of |aches." [Paper
no. 15, mailed on Nov. 30, 1994, page 2.]

Nevert hel ess, Appellants filed yet another fil e-w apper-
continuation, the instant Application, 08/ 396,079, containing
the sane clainms 1 through 5 and 7 through 23 as before, on
February 28, 1995. However, Appellants did present new cl ai nms
24 through 59. There, again, was no anendnment to the
originally presented clains 1 through 5 and 7 through 23 which
had been allowed in the '449, '159, and '558 applications.

The Exam ner gave a first action rejection and a second action
final rejection on the same ground of |aches. Appellants
again did not anmend any of the clains, originally presented or
the newly added clains, in response to the Examner's two
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rejections.
The Japanese counterpart of the original patent

application was published in Japan on April 28, 1992 [brief,

page 5].
Anal ysi s
The appeal here involves only a question of law, i.e.,

whet her the rejection based on the equitable doctrine of
| aches is sustainable. Since no prior art rejection is before

us, we do not consider any technol ogi cal aspects of the case.

To begin with, Appellants argue that the PTO position
regarding this ground of rejection is untenable, prem sed on
t hese grounds: (1) the invention was already nade known to the
public via the Japanese publication, albeit in Japan [brief,
page 6]; (2) prolonging of the tinme of disclosure was not an
i ssue because the tinme has been established by publication of
t he Japanese application [brief, pages 6 to 7]; (3) the matter
of right of a U S. patent applicant to delay patent issuance
in the pursuit of appropriate clains through the use of
continuation applications is established as in More, infra
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[brief, page 8]; and (4) the PTOis m splaced in questioning
the reason for the continuation series while the Appellant is
engaged in the "arduous route" of reaching clains adequately

covering the invention as in Muore [brief, pages 8 to 10].

The Exam ner disagrees. The Exam ner notes: (1) the
publ i cation of the Japanese counterpart application is
irrelevant to the requirenent of making an invention public in
exchange for a U S. Patent [answer, page 5 through 8]; (2)
prol ongation of a patent is effectively achieved by del ayi ng
the i ssuance of it [answer, pages 8 to 9]; (3) repeated filing
of continuing applications where all the pending clains are
allowed in the original application prolongs the tine of
publishing in a way that is adverse to the public interest,

which is consistent with footnote no. 9 of More [answer, page

9]; and (4) there could be many reasons for Appellants to
del ay the issuance of a patent which may be relevant to
determ ne the propriety of Appellants' conduct during

prosecution according to Hull, infra [answer, page 10 to 11].

We have reviewed the argunents of Appellants and Exam ner
on these four points. Regarding the first point, we conclude
that publication of a Japanese application on the invention is
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not necessarily the sanme as the publication of the invention
inthe formof a U S. Patent, the disclosure requirenents of
whi ch are specifically designed by the U S. Patent Laws to
appropriately disclose the invention to the U S. public. On
the second point, we agree with the Examner. Since, in the
case of the instant application having a filing date precedi ng
June 8, 1995, the patent term does not begin until a U S.

Pat ent has been granted, regardl ess of the Japanese
publication, the point in tine at which the invention is

dedi cated to the pubic at the expiration of the U S. Patent is
extended. Wth respect to the third point, we also agree with
t he Exam ner that whereas it is permssive to file one or nore
continuations under 35 U . S.C. § 120, we find that it is not
proper to file repetitive continuations, with the sanme cl ains
w t hout any anmendnents, when all the pending clainms in the
successi ve parent applications had been all owed. That conduct
is against the public policy of disclosing an invention to the

public as early as possible [footnote no. 9 in Miore]. On the

final point, since the PTOis responsible to adm nister the
process of obtaining a U S. Patent, it is incunbent upon the
PTO to assure adherence of a patent applicant to the patent
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| aws and regul ations. This responsibility enconpasses the
inquiry by the PTOinto the Appellants’ conduct, during patent
prosecution, to determne if it indeed is enconpassed by or
within the so-called "arduous route” of arriving at clains
adequately covering the invention as in More, or falls

wi thin the proscribed conduct discussed in Hull. W exam ne
the conduct of Appellants in nore detail in the ensuing

di scussi on.

Appel l ants raise the issue whether Hull is applicable in
this case.
They argue that the Examner's reliance on Hull is wong,

and that Moore v. United States, 194 USPQ 423 (Ct. d. 1977)

shoul d control, since Hull is a decision by the Board of

Appeal s of the Patent and Trademark O fice (PTO, and More is

bi ndi ng

precedent on the Court of Appeals for the Federal G rcuit and,
hence, the Board of Appeals. Appellants further contend that,

in Hull, the applicant had admtted that he filed the chain of

continuation-in-part applications to prevent others from

- 8-



Appeal No. 96-3189
Appl i cation 08/ 396, 079

seeing his invention and inproving upon it [brief, page 12],
and there is no such adm ssion in the prosecution of the
Appel  ants' patent application.

The Exam ner does not take issue with the binding
authority of the Court of Appeals for the Federal Crcuit.
But, on the issue of distinguishing Appellants' fact situation
fromHull on the basis of Hull's adm ssion, the Exam ner
di sagrees. The Exam ner contends that it is the conduct of an
applicant that is determnative of the undue delay in the

pat ent prosecution, as stated in Hull, at 191 USPQ 159:

Conduct by an applicant who seeks to obtain the
benefits of a patent ... and at the sane tine
attenpts to unduly delay the time at which the
public would be entitled to the free use of the
invention ... is contrary to Constitutional and
statutory intent with respect to patents;

The Exam ner further argues that even in More, the court

contenpl at ed the conduct of an applicant, rather than any

explicit statenent, and noted that the filing of numerous

continuation-in-part applications was, under the

ci rcunst ances,

necessary and was not the type of unconscionabl e conduct that
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woul d render the resulting patent invalid [answer, pages 14
and 15].

We believe that the instant case turns on the objective
actions of Appellants during the history of prosecution of the
patent application. W have closely studied the fact

situations in Hull and More, and conpared themw th the fact

situation in the present case. In Hull, there were six

continuation-in-part applications, each succeedi ng application

was filed with clains corresponding, either exactly or
substantially, to each of the clains which had previously been

allowed in each of the preceding applications as well as with

clains drawn to features which were disclosed in that
application for the first time, Hull, 191 USPQ at 158.

In Moore, Moore had waited for many years, from around

1942, the actual reduction to practice, to 1955, before
filing his initial patent application, but once the

application was filed, there was a conti nuous series of

rejections and anendnents during the prosecution. In fact, it

was not until four continuation-in-part applications |ater
t hat Moore overcane all the rejections, and received an
indication that his application contained allowabl e cl ai ns.
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There were nore continuation-in-part applications filed to

obtain clains to new features, More, 194 USPQ at 434. The

court concluded that it sees no conduct on More's part that
woul d cause a | oss of patent right, More, 194 USPQ at 435 and
436.

We have reviewed nunerous ot her cases for guidance where
t he i ssues based on the doctrine of |aches were discussed. W

mention In re Henriksen, 399 F.2d 253, 158 USPQ 224 ( CCPA

1968); In re Hogan, 559 F.2d 595, 194 USPQ 527 (CCPA 1977);

St udi engesel | schaft Kohle nbH v. Northern Petrochenm cal Co.,

784 F.2d 351, 228 USPQ 837 (Fed. Cir. 1986); A.C_Aukernman Co.

v. RL. Chaides Constr. Co., 960 F.2d 1020, 22 USPQ2d 1321

(Fed. Cir. 1992); Advanced Cardi ovascul ar Systems, Inc. v.

Medtronic, Inc.; 41 USPQd 1770 (N. D. Cal. 1996) and Ford

Motor Co. v. Lenelson; 42 USPQ2d 1706 (D. Nev. 1997),

i mredi at e appeal denied, 1997 U S. App. Lexis 23628 (Fed.
Cr. 1997). Wthout going in the details of the facts

i nvol ved in each case, we can summarily distinguish the fact
situation of the instant application fromthese authorities.
Thus, in Henriksen, the court rejected the idea of putting an
arbitrary limt on the nunber of continuation applications
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that an applicant can file; in Hogan, the court ruled that the

PTO shoul d accord the sane treatnent to a

continuation as it does to an original application; in

Petrochem cal, intervening rights of the parties were involved

in an interference proceedi ng; and Aukernman and Advanced both
dealt with infringenent suits where | aches were di scussed as
they related to the initiation of the suits after prolonged
delay following the acts of infringenents. |In Lenelson, the
PTO had required a seven-way restriction in the origina
application. Overall, though, the courts have shown a
reluctance to equitably Iimt the patent continuation
practice.
The courts gave deference to 35 U.S.C. § 120, which does not
per se limt the nunber of continuations an applicant can file
to obtain the clains that are perm ssible under the patent
| aws. For exanple, the court in Lenelson, 42 USPQR2d at 1711
even noted that the parties admtted that the comerci al
ganmesmanshi p enpl oyed by Lenelson in this case did not run
af oul of current statutes or regul ations.

We do not challenge the authority of our review ng court
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and the courts whose decisions we have | ooked at for guidance.
However, we find that these cases did not involve a fact
situation which is the sane as we have in this case. In the

instant case, clains 1 through 5 and 7 through 23, the clains

originally presented for exam nation, were indicated as
al l owabl e, after two office actions and two anendnments, on

August 26, 1993, in the original '449 application. At that

point, claim6 had been cancel ed and there were no ot her
out standing i ssues remaining in the application. In fact,
that remained the status of the clains until February 28,
1995. During this period, Appellants w thheld paying the
issue fee, and filed two fil e-wapper-continuation
applications, with exactly the same clains. A first action
noti ce of allowance was sent in each case, and

each case was abandoned in favor of another file-w apper-
continuation application.

The | ast notice of allowance was mailed on Novenber 30,
1994. Along with this notice, the Exam ner finally included a
war ni ng, the type of warning the Board had nentioned in Hull,
putting Appellants on notice that "filing further continuing
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applications without allowi ng the present one to issue nmay
result in a future rejection based upon the equitable doctrine
of laches"” [Paper no. 15, mailed on Novenber 30, 1994, page
2]. In response, Appellants filed yet another file-w apper-
continuation application, containing exactly the sane clains 1

through 5 and 7 through 23, and new clains 24 through 59.

The Exami ner finally rejected all the outstanding clains,
1 through 5 and 7 through 59 under the doctrine of |aches,
cl ai m 6 havi ng been cancel ed back in the original '449
application. Even after the | aches warning, Appellants never
di d make any changes in the originally allowed clains 1
through 5 and 7 through 23, indicated to be allowed in the
"449, ' 159 and '558 applications. W find that this is a
specific fact situation that was not present in the other
cases as we have noted above.

Thus, we conclude that, as to the original clainms 1
through 5 and 7 through 23, which were allowed by the Exam ner
on August 26, 1993 in the original '449 application after
normal prosecution, and twi ce again indicated to be allowed in
each first office action, on April 6, 1994 in the '159
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application and Novenber 30, 1994 in the '558 application, and
i n which Appellants had never made any changes since their
al l omance in the original application, on August 26, 1993, the

Exami ner's position is consistent with the result contenpl ated

in Hill. As we explained above, since the fact situation in
this case is nmore akin to Hull, or even nore egregious than
Hul |, and very different from More and other cases cited

above, our conclusion is not inconsistent with that reached in
t hose cases on the issue of |laches. W, therefore, affirmthe
Exam ner as to these clains?

However, as to clainms 24 through 59, we reach a different
conclusion. These are new clainms and were added, for the
first tinme, in the instant fil e-wapper-continuation
appl i cation.

There has been no prior art rejection as to these clains
during the whol e prosecution history, along the |ines of

prosecution leading to the allowance of the original clains in

2 Qur decision is also consistent with the recent public
policy which has been translated into current patent |aw,
where, for a patent application filed on and after June 8,
1995, U.S. Patent termis good for twenty years fromthe date
of filing of the original application. 35 U.S.C. § 154.
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the original application. Under the "grounds of rejection”
in the Exam ner's answer, pages 3 to 4, the Exam ner repeats
the final rejection of these clains under the doctrine of

| aches, and observes that" . . . these new clainms were not

directed to an invention different fromthe original clains,

nor are they substantially different than the ori gi nal

clains." [Answer, page 4].

Appel l ants show in the reply brief, pages 3 to 4, and
further in the appendix, pages 1 to 4, to the reply brief, how
these new clains are different fromthe original clains.

The Exam ner nerely acknow edged the entry of the reply
brief but did not offer any rebuttal to Appellants' argunents

as

to these clains [Paper no. 34, mailed on July 9, 1996]. In
t he absence of any rebuttal fromthe Exam ner, we reverse the
Exam ner's rejection of clains 24 through 59 on the basis of
t he doctrine of |aches.

In conclusion, the rejection of claims 1 through 5 and 7
t hrough 23 under the doctrine of |aches is sustained; however,
the rejection of clainms 24 through 59, on the same ground, is
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not

sustai ned. Therefore, the decision of the exam ner rejecting

claims 1 through 5 and 7 through 59 is affirmed-in-part.

No tinme period for taking any subsequent action in

connection with this appeal nmay be extended under 37 CFR

§ 1.136(a).

AFFI RVED- | N- PART

JAVES D. THOVAS
Adm ni strative Patent Judge

PARSHOTAM S. LALL
Adm ni strative Patent Judge
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BARRETT, Adm nistrative Patent Judge, concurring.

| concur fully with the majority decision, but wite
separately to express additional views.

The jurisdiction of the Board to decide an equitable
ground of rejection has not been challenged. Therefore, we

accept the Board's decision in Ex parte Hull, 191 USPQ 157,

159 (Bd. App. 1975), that jurisdiction is proper. The
Comm ssioner's duty to ensure that an application is entitled
to a patent under the law, 35 U S.C. 8§ 131, provides general
authority for the rejection.

Hi storically, there have been nany ways to del ay the

patent grant. See Seegrist, Delay in Jdaimng, 21 J. Pat.

Of. Soc'y 741 (Qct. 1939); Blount, The use of Del aying

Tactics to Obtain Submarine Patents and Anend Around A Pat ent

that A Conpetitor has Designed Around, 81 J. Pat. & Tradenark

Of. Soc'y 11 (Jan. 1999). One technique has been to file
continui ng applications, by which an applicant coul d del ay
indefinitely the final grant until such tine as applicant
chose. The courts have been reluctant to equitably restrict

pat ent continuation practice. Ford Mdtor Co. v. Lenelson,
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42 USPQ2d 1706, 1708-10 (D. Nev. 1997). The patent |aw has
now been anmended so that abuses of continuation practice wll
not occur in cases filed after June 8, 1995, because the term
will run 20 years fromthe filing date of the earliest
application relied on under 35 U . S.C. 8§ 120. Pub. L. 103-465,
sec. 534, Dec. 8, 1994. This application was filed before the
effective date of the law. In my opinion, given the
probl ematic nature of a |l aches rejection, it would have been
far better if the exam ner had again noted that the clains
were al l owabl e, which would have forced appellants either to
allow the case to issue or to file a continuation under the 20
year term The rejection has just caused further delay to
appel l ants' benefit. Nevertheless, the rejection was nade,
and | concur with the majority that the circunstances in this
case are special and warrant a rejection under the doctrine of
| aches.

Laches requires an unreasonabl e and i nequitable delay and
t he del ay nust cause prejudice. Cains 1-5 and 7-23 renai ned
unchanged since the notice of allowance on August 26, 1993,
and, therefore, there has been unreasonabl e del ay.
Appel lants' justification that they were engaged in the
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"arduous route" of reaching clains adequately covering the
invention (Brief, page 9) is not persuasive since appellants
took no action with respect to the anmendi ng or changing the

clainms until after they received the Hull warning. Thus,

appel l ants' reliance on Mwore v. U. S., 194 USPQ 423 (C. d.

1977) is unavailing. The only reasonable inference we can
draw from appel l ants' conduct is that appellants seek to
unjustifiably delay the issuance of a patent to extend the
begi nning (and, consequently, the expiration) of the
enforceabl e patent term

The delay in issuance has caused harmand prejudice to
the public in the United States. The public's right to freely
use appellants' invention has been unjustifiably postponed
because the end of the enforceable term has been del ayed.
Appel l ants argue that there will be no term prol ongation
(Brief, page 7):

The patent termfor a patent issuing on the subject
application is likewise invariant. . . . Applicants wl|
enjoy no term prolongation. The public, having been
apprised of the content of the invention disclosure, has
been free to enjoy free use of the invention in the U S
since the date of publication of the counterpart Japanese
applications, since a U S. patent nonopoly only comrences
of the issue date of a patent and is then of fixed term

at the expiration of which the public again cones to
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enj oy such free use of the invention.
This argunent is sinply wong. The public is not free to use
appel lants' invention until the termof any patent on it
expires. Mnifestly, by intentionally and w thout good reason
del ayi ng the beginning of the patent term the end of the
patent term has been unjustifiably del ayed and extended.

Appel l ants argue that the publication of a counterpart
Japanese priority docunment satisfies any requirenent for
pronpt disclosure to the public under Hull. It may be
guesti oned whet her publication of a foreign counterpart
application in Japan constitutes disclosure to the public in
the U S., except in the strictly |legal sense that a
hypot heti cal person of ordinary skill in the art is assuned to
have perfect know edge of all relevant prior art. The
Japanese publications, being in Japanese, certainly provide
| ess avail abl e disclosure than a U.S. patent. Assunm ng that
the foreign counterpart applications are nade known in the
U.S., they provide no notice that appellants have filed for
patent protection in the U S. and the public m ght reasonably
assunme that they are free to use the invention if no U S.
patent issues within a reasonable tine. |n any case, however,
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the harmwe rely on in this case is the delay in extending the
begi nni ng (and expiration) of the patent term and, hence, the
delay in the public's right to ultimate free use of the

i nvention.

In my opinion, the rejection of all pending clains should
be sustained. Appellants state that "[a]s will be seen from
Appendix | [to the Reply Brief], all of the independent clains
entered in the last continuation application are broader than
all of the allowed i ndependent clains" (Reply Brief, page 5).
Thus, the new clains are broader than the clains the exam ner
has allowed many tines. In ny opinion, these clainms do not
appear to be a bona fide attenpt to advance the case to fi nal
action as required by 37 CFR § 1.111(b) (1998), but are nerely
anot her ganbit to delay the issuance of the patent. Assum ng
the laches rejection of clains 1-5 and 7-23 is sustained in
any judicial review, appellants will suffer little harm since
they will still have the broader clains 24-59. Presunmably,
however, estoppel principles would prevent appellants from
anmending the clainms to return to clainms that are the sane as,
or not patentably distinct fromrejected clains 1-5 and 7-23.

Lastly, it may be that a nore appropriate action in this
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case woul d have been for the Conm ssioner to refuse to issue
the application unless appellants filed a term nal disclainer
for the termthat issuance has been del ayed by appellants’
action in refusing to let the application issue with the
allowed clains. In this way the public would not be harned by
appel lants' unjustified extension of the patent term
Simlarly, in ny opinion, the rejection in this case could be

overconme by filing of an appropriate term nal disclainer.

) BOARD OF PATENT
LEE E. BARRETT ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES
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Janes J. Dal ey

Robi n, Bl ecker, Daley & Driscoll
330 Madi son Avenue

New York, NY 10017
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