THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.
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KRATZ, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 1 through 27, which are all of the clains
pending in this application.

BACKGROUND

The appellants’ invention relates to an ultrasonically

bonded seamthat is inpervious to liquids, nethod of

1 Application for patent filed April 15, 1994.
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preparation thereof, and a fabric that is inpervious to
liquids. The seam conprises a | am nate sheet of a polyester
fabric with a pol yurethane coating on one side thereof. An
under st andi ng of the invention can be derived froma reading
of exenplary clainms 1, 8, 15, and 27 which are reproduced
bel ow.

1. Astitchless seamthat is inpervious to liquids, the
seam conpri si ng:

a |l am nate sheet constructed solely of a polyester fabric
on one side of the sheet and a pol yuret hane coati ng over the
pol yester fabric on a second side of the sheet, the sheet
havi ng at | east one pair of opposite edges;

the sheet being forned in a tube configuration with the
pol yester fabric extending around an interior of the tube and
t he pol yurethane coating extendi ng over an exterior of the
t ube;

the pair of opposite edges being fol ded back into the
tube interior where the edges are aligned adjacent each other
in the interior of the tube and the pol yurethane coating on
each of the opposite edges being in nutual contact, and
wherei n the pol yurethane coating on each of the opposite edges
has been ultrasonically wel ded securing the edges together and
form ng a seam al ong the tube of |am nate sheet that both
joins the opposite edges of the sheet together and seals the
join of the edges solely by the ultrasonically wel ded
pol yur et hane coati ng.

8. A nethod of formng a stitchless seamthat is
i npervious to liquids, the nethod conprising:

constructing a |lam nate sheet froma piece of polyester
fabric, the fabric having a configuration with at | east one
pair of opposite edges, and covering over one side of the
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pi ece of fabric with a pol yurethane coating thereby
constructing the | am nate sheet solely of the polyester fabric
on one side of the sheet and solely of the pol yurethane
coating on a second side of the sheet;

formng the sheet in a tube configuration so that the
pol yester fabric extends around an interior of the tube and
t he pol yurethane coating extends over an exterior of the tube;

fol ding the opposite edges of the polyester fabric back
so that the polyester fabric at the opposite edges is fol ded
back over itself and so that the pair of edges are aligned and
extending into the tube interior and the pol yurethane coating
on each of the edges is in nutual contact; and

subj ecting the contacting pol yurethane coating of each of
t he opposite edges to ultrasonic energy thereby securing the
opposite edges together and form ng a seam along the | am nate
tube that both securely joins the opposite edges of the sheet
toget her and seals the join of the edges solely by the
ultrasonically wel ded pol yuret hane coating in mutual contact
at the opposite edges.

15. A stitchless seamthat is inpervious to liquid, the
seam conpri si ng:

a pair of adjacent pieces of a polyester fabric, each
pi ece of fabric having opposite interior and exterior surfaces
and each piece of fabric having an edge that is folded back so
that the edge extends out fromthe interior surface of the
pi ece of fabric;

a pol yurethane coating on the exterior surface of each
pi ece of fabric, the pol yurethane coating on the exterior
surfaces of the fol ded back edges being in nutual contact, and
the nmutual |y contacting pol yurethane coati ng being
ultrasonically wel ded thereby securing the fol ded back edges
together formng a seamin the pieces of fabric that both
joins the edges of the two pieces of fabric together and seals
the join of the edges solely by the ultrasonically wel ded
pol yur et hane coati ng.
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27. An autocl avable fabric that is inpervious to |iquids,
the fabric conprising:

a sheet of polyester fabric;
a layer of thernoplastic pol yurethane; and

a layer of thernosetting pol yurethane, the
t hernosetti ng pol yuret hane | ayer being substantially |ess
tacky than the thernoplastic pol yurethane |ayer when
aut ocl aved, the thernopl astic pol yurethane | ayer being
positi oned between the fabric and the thernosetting
pol yur et hane | ayer, thereby encapsul ating the thernoplastic
pol yur et hane | ayer and preventing the thernoplastic
pol yur et hane | ayer fromsticking to itself during autoclaving.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Pounder et al. (Pounder) 3,483,073 Dec.
09, 1969

Kerr et al. (Kerr) 5, 298, 303 Mar. 29,
1994

Clainms 1-27 stand rejected under 35 U . S.C. 8§ 103 as being
unpat ent abl e over Kerr in view of Pounder.
CPI NI ON
Upon careful consideration of the opposing argunents
presented on appeal, we concur with appellants that the
applied prior art fails to establish a prima facie case of
obvi ousness of the clained subject matter. Accordingly, we

wi Il not sustain the examner's rejection.
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In order for a prima facie case of obvi ousness of
appel lants’ clained invention to be established, the prior art
must be such that it would have provi ded one of ordinary skil
in the art with both a suggestion to carry out appellants’
cl ai med process and a reasonabl e expectation of success in
doing so. See In re Dow Chem cal Co., 837 F.2d 469, 473, 5
UsP@d 1529, 1531 (Fed. Cir. 1988). “Both the suggestion and
t he expectation of success nmust be founded in the prior art,
not in the applicant’s disclosure.” 1d. The nere possibility
that the prior art could be nodified such that appellants’
process is carried out is not a
sufficient basis for a prima facie case of obviousness. See
In re Brouwer, 77 F.3d 422, 425, 37 USPQ2d 1663, 1666 (Fed.
Cir. 1996); In re Cchiai, 71 F.3d 1565, 1570, 37 USPQ2d 1127,
1131 (Fed. Gir. 1995).

A fundanental flaw in the stated rejection is that the
exam ner has not convincingly explai ned how one of ordinary
skill in the art would have arrived at the clainmed invention
fromthe teachings of the references. In this regard, clains
1 and 8 and the clains depending therefromrequire a fabric

seam or nethod of form ng the seam wherein an ultrasonic weld



Appeal No. 1996-3195 Page 6
Application No. 08/228, 086

is applied to inwardly fol ded back opposite edges of a tube-
shaped, one-sided pol yuret hane coated pol yester fabric sheet

wi th the pol yurethane coating of each edge being in mnutual
contact as the sole nechanism for securing the opposite edges
together. Caim15 and the clains depending therefromrequire
a fabric seamwherein an ultrasonic weld is applied to fol ded
back edges of adjacent pieces of one-sided pol yurethane coated
pol yester fabric sheet material with the pol yurethane coati ngs
in nmutual contact as the sole nmechanismfor securing the

pi eces together.

Kerr discloses the multi-layer coating of a fabric
substrate (figure 1) to provide a fabric structure useful in a
fuel cell or rotary flap peening device. Kerr teaches that a
variety of substrate materials may be used including polyester
fi bers and the coatings may conprise various polyners
i ncl udi ng pol yurethanes (colums 2-10). Kerr does not
di scl ose seam formation including formation of an
ultrasonically wel ded seam Pounder discloses joined sheets of
cross-1inked pol yurethanes and/ or pol yuret hane coated fabrics
using ultrasonically formed seans. Pounder teaches that the

separate sheets to be joined are assenbled in abutting or
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overl apping rel ati onshi p. Pounder does not teach joining
fol ded back edges as clainmed. According to the examner, it
woul d have been obvious to one of ordinary skill in the art to
fold the conposite fabrics as clained so that the pol yurethane
| ayers may contact each other (answer, page 5). However, the
exam ner has not pointed to any prior art teaching or
convincing line of reasoning to substantiate this proposition.
In this regard, even with regard to claim 15, we note that
Pounder clearly teaches a seamfor joining separate sheets
t hat does not involve folding and which differs fromthat
cl aimed herein. Accordingly, even if we agreed that the
t eachi ngs of Kerr and Pounder are conbi nable as urged by the
exam ner, the exam ner has not adequately expl ai ned where the
notivation or suggestion for nodifying Kerr's fabric structure
or nethod of coating a fabric substrate to enploy an
ultrasonic weld to fol ded back edges of pol yurethane coated
pol yester fabric sheet(s) is found in the conbi ned applied
references' teachings.

Li kewi se, the exam ner has not explained how t he conbi ned
references' teachings woul d have suggested the specific

positioning of a polyester fabric, thernoplastic pol yurethane
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coating, and thernosetting pol yurethane coating as recited in
claim27. Fromour perspective, the assertions of the
exam ner regarding the fabric structure arrangenent(s) that
woul d have been obvious fromthe teachings of Kerr (answer,
pages 4 and 5) appear to be based on conjecture. In this
regard, the exam ner has not specifically identified which
portions of the disclosure of Kerr would have rendered the
specifically clainmed fabric arrangenent of claim 27 obvious to
one of ordinary skill in the art.

The determ nation of obviousness nust be based on facts,
and not on unsupported generalities. See In re Freed, 425
F.2d 785, 787, 165 USPQ 570, 571 (CCPA 1970). Moreover, there
nmust be sonme basis in the references for concluding that the
cl ai med subject nmatter woul d have been obvious. Sinplicity
and hindsight are not proper criteria for resolving the issue
of obviousness. See In re Horn, 203 USPQ 969, 971 (CCPA
1979). In our view, the notivation for the exam ner's stated
rejection appears to cone solely fromthe description of
appel lants’ invention in their specification. Thus, the
record indicates that the exam ner used inperm ssible

hi ndsi ght when rejecting the clains. See WL. Core &
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Associates v. Grlock, Inc., 721 F.2d 1540, 1553, 220 USPQ
303, 312-13 (Fed. Cir. 1983), cert. denied, 469 U S. 851
(1984); In re Rothernel, 276 F.2d 393, 396, 125 USPQ 328, 331

(CCPA 1960). Accordingly, we reverse the examner’s
rejection.

CONCLUSI ON

To summari ze, the decision of the exam ner to reject
clainms 1-27 under 35 U.S.C. 8 103 as being unpatentabl e over

Kerr in view of Pounder is reversed.
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No tinme period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR
§ 1.136(a).

REVERSED

JOHN D. SM TH
Adm ni strative Patent Judge

BOARD OF PATENT

CHARLES F. WARREN APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

PETER F. KRATZ
Adm ni strative Patent Judge
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HONELL & HAFERKAMP, L.C.
7733 Forsyth Blvd., Suite 1400
St. Louis, MO 63105

Page 11



APPEAL NO - 1996-3193
APPLI CATI ON NO. 08/ 228, 086

APJ KRATZ
APJ WARREN

APJ JOHN SM TH

DECI SI ON:  REVERSED

Prepared By: TINA

DRAFT TYPED: 12 Cct 00

FI NAL TYPED:



