THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the

Boar d.
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UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
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Appeal No. 1996- 3324
Application No. 08/132, 969!

HEARD: COctober 5, 1999

Bef ore KRASS, RUGAE ERO and LALL, Adnministrative Patent Judges.

RUGE ERO, Adnini strative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe final rejection of
clainms 1-7. dainms 8 and 9 have been cancel ed. An anmendnent
after final rejection filed Cctober 16, 1995 was denied entry

by the Exam ner.

! Application for patent filed Cctober 7, 1993.
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The disclosed invention relates to a D/A converting
apparatus for converting a digital signal into an anal og
signal. More particularly, Appellant indicates at pages 2 and
3 of the specification that the outputs of additional DA
converters are connected to the maxi num and m ni num ref erence
vol tage inputs, respectively, of the main D/ A converter.
According to Appellant, the above arrangenent allows the
out put range of the main DA converter to be determned in a
digital fashion.

Claiml1l is illustrative of the invention and reads as
fol |l ows:

1. A DA converting apparatus for converting a digita
signal into an anal og signal, conprising:

a first DIA converter for converting said digital signa
as a first digital signal into said analog signal as a first
anal og signal, the output range of said first anal og signal
bei ng determ ned by a second and a third anal og signal as
reference signals input to said first D/A converter

a second D/ A converter for converting a second digita
signal into said second anal og signal, the output range of
sai d second anal og signal being determ ned by two reference
signals input to said second D A converter; and

athird D)A converter for converting a third digita
signal into said third analog signal, the output range of said
third anal og signal being determ ned by two reference signals
input to said third DA converter; and wherein



Appeal No. 1996- 3324
Application No. 08/132, 969

said first digital signal, said second digital signal
and said third digital signal are each
i ndependent of each ot her.
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The Exam ner relies on the followng prior art:

Connors et al. (Connors) 4,202, 042 May
06, 1980 Okuyanma 5,212,482
May 18, 1993

(Filed Aug. 16, 1991)

Dat a Converter Reference Manual, Anal og Devices, Inc., Vol. 1,
publ i shed 1992, pages 2-399 through 2-404 and 2-721 through
2-732.

The rejections of the appealed clains are set forth by
t he
Exam ner as foll ows:
1. Clains 1-7 stand rejected under 35 U S. C
§ 112, first paragraph, as being based on an inadequate
di scl osure.
2. Clainms 1-4 stand rejected under 35 U.S.C. § 102(h)
as being anticipated by the Data Converter Reference Manual.
3. Claims 1-4, 6, and 7 stand rejected under 35 U S. C
102(e) as being anticipated by Ckuyana.?
4. Clainms 6 and 7 stand rejected under 35 U.S.C. § 103
as being unpatentable over the Data Converter Reference Minual

in view of Connors.

2 As indicated at page 2 of the Answer, the prior art
rejections of claim5 have been w thdrawn by the Exam ner.
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Rat her than reiterate the argunents of Appellant and the
Exam ner, reference is made to the Briefs® and Answer for the
respective details thereof.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejections advanced by the Exam ner, the argunents
in support of the rejections and the evidence of anticipation
and obvi ousness relied upon by the Exam ner as support for the
rejections. W have, |ikew se, reviewed and taken into
consideration, in reaching our decision, Appellant’s argunents
set forth in the Briefs along with the Exam ner’s rationale in
support of the rejections and argunents in rebuttal set forth
in the Exam ner’s Answer.

At page 6 of the Brief, Appellant has indicated that, for
pur poses of this appeal, clains 1-4 stand or fall together as
a single group and clains 5, 6, and 7 are to be consi dered
separately. We will consider the clains separately only to

the extent that separate argunents are of record in this

3 The Appeal Brief was filed February 15, 1996. In
response to the Exam ner’s Answer dated March 15, 1996, a
Reply Brief was filed April 3, 1996 which was entered by the
Exam ner wi thout further comrent on July 24, 1996.
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appeal . Dependent clains 2-4 have not been argued separately
and, accordingly, will stand or fall with their base claim1.
It is our view, after consideration of the record before
us, that the disclosure of the Data Converter Reference Manual
does not fully neet the invention as recited in clains 1-4.
Further, it is our opinion that the disclosure of Okuyana
anticipates the recited invention in clainms 1-4, but we reach
t he opposite conclusion with respect to clains 6 and 7. W
are also of the view that the evidence relied upon and the
| evel of skill in the particular art would not have suggested
t he obvi ousness of the invention as set forth in clains 6 and
7. W also, after consideration of the record before us,
reach the conclusion that the disclosure in this application
does not describe the clainmed invention in a manner which
conplies with the requirenents of
35 U.S.C. 8 112. Accordingly, we affirm

The rejection of clains 1-7 under the
first paragraph of 35 U.S.C. § 112.

We note that the Exam ner, instead of relying on the
“witten description” or “enabl enent” |anguage of the statute,
has used the term nology “lack of support” in the statenent of

6
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the rejection. Qur review ng court has nmade it clear that
witten description and enabl ement are separate requirenents

under the first paragraph of 35 U S.C. § 112. Vas-Cath Inc.

v. Mahurkar, 935 F.2d 1555, 1560, 19 USPQ 2d 1111, 1114 (Fed.

Cr. 1991). The termnology “lack of support” has al so been
held to inply a reliance on the witten description

requi renent of the statute. 1n re Hi gbee and Jasper, 527 F.2d

1405, 188 USPQ 488, 489 (CCPA 1976).

In view of the factual situation presented to us in this
instance we will interpret the Exam ner’s basis for the 35
US C 8§ 112, first paragraph rejection as reliance on the
“witten description” portion of the statute. “The function
of the description requirenent [of the first paragraph of 35
U S C
8 112] is to ensure that the inventor has possession, as of
the filing date of the application relied on, of the specific

subject matter later clainmed by him” |In re Wertheim 541

F.2d 257, 262, 191 USPQ 90, 96 (CCPA 1976). "It is not
necessary that the application describe the claimlimtations
exactly, . . . but only so clearly that persons of ordinary
skill in the art will recognize fromthe disclosure that

7
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appel l ants invented processes including those I[imtations."

Wertheim 541 F.2d at 262, 191 USPQ at 96 citing In re Snythe,

480 F.2d 1376, 1382, 178 USPQ 279, 284 (CCPA 1973).
Furthernore, the Federal Circuit points out that "[i]t is not
necessary that the clainmed subject matter be descri bed
identically, but the disclosure originally filed nust convey
to those skilled in the art that applicant had invented the

subject matter later clained.” In re WIder,

736 F.2d 1516, 1520, 222 USPQ 369, 372 (Fed. Cr. 1984), cert.

deni ed, 469 U.S. 1209 (1985), citing In re Kaslow, 707 F.2d

1366, 1375, 217 USPQ 1089, 1096 (Fed. Cir. 1983).
In the present instance, the 35 U S.C. § 112, first
par agraph, rejection resulted froman anmendnent during
prosecution to originally filed i ndependent claim1 which
added the foll ow ng | anguage:
said first digital signal, said

second digital signal, and said third

digital signal are each independent of

each ot her.
The Exam ner has taken the position (Answer, pages 4, 6, and

7) that the recited i ndependent nature of the digital signals

supplied to the DA converters is not supported by any
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description in the specification. |In response, Appellant
(Brief, pages 7-9) refers to the description at lines 1-11 of
page 10 of the specification which describes the establishnent
of the output voltages of the D/A converters 4 and 5 between
maxi mum and m ni num val ues of the voltage sources in
accordance with the digital input signals D, and D,. 1In
Appellant’s view, the separate nature of the digital inputs to
the D/A converters 4 and 5, along with the ability to
establish a range anywhere between maxi mum and m ni nrum val ues
of the voltage sources, supports the independence of the
various digital inputs to the three clainmed DA converters.
Upon careful review of the claimlanguage in question in
light of Appellant’s disclosure, we are in agreement with the
Exami ner’s position as stated in the Answer. |In our view, no
support on the record exists for Appellant’s concl usion that
separate digital inputs to the DJA converters 4 and 5 would
necessarily inply the independent nature of those inputs. 1In
addition, the range setting ability of such digital inputs
supports no concl usion of independence as well. W note that
the Exam ner, in further support of his position, refers to
the equation at page 5 of the specification, also reproduced

9
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as part of dependent claim4, which relates the output
vol t ages of each of the clained converters to the value of D,.
In our opinion, this equation on its face supports the
inplication that the inputs of the clainmed second and third
D) A converters are dependent in sonme fashion on the val ue of
D,. For all of the above reasons, the Examner’s 35 U. S.C. §
112, first paragraph rejection of independent claim1 and
clainms 2-7 dependent thereon

i S sustained.

The rejection of clains 1-4 as anti ci pated
by the Data Converter Reference Manual .

We note that anticipation is established only when a
single prior art reference discloses, expressly or under the
princi ples of inherency, each and every elenent of a clained
invention as well as disclosing structure which is capabl e of

performng the recited functional limtations. RCA Corp. V.

Applied Digital Data Sys., Inc., 730 F.2d 1440, 1444, 221 USPQ

385, 388 (Fed. Cir.); cert. dism ssed, 468 U S. 1228 (1984);

WL. Gore and Assoc, Inc. v. Garlock, Inc., 721 F.2d 1540,

1554, 220 USPQ 303, 313 (Fed. Cir. 1983), cert. denied, 469

U S 851 (1984).
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Wth respect to independent claim1, the Exam ner
(Answer, page 5) attenpts to read the various limtations on
the Data Converter Reference Manual making particul ar
reference to Figure 16 on page 2-727. |n response, Appellant
(Brief, pages 10-14) asserts that, despite the reference’s
designation of various circuit elenents as DACl, DAC2, and
DAC3, only one D/ A converter is disclosed in Figure 16 of the
Ref erence Manual. |In any case, Appellant further contends
that the digital inputs to the circuit el enments DACL, DAC2,
DAC3 are not independent as recited in claim1.

Initially, we do not agree wth Appellant’s contention
that only a single DA converter exists in the Reference
Manual's Figure 16. Wiile it may be true that the circuit of
Figure 16, as a whole, perfornms a single DA conversion
operation, it is quite clear to us that multiple DA converter
circuit elements are involved in this operation. W do agree
wi th Appellants, however, that the digital control inputs to
each of the DACl, DAC2, and DAC3 el enents are not independent
of each other as clained. Fromthe description of Figure 16
of the Reference Manual, it is apparent to us that the inputs
to elenents DACL and DAC2 are segnented portions of the input

11
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digital code partitioned into nost significant and | east
significant bit portions, thereby establishing a dependent
rel ati onshi p anong these input signals. Since the clained

i ndependent nature of the digital input signals is not

di sclosed in the Data Converter Reference Manual, the

Exam ner’s 35 U. S.C. 8 102(b) rejection of clains 1-4 is not
wel | founded and cannot be sustai ned.

The rejection of clains 1-4, 6, and 7
as _anticipated by Okuyana.

In making this 35 U.S.C. 8§ 102(b) rejection, the Exam ner
(Answer, page 5) has indicated how the claimlimtations of
i ndependent claim 1l are read on the disclosure of Okuyana. In
particular, the Exam ner refers to Figure 1 of Ckuyanma and
characterizes the voltage divider |adder and switch
conmbi nation (26 and S11-S24) controlled by digital signals
fromregisters RI1 and R12 as corresponding to the clained
second and third D/ A converters.

Appel lant’ s representative at oral hearing, contrary to
the position taken in the Brief, acquiesced to the Exam ner’s
interpretation of Ckuyama’s digitally controlled | adder-sw tch
conbi nation as being a DA converter, contending only that

12
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just a single converter is shown rather than the required two
whi ch woul d correspond to the recited second and third
converters.

On careful review of the Ckuyama reference in |ight of
Appel l ant’ s argunments, we are in agreenent with the Exam ner’s
stated position in the Answer. The description, for exanple,
at columm 3, lines 37-40 of Okuyama indicates that separate
switch groups, S11-S14 and S21-S24 are controll ed by separate
digital signals fromregisters RL1 and R12. |In our view,
under the definition of a DJA converter agreed to by the
Exam ner and Appellant, this portion of Ckuyanma clearly
describes two such D/ A converters separately controll ed by
digital inputs and would correspond to the clained second and
third DDA converters. Accordingly, the Examner’s 35 U.S.C. §
102(b) rejection of independent claim1l1, as well as dependent
clainms 2-4 not separately argued by Appellant, is sustained.

Wth respect to dependent clains 6 and 7, we note that
t he Exam ner has grouped these clains together in the
statenent of the rejection, but has not addressed the claim
limtations contained therein. Accordingly, on the record
before us, we are constrained to agree wth Appellant’s

13
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argunents and, therefore, the 35 U S.C. §8 102(b) rejection of

dependent clains 6 and 7 is not sustai ned.

The rejection of clainse 6 and 7 as being
unpat ent abl e over the Data Converter
Ref erence Manual in view of Connors.

Fromthe Examiner’s statenment of the rejection (Answer,
page 6), it is apparent that Connors was applied for the sole
pur pose of addressing the cl ai med separate output channels
whi ch the
Exam ner found | acking in the Data Converter Reference Manual .
Connors, however, does not overcone the innate deficiencies of
the Data Converter Reference Manual with respect to the
recited i ndependence of the digital inputs to the DA
converters and, therefore, we do not sustain the obvi ousness
rejection of clains 6 and 7.

In summary, we have not sustained the 35 U.S.C. § 102(b)
rejections of clains 1-4 based on the Data Converter Reference
Manual nor of clains 6 and 7 based on Ckuyama. W have al so
not sustained the obviousness reaction of clains 6 and 7 based

on the Data Converter Reference Manual and Connors. W have
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sustained the 35 U S.C. 8 102(b) rejection of clains 1-4 based
on Ckuyama as well as the 35 U . S.C. § 112, first paragraph,
rejection of clainms 1-7. Accordingly, the decision of the
Exam ner rejecting clainms 1-7 is affirned.

No time period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

8§ 1.136(a).
AFFI RVED
ERROL A. KRASS )
Adm ni strative Patent Judge )
)
)
)
) BOARD OF PATENT
JOSEPH F. RUGGE ERO ) APPEALS
Adm ni strative Patent Judge ) AND
) | NTERFERENCES
)
)
)
PARSHOTAM S. LALL )
Adm ni strative Patent Judge )
Jrg
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