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DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 1 through 4, 6 through 9, 18, and 19.
Claim5 is canceled. dains 10 through 17 are wi thdrawn from

consi der ati on.

! Application for patent filed October 14, 1993.



Appeal No. 1996- 3386
Appl i cation No. 08/136, 123

Appel l ants' invention relates to a magnetic head with
alternating | ong and short projections and, between adjacent
proj ections, conductive segnents formng a helical coil around

a

magnetic core. Caimlis illustrative of the clained
invention, and it reads as foll ows:
1. A magnetic structure conprising a substrate having:

a plurality of ridge-like projections, each of said
proj ections having slant side surfaces, said plurality of
projections including a first subset of |ong projections
having a first length and a second subset of short projections
havi ng a second | ength shorter than said first length, said
| ong and short projections being arranged in an alternating
fashion with nearest neighboring short projections being
separated from one another by a respective one of the |ong
projections, a short projection and an adjacent | ong
projection defining a groove-shape recess therebetween;

a first conductive passage conprising a plurality of
paral l el and conductive passages formed on opposed sl ant side
surfaces of adjacent |ong and short projections;

a first insulating | ayer stacked on said first conductive
passage and sai d substrate;

a magnetic core nade of magnetic material enclosed in
sai d recess;

a second insulating | ayer stacked on said magnetic core;
and
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a second conductive passage fornmed on said second
insulating layer to sequentially connect ends of said first
conductive passage to forma helical coil

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Kendal | 3, 881, 244 May 06, 1975
Sato et al. (Sato) 4,743, 988 May 10, 1988
Pi shar ody 5,189, 580 Feb. 23,
1993

(filed Jan. 18, 1991)

Clains 1 through 4 stand rejected under 35 U S.C. § 112,
second paragraph, as being indefinite.?

Clainms 1 through 4, 6 through 9, 18, and 19 stand
rejected under 35 U. S.C. 8§ 103 as bei ng unpatentabl e over Sato
in view of Kendall, further in view of Pisharody for clains 4,
714, 8/4, 9/4, 18/ 7/4, and 19/ 7/ 4.

Ref erence is nmade to the Exam ner's Answer (Paper No. 21,
mai led April 1, 1996) for the exam ner's conplete reasoning in

support of the rejections, and to appellants' Brief (Paper No.

2 The statenent of the rejection includes only clains 1 through 4.
However, as clainms 6 through 9, 18, and 19 each depend from one or nore of
clainms 1 through 4, they include all of the linmtations and thus all of the
deficiencies under 35 U S.C. 8§ 112, second paragraph, of clains 1 through 4,
from whi ch they depend.
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20, filed January 29, 1996) for appellants' argunents
t her eagai nst .
OPI NI ON

We have carefully considered the clains, the applied
prior art references, and the respective positions articul ated
by appellants and the exam ner. As a consequence of our
review, we will affirmthe indefiniteness rejections of clains
1 through 4 under 35 U.S.C. 8§ 112, second paragraph, and
reverse the obviousness rejections of clains 1 through 4, 6
t hrough 9, 18, and 19 under 35 U. S.C. § 103.

The exam ner first questions how "a first conductive
passage"” can conprise "a plurality of parallel and conductive
passages."” This |anguage appears in clains 1, 2, and 4.
Simlar | anguage appears in claim3 as "each" conductive
passage (a single passage) conprises "a plurality of parallel
and conductive passages.” Although we believe that we
understand what is neant, we agree with the examner that it
is confusing to recite a singular element conprising a
plurality of the sane el enent.

The exam ner further asserts that "opposed slant side
surfaces" in line 12 of claim1l | acks antecedent basis. Since

4
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"adj acent |ong and short projections” in line 12 is not
preceded by "said" or "the" it is unclear whether the
projections are the sane as those introduced in the first

par agraph of the claimor if there are additional projections.
If there are extra projections, then the slant side surfaces
referenced in line 12 would be for those extra projections and
woul d | ack antecedent basis. |In other words, wthout a clear

i ndication that the slant side surfaces and projections of
line 12 are the sane as those

recited earlier in the claim the claimcan be interpreted two

di fferent ways. Accordingly, we agree that claim11 is indefi-
nite. The same | anguage can be found in each of clains 2
through 4. Therefore, we will affirmthe rejection of clains

1 through 4 under 35 U.S.C. 8§ 112, second paragraph.?

3 W note that both the exanminer and appellants discuss the
i nconsi stenci es between the preanbles of claims 6 through 9, 18, and 19 and of
the clains fromwhich they depend as if the clains were rejected as being
i ndefinite, though technically there is no formal rejection of clains 6
through 9, 18, and 19 under 35 U S.C. § 112, second paragraph. Nonethel ess,

5
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Clainms 1, 2, and 4 each require "l ong and short
proj ections being arranged in an alternating fashion with
near est nei ghbori ng short projections being separated from one
anot her by a respective one of the long projections.” Caim3
requires that "a respective one of said |long projections is
di sposed |l aterally adjacent one side of each of said short
projections and a respective another of said | ong projections
is disposed laterally adjacent another side of said each of
said short projections.” In other words, for every claim
each short projection nmust have a | ong projection on each
si de.

The exam ner relies on Figure 17 of Sato as show ng al
of the elenents of claim1l except for "longer ridge-Iike

proj ections

on the sides of short projections” (see Answer, page 5). The
exam ner turns to Figures 4-5 of Kendall for "longer ridge-

i ke projections (5) on the sides of short projections (9)"

we agree that inconsistencies exists which easily can be and shoul d be
corrected.
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(see Answer, page 5). The exam ner asserts (Answer, page 6)
t hat

one of ordinary skill in the art woul d have been

notivated to nodify the transducer having the sanme

l ength inner and outer projections as shown by Sato

et al '988 with the substrate of the transducer

having | onger ridge-like projections on the sides of

short projections as disclosed in Kendall '244 since

it would have provided additional electrical

i sol ation between the various coil connections on

t he substrate.

Assuming that Kendall's studs 9 are short projections,
Kendall shows two rows of such short projections adjacent one
anot her. Thus, contrary to the exam ner's assertions, Kendal
does not disclose short projections between | ong projections.
Further, Kendall teaches (colum 4, lines 21-24, 33-34, and
53-56) depositing the core material between two rows of short
projections, or rather the helix of Kendall is formed between
two rows of short projections. The "longer ridge-like
projections (5)" referenced by the exam ner are nerely
sidewal s, not involved in formng the helix, and consequently
do not serve the sane function as Sato's or appellants' |ong

projections. On the other hand, each |ong projection of Sato

is integral to the
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formati on of a helix. Accordingly, Kendall cannot and does
not
suggest substituting adjacent short and | ong projections for
pairs of adjacent |ong projections of Sato. In summary, even
if it were sonmehow obvious to conbine the structures of Sato
and Kendall, the result would not be alternating short and
Il ong projections as recited in the clains. Therefore, we
cannot affirmthe rejection of clains 1 through 3 and their
dependent cl ai ns.

As to claim4 and the clains which depend therefrom
Pi sharody (the additional reference applied by the exam ner)
does not teach alternating short and | ong projections.
Accordi ngly, Pisharody does not cure the deficiencies in the
conmbi nation of Sato and Kendall. Therefore, we nust reverse

the rejection of claim4 and its dependents.
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CONCLUSI ON

The decision of the exam ner rejecting clains 1 through 4
under 35 U. S.C. 8 112, second paragraph is affirmed. The
deci sion of the exam ner rejection clainms 1 through 4, 6
through 9, 18, and 19 under 35 U.S.C. 8 103 is reversed.

No tinme period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR
§ 1.136(a).
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