TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.

Paper No. 20

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Appeal No. 96-3482
Appl i cation 08/ 155, 010?

Bef ore MEI STER, ABRAMS and PATE, Adm nistrative Patent Judges.

ABRAMS, Admi nistrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe decision of the exam ner finally
rejecting clains 1 through 8 and 11. At that point, clains 9 and
10 had been cancel ed, and the exam ner had indicated that
dependent clains 5 and 6 would be allowable if rewitten in

i ndependent form

1 Application for patent filed Novenber 19, 1993.
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The appellants’ invention is directed to a variable tension
roofing and structural protective harness. The subject matter
before us on appeal is illustrated by reference to claim1, which

appears in an appendi x to the appellants’ Brief on Appeal.

THE REFERENCES

The references relied upon by the exam ner to support the
final rejection are:
Bal | i nger 3,715, 843 Feb. 13, 1973
MeQui rk 4, 858, 395 Aug. 22, 1989

THE REJECTI ONS

Claim 1l stands rejected under 35 U.S.C. § 112, first
par agraph, as being drawn to subject nmatter unsupported in the
specification as originally filed.?

Clains 1 through 4 stand rejected under 35 U.S.C. § 103 as

bei ng unpat ent abl e over Bal linger.

2 Arejection under 35 U.S.C. § 112, second paragraph, was
overconme by anmendnent after the final rejection, as was one of
the two reasons for the rejection under 35 U . S.C. § 112, first
paragraph (Paper No. 9). Wth regard to the latter, we note that
the statenent regarding the two Section 112 rejections
erroneously gives the inpression that both reasons had been
overconme when, in fact, the rejection of claim11l for one of them
has been maintained in the Exam ner’s Answer.
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Clains 7, 8 and 11 stand rejected under 35 U.S.C. § 103 as
bei ng unpatentabl e over Ballinger in view of MQuirk.

The rejections are explained in the Exam ner's Answer.

The opposing viewpoints of the appellants are set forth in

the Brief and the Reply Brief.

CPI NI ON
The Rejection Under 35 U. S.C. 8 112, First Paragraph
It is the examner’s position that the specification
provi des no support for the recited “neans for allow ng verti cal
novenment” and the “nmeans for allowng lateral drift” of the
storage shaft. W agree with the appellants that this is not the
case, noting the description on page 11 of the specification of
shaft slot 49 and lateral drift slot 50, which are shown in
Figure 7.
This rejection is not sustained.
The Rejections Under 35 U . S.C. 8§ 103
The exam ner bears the initial burden of presenting a prim
facie case of obviousness (see Inre R jckaert, 9 F.3d 1531,
1532, 28 USPQ@2d 1955, 1956 (Fed. Cir. 1993) and In re QCetiker,
977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed. GCr. 1992)),

whi ch is established when the teachings of the prior art itself
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woul d appear to have suggested the cl ai ned subject natter to one
of ordinary skill in the art (see In re Bell, 991 F.2d 781, 783,
26 USP2d 1529, 1531 (Fed. Cir. 1993) and In re R nehart, 531
F.2d 1048, 1051, 189 USPQ 143, 147 (CCPA 1976)). It is our view
that the examner has failed to do so with regard to either of
the Section 103 rejections, and we therefore will not sustain
them Qur reasoning foll ows.

Claim1l requires, inter alia, that the appellants’ inventive
harness for securing a building agai nst damagi ng wi nds conpri se

“a first sheet of coarsely woven or knitted fabric having a shade

or porosity” (enphasis added), in which the ratio of surface area
of the opaque threads to the total surface area of the fabric,
including the interstice between the threads, “be of 60%to 75%
such that air will pass readily through the fabric.” The purpose
of this construction, as understood fromthe specification, is to
allow the wind to provide sufficient force upon the fabric on the
w ndward side of the building to press the strap-like elenents
whi ch extend over the roof in tension against the roof, while
causing a m ni mum of additional reduction of pressure upon the

| eeward side of the building so as to mnimze lift there, which

i s undesirable (page 13).
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This claimstands rejected as bei ng unpat entabl e over
Bal l i nger, which is directed to a fire protection cover for a
buil ding. The objective of the Ballinger invention is to protect
a building fromdamage by an oncomng fire, and it does so by
covering the building wwth a cover that prevents heat and fl ane
from passing through. W agree with the appellants for the
reasons expressed in their Briefs that the examner’s reliance
upon Figure 13D of Ballinger as disclosing a coarsely woven
fabric is msplaced. Moreover, there is absolutely no explicit
or inplicit suggestion in Ballinger that there be a particul ar
rati o between the surface area of the opaque threads and the
total area of the fabric, nuch less that it be the 60 to 75
percent described in the appellants’ specification as being
preferred (pages 7 and 8), and recited in claiml.

It is our opinion that the teachings of Ballinger fail to
establish a prima facie case of obviousness wth regard to the
subject matter of claim1, and therefore this rejection cannot be
sustained. Nor, it follows, can this rejection of dependent
clains 2 through 4 be sustai ned.

Dependent clainms 7, 8 and 11 stand rejected under Section
103 on the basis of Ballinger in view of McQuirk. The secondary

reference is cited for its teachings regarding the storage of
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fire protection covers upon the roofs of the buildings with which
they are to be used. MQirk does not, however, alleviate the
failing in Ballinger which we have pointed out above, and
therefore this rejection fails for the sane reasons as were

applied to the rejection of claiml.

SUMVARY
None of the rejections are sustained.

The decision of the exam ner i s reversed.

REVERSED
JAVES M MElI STER )
Adm ni strative Patent Judge)
)
)
NEAL E. ABRAMS ) BOARD OF PATENT

Adm ni strative Patent Judge) APPEALS AND
) | NTERFERENCES

)

)
WLLIAM F. PATE |11 )

Adm ni strative Patent Judge)
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