TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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FLEM NG and TORCZON, Adm nistrative Patent Judges.

FLEM NG, Adm ni strative Patent Judge.

DECI SI ON ON APPEAL

! Reexam nation for U S. Patent No. 5,229,723 issued July
20, 1993, based on Application No. 07/550,081, filed July 9,
1990. Request for reexamnation filed July 18, 1994.
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This is a decision on appeal fromthe final rejection of
clainms 12 through 28 of the reexam nation of U S. Patent No.
5,229,723. ddains 1 through 11 have been cancel ed.

The invention is directed to an i nprovenent of a nmagnetic
field generating device for a nagnetic resonance inaging (Ml)
devi ce.

The i ndependent claim 12 is reproduced as foll ows:

12. A magnetic field generating device for MR
conpri si ng:
a pair of permanent nagnet assenblies di sposed
opposite one another to forma gap therebetween;

yokes for magnetically linking said pair of assenblies
and magnetic pole pieces fixed to air gap-confronting surfaces
of said pair of nmagnet assenblies to generate magnetic fields
Wi thin said gap, said opposed pole pieces being circular and
in symretry on either side of the gap;

a plurality of magnetic field intensity nodifiers
conprising at |east one of per se known nagnhetic nateria
segnents or permanent magnetic segnents, each capabl e of
i nfluencing the magnetic field intensity in the gap and pl aced
at locations on the surface of one or both of the pole pieces
for making nore uniformthe magnetic field intensity in a
not ati onal sphere situated symretrically between the pole
pi eces within the gap and having a polar axis extending
normal | y between the pol e pieces;

at | east one of said field intensity nodifiers is placed
at one selected |ocation on the opposed surfaces of said pair
of pole pieces, as a result of neasurenents taken at a set of
measuring |l ocations at the edge of a single plane traversing
said notational sphere normally of said polar axis, to
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determine the lack of uniformty of magnetic field intensity
at such neasuring locations; and said field intensity
nodi fi ers being sel ected and pl aced at sel ected | ocations on
sai d opposed surfaces of said pole pieces in at |east one
circle concentric with said polar axis, said selection and

| ocation being calculated to reduce said lack of uniformty of
magnetic field intensity in accordance with said set of
measurenents determ ned at said neasuring | ocations.
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The Exam ner relies on the follow ng references:
A dendor f WO 84/ 00611 Feb. 16, 1984

Clainms 12 through 28 stand rejected under 35 U S.C. §
112, second paragraph, as failing to particularly point out
and distinctly claimthe subject matter which the Appell ant
regards as the invention. Caim1l2 stands rejected under 35
U S.C 8§ 103 as being unpatentable over O dendorf.

Rat her than reiterate the argunents of Appellant and the
Exam ner, reference is made to the briefs? and answer for the
respective details thereof.

OPI NI ON

After careful consideration, we will not sustain the
rejection of clainms 12 through 28 under 35 U.S.C. § 112.
However, we will sustain the rejection of claim 12 under 35

UusS C § 103.

2 Appellant filed an appeal brief on February 5, 1996. W
will refer to this appeal brief as sinply the brief.
Appel lant filed a reply appeal brief on Septenber 24, 1996.
W will refer to this reply appeal brief as the reply brief.
The Exam ner stated in the Examner’s |etter dated February
21, 1997 that the reply brief has been entered and consi dered
but no further response by the Exam ner is deened necessary.
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Anal ysis of 35 U . S.C. § 112, second paragraph, should
begin with the determ nation of whether clains set out and
circunscribe the particular area with a reasonabl e degree of
precision and particularity; it is here where definiteness of
t he | anguage nust be anal yzed, not in a vacuum but always in
light of teachings of the disclosure as it would be
interpreted by one possessing ordinary skill in the art. 1In
re Johnson, 558 F.2d 1008, 1015, 194 USPQ 187, 193 (CCPA
1977), citing In re More, 439 F.2d 1232, 1235, 169 USPQ 236,
238 (CCPA 1971).

On page 2 of the final rejection, the Exam ner argues
that the recitation found in the |ast paragraph of claim12 is
indefinite because the limtations are not proper limtations
on the structure of an otherw se cl ai med apparatus. Appell ant
argues on page 5 of the brief that process Iimtations are
acceptable in apparatus clainms providing such [imtations are
drawn to the making of the apparatus. Appellant further
argues on page 6 of the brief that the position of the
magneti c segnents on the spaced yokes is based upon the

cl ai med process of nmeasuring so as to determ ne the |ack of
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uniformty of the magnetic field intensity. Appellant further
argues that the clained process limtation defines the
apparatus and this is anal ogous to the use of process
l[imtations in product clains where there is no physica
structure of the product that is available to define the
product. Furthernore, when questioned at oral hearing,
Appel l ant’ s attorney argued that Appellant’s claim12 is a
product - by- process cl aim

Upon reviewi ng Appellant’s claim 12, we find that the
claimis a product-by-process claimand that the claimsets
out and circunscri bes the particular area with a reasonabl e
degree of precision and particularity. Stated differently,
the scope of claim 12 would be reasonably ascertai nabl e by
those skilled in the art. 1In view of the foregoing, we wll
not sustain the Exam ner’s decision that Appellant’s clains 12
through 28 are properly rejected under 35 U S.C. § 112, second
par agr aph.

In regard to the Exam ner’s rejection of claim 12 under
35 U.S.C. 8 103, Appellant sets forth on pages 10 through 12
of the brief the structural Iimtations of claim12 as well as

the process Iimtations. On page 12 of the brief, Appellant

6



Appeal No. 96-3529
Application 90/003, 499

recogni zes that process limtations in claim212 do not show
that Appellant’s claim 12 is distinguishable over the
d dendorf reference.

Qur review ng court states in In re Marosi, 710 F.2d
799, 803, 218 USPQ 289, 292-93, (Fed. Gr. 1983) that “[w] here
a product-by-process claimis rejected over a prior art
product that appears to be identical, although produced by a
di fferent process, the burden is upon the applicants to cone
forward with evidence establishing an unobvi ous difference
bet ween the clai ned product and the prior art process.” 1In In
re Thorpe, 777 F.2d 695, 697, 227 USPQ 964, 966 (Fed. Cr
1985), our reviewing court also states “[i]f the product in a
product - by-process claimis the sane as or obvious froma
product of the prior art, the claimis unpatentable even

t hough the prior product was nade by a different process.”

On page 11 of the brief, Appellant argues that O dendorf
fails to teach the structure “for nmaking nore uniformthe
magnetic field intensity in a notational sphere situated

symmetrically between the pole pieces within the gap and
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having a pol ar axis extending nornmally between the pole
pieces” as recited in Appellant’s claim12, lines 13 through
16. Appellant agrees that O dendorf teaches structure,
magneti c segnents, for making nore uniformthe magnetic field
bet ween the poles 70 and 72, but argues that O dendorf fails
to teach a notational sphere which is used for obtaining the
necessary neasurenments of the magnetic field to | ocate the
magneti c segnents.

Upon a cl oser inspection of A dendorf, we find that
A dendorf teaches on pages 9 through 13 with reference to
Figure 5 the utilization of the ring 52 and the slugs 58 for
maki ng nore uniformthe magnetic field intensity in a desired
speci men i maging area situated symmetrically between the pole
pi eces within the gap and having a pol ar axis extending
normal |y between the pole pieces. 1In particular, O dendorf
teaches on page 9 of the specification that Figure 5A shows a
magnetic field with an air gap where the lines of force are
not evenly distributed. On page 10, O dendorf teaches that
Figure 5B shows the distribution of the flux lines within the
air gap is made nore uniformby utilization of rings 76 and
78. On pages 11 through 12, A dendorf teaches that Figure 5C
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shows that a substantially uniformfield between the poles 70
and 72 by a procedure of neasuring the magnetic field and
adjusting slugs 84 and 86 to nake the field uniform On page
13, A dendorf teaches a further alternative of the ring
structure by substituting the ring for a peripheral ring of
slugs 96 as shown in Figure 3. ddendorf teaches that the
ring of slugs 96 may provide even nore refined tuning to
provide a substantially uniformmagnetic field.

Furthernore, we note that O dendorf is concerned with in
vivo i magi ng of the human body and the problem of providing a
uni form magnetic field passing through a volune where the
human body may be positioned. See page 10. Q dendorf solves
this problemby the structure of Figure 3 and the process of
adj usting the slugs. As shown in Figure 5C, O dendorf teaches
that the magnetic field is uniformin a volune suitable for
pl acenment of the human body for inmaging. Furthernore, we note
that this volume which is suitable for the human body for
I magi ng can contain a sphere situated symetrically between
the pole pieces within the gap and having a polar axis

extendi ng normal |y between the pole pieces.
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Turning to Appellant’s argunent that O dendorf fails to
teach a notational sphere which is used for obtaining the
necessary neasurenments of the magnetic field to | ocate the
magneti c segnents, we find that this directed to the process
and fails to distinguish the product in the product-by-process
claim Furthernore, as shown above, O dendorf does teach a
structure that provides a uniformnagnetic field in a vol une
whi ch can contain a sphere. Therefore, we find that O dendorf
teaches structure for making nore uniformthe magnetic field
intensity in a notational sphere situated symetrically
bet ween the pole pieces within the gap and having a polar axis
extending nornally between the poles pieces as recited in
Appel lant’ s cl ai m 12.

On pages 12 and 13 of the brief, Appellant argues that
O dendorf fails to teach magnetic segnments of the reference
that are “placed at selected | ocati ons on said opposed
surfaces of said poles pieces in at |east one circle
concentric with said polar axis” as recited in Appellant’s
claim12. Appellant further states w thout further
expl anation that the ring of slugs 96 are not | ocated “at
| east one circle concentric with said polar axis” as clained.
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W di sagree. O dendorf shows in Figure 3 that the ring of
slugs 96 are placed in a circle and the center of the circle
is concentric with the polar axis, an axis extending
per pendi cul ar fromthe center of the poles 70 and 72.
Therefore, we find that O dendorf teaches magnetic segnents
pl aced at sel ected |ocations on said opposite surfaces of said
pol e pieces in at |east one circle concentric with said polar
axis as recited in Appellant’s claim12.

Finally, Appellant argues that O dendorf requires the
i nteracti on between several different types of magnetic
segnent s whereas Appellant’s apparatus only requires one type
of magnetic elenment. However, we note that Appellant’s claim
12 recites “conprising” and thereby does not preclude other
structure.

Appel I ant has not argued the process |imtation and has
not provi ded any evi dence that establishes an unobvi ous
di fference between the clai ned product and the prior art
product. Since the burden is on the Appellant to cone forward
with this evidence, we find that the product as taught by
O dendorf is sufficient to establish that Appellant’s claim 12

i s unpat ent abl e.
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In view of the above, we affirmthe Exam ner’s decision
that Appellant’s claim 12 is properly rejected under 35 U S. C
8§ 103, but we reverse the Examiner’s decision that Appellant’s
clains 12 through 28 are properly rejected under 35 U S.C. §
112, second paragraph. Accordi ngly, the Exam ner’s decision
is affirmed-in-part.

No tinme period for taking any subsequent action in
connection with this appeal nay be extended under 37 CFR

§ 1.136(a).

AFFI RVED- | N- PART

)
GARY V. HARKCOM )

Vice Chief Adm nistrative Patent Judge)

M CHAEL R. FLEM NG
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

Rl CHARD TORCZON
Adm ni strative Patent Judge
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