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DECI SI ON ON APPEAL

This is a decision on appeal fromthe final rejection of
clainms 1-15, all of the clainms pending in the present
appl i cation. Amendnents after final rejection filed on July

31, 1995 and April 29, 1996 were entered by the Exam ner. An

! Application for patent filed May 31, 1994.
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amendnent after final rejection filed February 16, 1997 was
deni ed entry by the Exani ner.

The disclosed invention relates to a nultiplier circuit
whi ch includes feedback circuitry which stabilizes the
multiplier circuit. More particularly, Appellants indicate at
pages 6-9 of the specification that this feedback circuitry
operates such that the feedback voltage tends to equalize a
reference voltage and further that the feedback circuit is
free from capacitance which woul d unstabilize the feedback
circuit. A voltage divider is coupled to the feedback circuit
to reduce the nultiplied voltage as illustrated in Figure 2 of
t he draw ngs.

Caimlis illustrative of the invention and reads as
foll ows:

1. A menory device having a multiplier circuit,
conpri si ng:

a reference generator circuit for producing a reference
vol t age

said nultiplier circuit coupled to said reference
generator circuit for increasing a |level of the reference
voltage to a nultiplied voltage wherein, said nultiplier
circuit has a feedback circuit connected to said reference
generator circuit to stabilize the multiplier circuit such
that a feedback voltage of said feedback circuit substantially
equal s said reference voltage,
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said feedback circuit being free from capacitance to
unstabilize said feedback circuit of said nultiplier circuit;
and

a voltage divider coupled to the feedback circuit to
reduce said multiplied voltage of said nmultiplier circuit.
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The Exam ner relies on the followng prior art:

Masaki 4,986, 385 Jan. 22,
1991
| yengar 5, 063, 304 Nov. 05,
1991

Clainms 1-15 stand finally rejected under 35 U.S.C. § 103
as being unpatentable over lyengar in view of Msaki.?

Clainms 8-14 further stand finally rejected under 35
US C 8§ 112, second paragraph, for failing to particularly
poi nt out and distinctly claimthe invention. W note that,
in an advisory office action dated August 18, 1995, the
Exam ner had indicated that Appellants’ amendnent after final
rejection filed July 31, 1995 had overcone the 35 U.S.C. §
112, second paragraph, rejection of clainms 1-7 and 15 nmade in
the final rejection. |In the Exam ner’s Answer dated February
23, 1996, however, the Exam ner reasserted the 35 U S.C. §
112, second paragraph, rejection of clains 1-7 made in the
final rejection. Appellants filed a further anendnent after
final rejection on April 29, 1996 which the Exam ner entered

and indicated, in a supplenental Exam ner’s Answer dated My

2 A correct copy of appealed clains 1 and 8 appears in the
Suppl ement al Exami ner’s Answer dated May 12, 1999.
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24, 1996, that the response overcane the 35 U S.C. § 112,
second paragraph, rejection of clains 1-7. Therefore, the
rejection of clainms 8-14 under the second paragraph of 35
US C 8 112 remains an issue to be decided in this appeal.?

Rat her than reiterate the argunents of Appellants and the
Exam ner, reference is made to the Briefs* and Answers for the
respective details thereof.

OPI NI ON

We have carefully considered the subject matter on

appeal, the rejections advanced by the Exam ner, the argunents

in support of the rejections and the evidence of obviousness

3 Appel lants’ representative at oral hearing on Novenber
2, 1999 acknow edged an apparent inadvertent error at line 8
of claim1l which presently recites “... to unstabilize...”
instead of the intended “...to stabilize...” Appellants’
representative agreed to correct such error by amendnent at an
appropriate later tine.

4 The Appeal Brief was filed Decenber 1, 1995. Reply
Briefs were filed by Appellants on April 29, 1996 and Cct. 18,
1996 (Supplenental) and entered by the Exam ner as indicated
in the Suppl emental Exam ner’s Answers dated May 24, 1996 and
Decenber 11, 1996. The Reply Briefs filed on July 29, 1996
and February 18, 1997 (Supplenental) were considered by the
Exam ner as not being limted to new points of argunent or to
new grounds of rejection and were not entered. Accordingly,
the argunents in such Reply Briefs have not been considered in
this appeal .
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relied upon by the Exam ner as support for the rejections.
We have, |ikew se, reviewed and taken into consideration, in
reachi ng our decision, Appellant’s argunents set forth in the
Briefs along with the Examiner’s rationale in support of the
rejections and argunents in rebuttal set forth in the
Exam ner’ s Answers.
It is our view, after consideration of the record before

us, that clains 8-14 particularly point out the invention in a
manner which conplies with 35 U. S.C. §8 112, second paragraph.
W are also of the view that the evidence relied upon and the
| evel of skill in the particular art would not have suggested
to one of ordinary skill in the art the obviousness of the
invention set forth in clains 1-7 and 15. W reach the
opposite conclusion with respect to clainms 8-14. Accordingly,
we affirmin-part.

We consider first the rejection of clains 8-14 as being
i ndefinite under the second paragraph of 35 U S.C. §8 112. The
Exami ner’s basis for this rejection stens fromthe all eged
| ack of clarity in the use of the term“band” in the phrase *

vol tage range band of said reference voltage . . .7 at

line 4 of independent claim 8.
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The general rule is that a claimnust set out and
circunscribe a particular area with a reasonabl e degree of
precision and particularity when read in |light of the

di sclosure as it would be by the artisan. In re More, 439

F.2d 1232, 1235, 169 USPQ 236, 238 (CCPA 1971). Acceptability
of the claimlanguage depends on whet her one of ordinary skill
in the art would understand what is clained in |light of the

specification. Seattle Box Co. v. Industrial Crating &

Packing. Inc., 731 F.2d 818, 826, 221 USPQ 568, 574 (Fed. Cr

1984).

After review ng the argunents of record, we are in
agreenent with Appellant that no anbiguity or lack of clarity
exists in the claimlanguage. Wile the term“band” is
per haps superfl uous when used in conjunction with the term
“range”, the inclusion of sane does not alter our concl usion
that the claimsets forth the limtation on the reference
voltage with the required specificity. It is our viewthat
the skilled artisan, having considered the specification in
its entirety, would have no difficulty ascertaining the scope

of the invention recited in independent claim8. Therefore,
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the rejection of claim@8, and clains 9-14 dependent thereon,
under the second paragraph of
35 U S.C. 8 112 is not sustained.

W now consider the 35 U S.C. 8 103 rejection of clains
1-15 as unpatentabl e over lyengar and Masaki. 1In rejecting
clainms under 35 U S.C. § 103, it is incunbent upon the
Exam ner to establish a factual basis to support the |ega

concl usi on of obviousness. See In re Fine, 837 F.2d 1071

1073, 5 USP2d 1596, 1598 (Fed. Cr. 1988). 1In so doing, the
Exam ner is expected to nake the factual determ nations set

forth in Gahamv. John Deere Co., 383 U S. 1, 17, 148 USPQ

459, 467 (1966), and to provide a reason why one having
ordinary skill in the pertinent art would have been led to
nodi fy the prior art or to conbine prior art references to
arrive at the clainmed invention. Such reason nust stem from
sone teaching, suggestion or inplication in the prior art as a
whol e or know edge generally avail able to one having ordi nary

skill in the art. Uniroval Inc. v. Rudkin-Wley Corp., 837

F.2d 1044, 1051, 5 USPQ2d 1434, 1438 (Fed. Cr.), cert.

deni ed, 488 U. S. 825 (1988); Ashland G 1l, Inc. v. Delta Resins

& Refractories, Inc., 776 F.2d 281, 293, 227 USPQ 657, 664
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(Fed. GCr. 1985), cert. denied, 475 U S. 1017 (1986); ACS

Hospital Systens, Inc. v. Mntefiore Hospital, 732 F.2d 1572,

1577, 221 USPQ 929, 933 (Fed. Cir. 1984). These show ngs by
t he Exam ner are an essential part of conplying with the

burden of presenting a prinma facie case of obviousness. Note

In re Cetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed.

Cr. 1992).

As the basis for the obviousness rejection, the Exam ner
has initially relied on Iyengar for teaching the clained
l[imtations directed to a multiplier with a stabilizing
feedback circuit. In recognizing lyengar’s apparent failure
to disclose a voltage divider coupled to the feedback circuit,
t he Exam ner turns to Masaki which teaches a nonitoring
circuit having a voltage divider which accepts a reference
voltage as an input. The Exam ner reasons (Answer, page 5)
that, since Masaki places no restrictions on the origin of the
reference voltage, one of ordinary skill would have found it
obvious to use the output of lyengar’s multiplier circuit as
the input reference voltage to Masaki’s voltage divider. The
resul ting conbi nati on, the Exam ner concl udes, would then neet

the cl ai ned requirenent
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of “. . . a voltage divider coupled to the feedback
circuit ”
I n response, Appellants argue a | ack of suggestion or

notivation in the references for conbining or nodifying the

teachings to establish a prim facie case of obviousness.

Appel l ants assert at pages 6 and 7 of the Brief:

The cl ai ned invention cannot be used as a

tenpl ate to piece together the teachings of

the prior art. 1n Re Fritch [sic], 23 USPQ 2d 1780
(CAFC 1983). Therefore, the Exam ner has found

a voltage divider circuit fromthe prior art

merely piecing together the alleged teachings

of this reference with an alleged teaching from
the prior art without finding the desirability

of such a nodification fromthe prior art.

After careful review of the Iyengar and Masaki references
in light of the argunents of record, we are in agreenent with
Appel l ants’ stated position in the Brief. Even if one could
utilize the multiplier circuit output voltage of |yengar as
the reference input to the voltage divider of Masaki, as
proposed by the Exam ner, the question arises as to why would
the skilled artisan do so? Were is the suggestion for this
conbi nation other than Appellants’ own disclosure? A finding
of obviousness, within the neaning of 35 U.S.C. 8§ 103 requires
sonet hing nore than that one “could” nodify the prior art to

10
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arrive at the clainmed subject matter. W can find no
notivation for the skilled artisan to apply Iyengar’s output
voltage to the reference input of Masaki’s vol tage divider.
The only basis for applying Iyengar’s teachings to Masaki
cones froman inproper attenpt to reconstruct Appellants’
i nvention in hindsight. Accordingly, we cannot sustain the
Exam ner’ s obvi ousness rejection of independent clainms 1 and
15, each of which requires a voltage divider coupled to a
stabilizing feedback circuit of a nultiplier. Since all of
the limtations of independent claim1l are not suggested by
the prior art, we also can not sustain the Exam ner’s
rejection of appealed clains 2-7 which depend therefrom
Turning now to a consideration of independent claim8, we
note that, while we found Appellants’ argunents to be
persuasive with respect to the obvi ousness rejection of clains
1-7 and 15, we reach the opposite conclusion with respect to
claims 8-14. Contrary to the recitations in independent
claims 1 and 15 which require a voltage divider “. . . coupled
to the feedback circuit . . .”, the recitation in claim$8
places no limtation on the |ocation of the voltage divider

within the multiplier circuit. Initially, in view of the

11
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| anguage of Appellants’ claim8, we find Masaki’s teaching of
a voltage divider to be cunulative to that of |yengar which
clearly illustrates a voltage divider 118, 120 in the

mul tiplier circuit of Figure 7. Further, after considering
the Exam ner’s analysis (Answer, page 5) of the limtations of
Appel lants’ claim8, it is our viewthat all of the clained

el ements exist inthe multiplier circuit illustrated in Figure
7 of lyengar. The clainmed conparator is illustrated at 94 of
lyengar’s Figure 7 and is shown coupled to a stabili zing
feedback circuit with the voltage at node 108 equaling the

vol tage at line MVA (lyengar, col. 17, lines 48-53). The

vol tage divider 118, 120 of lyengar in turn operates to reduce
the nmultiplied voltage dependent on the values of resistors
118 and 120 as described at colum 16, |ines 38-42. Further,
we agree with the Exam ner’s analysis (Answer, page 6) that

| yengar’ s P-channel transistors 110 and 112 and vol t age
divider resistors 118 and 120 neet all of the requirenents of
dependent clains 9-14. Accordingly, all of the elenents of
claims 8-14 have been shown to be fully disclosed by |Iyengar.
A di sclosure that anticipates under 35 U.S.C. § 102 al so
renders the cl ai munpatentable under 35 U S.C. § 103, for

12



Appeal No. 1996- 3591
Application No. 08/251, 053

"anticipation is the epitone of obviousness." Jones v. Hardy,

727 F.2d 1524, 1529, 220 USPQ 1021, 1025 (Fed. G r. 1984).

See also In re Fracalossi, 681 F.2d 792, 794, 215 USPQ 569,

571 (CCPA 1982); In re Pearson, 494 F.2d 1399, 1402, 181 USPQ

641, 644 (CCPA 1974). Thus, we sustain the examner's
rejection of appealed clains 8-14 under 35 U S. C
§ 103.°

In summary, we have not sustained the 35 U.S.C. § 112,
second paragraph, rejection of clains 8-14. |In addition, we
have not sustained the 35 U S.C. 8§ 103 rejection of clains 1-7
and 15, but have sustained the 35 U S.C. § 103 rejection of
clainms 8-14. Therefore, the Exam ner’s decision rejecting

claims 1-15 is affirmed-in-part.

> The Board may rely on one reference alone in an
obvi ousness rationale w thout designating it as a new ground
of rejection. 1n re Bush, 296 F.2d 491, 496, 131 USPQ 263,
266-67 (CCPA 1961); In re Boyer, 363 F.2d 455, 458, n.2, 150
USPQ 441, 444, n.2 (CCPA 1966).
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No tinme period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

8§ 1.136(a).
AFFI RVED- | N- PART
KENNETH W HAI RSTON )
Adm ni strative Patent Judge )
)
)
)
) BOARD OF PATENT
JOSEPH F. RUGE ERO ) APPEALS
Adm ni strative Patent Judge ) AND
) | NTERFERENCES
)
)
)
STUART N. HECKER )
Adm ni strative Patent Judge )
jrg
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