TH'S OPI NI ON WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was
not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.
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This is a decision on appeal fromthe examner’s fina

rejection of clainms 30 through 37, which are all of the clains

pending in this application.

BACKGROUND

The appellants’ invention relates to a nethod for formng
a silica-based layer on a glass article. An understandi ng of
the invention can be derived froma reading of exenplary claim
30 whi ch has been reproduced bel ow.

30. A nethod of formng a silica-based alkali barrier
| ayer on a surface of a glass article conprising the steps of:

providing an at |east ternary gaseous m xture
conprising a ngjor portion of a neutral gas, a gaseous
precursor of silicon and oxygen;

heating at |east the surface of the glass article to
a tenperature not |ess than 300°C,

positioning the heated surface of the glass article
at a distance |less than 15 nmfrom a nozzle having a
projection slit; and

projecting the gaseous m xture through the nozzle
onto the heated surface transversely to the surface at
at nospheric pressure to formthe barrier |layer while causing
rel ati ve novenent between the article and the nozzle in a
direction transverse to the slit.
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The prior art references of record relied upon by the

exam ner in rejecting the appeal ed clains are:

Yarmazaki et al. (Yamazaki) 4,105, 810 Aug. 08,
1978

M zuhashi et al. (M zuhashi) 4,485, 146 Nov.
27, 1984

Clains 30-37 stand rejected under 35 U.S.C. §8 103 as

bei ng unpat ent abl e over M zuhashi in view of Yamazaki

OPI NI ON
We have carefully reviewed the specification, the clains,
and the respective positions presented by appellants in their
brief and the exam ner in the answer thereto. |In so doing, we
find ourselves in agreenment with appellants’ basic contention

that the applied prior art fails to establish the prim facie

obvi ousness of the clained subject matter. Accordingly, we
will not sustain the examner’s rejection for the reasons as
fol | ows.

In rejecting the clains under 35 U.S.C. 8§ 103, the

exam ner bears the initial burden of presenting a prima facie

case of obviousness. See In re R jckaert, 9 F.3d 1531, 1532,

28 USPR2d 1955, 1956 (Fed. Cr. 1993). A prinma facie case of
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obvi ousness i s established by presenting evidence that the
reference teachi ngs woul d appear to be sufficient for one of
ordinary skill in the relevant art having the references
before himto nmake the proposed conbi nati on or ot her

nodi fication. See In re Lintner, 458 F.2d 1013, 1016, 173

USPQ 560, 562 (CCPA 1972). Furthernore, the conclusion that

the clained subject matter is prim facie obvious nust be

supported by evidence, such as shown by sonme objective
teaching in the prior art or by know edge general ly avail abl e
to one of ordinary skill in the art that would have | ed that

i ndi vidual to conbine the rel evant teachings of the references

to arrive at the clainmed invention. See Inre Fine, 837 F.2d

1071, 1074, 5 USPQd 1596, 1598 (Fed. Cir. 1988).

The appealed clains call for a method for formng a
silica-based barrier |ayer that includes the step of
projecting a ternary gaseous m xture conprising a major
portion of a neutral gas, a gaseous precursor of silicon and
oxygen through a nozzle projection slit at atnospheric
pressure transversely onto a heated gl ass surface | ocated |ess

than 15 nm away while causing relative novenent between the
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article and nozzle in a direction transverse to the slit to
forma barrier |layer on the glass article.

M zuhashi is relied upon by the exam ner for disclosing a
met hod of formng a silicon oxide barrier |layer via a chem ca
vapor deposition (CVD) process that involves hydrogen gas
i ncorporation therein via “contacting hydrogen gas with the
gas of a silicon conpound capable of formng silicon oxide...”
(answer, page 3).

According to the examner, claim1l (the sol e i ndependent
claimon appeal) “differs fromM zuhashi in reciting that the
process is carried out at atnospheric pressure and that the
precursors are applied by the use of a projection nozzle”
(answer, page 4). To renedy the deened deficiencies of
M zuhashi that are asserted by the exam ner, the exam ner
relies on the teachings of Yanazaki with respect to using a
projection nozzle in formng a boro-silicate coating via a CVD
nmet hod, maintaining a 5 to 40 mm di stance between such a
nozzl e and a substrate and mai ntai ni ng novenent between the
nozzl e and substrate. The exam ner states that “it woul d have
been obvious to one of ordinary skill to use the apparatus of
Yarmazaki et al. to apply the coating of Mzuhashi et al. with
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the expectation of obtaining simlar results” (answer, page
4) .

However, we note that the exam ner does not address or
explain where the clained ternary gas m xture including a
maj or portion of a neutral gas can be found in M zuhashi or
why it woul d have been obvious to use such a ternary m xture
in Mzuhashi fromthe conbi ned reference teachings. Moreover,
wi t hout pointing to any teaching of the references for
support, the exam ner asserts that optim zing the pressure of
the CVD nethod of M zuhashi woul d have been obvious to one of
ordinary skill in the art through routine experinentation
(answer, page 3). In addition, the exam ner has not pointed
to where the references furnish a suggestion or notivation for
usi ng the CVD apparatus disclosed by Yanazaki for use in
depositing a zinc borosilicate filmas the apparatus for
depositing the silica- based barrier |ayer of M zuhashi on a
substrate in the manner recited in the appealed clains. In
this regard, we note that Yanazaki teaches away from use of a
silicon oxide film(colum 1, |ines 55-60) and suggests that
the injection nozzle structure is designed for use when
di borane and silane are used as raw materials in formng the
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| ayer so as to suppress undesirabl e secondary reactions
acconpanying their use (colum 2, line 51 through colum 3,
line 4). The exam ner nust identify a particularized
suggestion, reason or notivation to conbine references or neke

the proposed nodification. See In re Rouffet, 149 F.3d 1350,

1359, 47 UsSPQd 1453, 1459 (Fed. Cir. 1998).

VWil e we recogni ze that Yamazaki (colum 5, line 59
through colum 6, line 19) does suggest sone advantages of the
use of a particular nozzle arrangenent in formng a zinc
borosilicate glass film there is no suggestion fromthe
collective applied prior art teachings that those sane
advant ages woul d accrue if the nozzle arrangenent of Yanmazak
were used in the formation of the silica-based alkali barrier
| ayer of M zuhashi. Moreover, we agree with appellants
(brief, pages 5 and 6) that Yamazaki teaches away fromusing a
nozzle that emts gas in a direction transverse to the
substrate.

In this regard, it is our viewthat even if the teachings
of M zuhashi and Yanazaki were conbi nabl e, they would not have

rendered the clained nethod prina facie obvious to one of

ordinary skill in the art.
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Rej ecti ons based on 8 103 nust rest on a factual basis
with these facts being interpreted w thout hindsight

reconstruction of the invention fromthe prior art. See In re

Warner, 379 F.2d 1011, 1017, 154 USPQ 173, 177 (CCPA 1967),

cert. denied, 389 U S. 1057 (1968). CQur review ng court has

repeat edly cauti oned agai nst enpl oyi ng hi ndsi ght by using the
appel l ants’ disclosure as a blueprint to reconstruct the
claimed invention fromthe isolated teachings of the prior

art. See, e.d., Gain Processing Corp. v. Anerican

Mai ze- Products Co., 840 F.2d 902, 907, 5 USP(Rd 1788, 1792

(Fed. Cir. 1988).

From our perspective, the examner’s rejection appears to
be prem sed on inperm ssible hindsight reasoning.
Accordingly, on the record of this appeal, it is our viewthat
t he exam ner has not carried the burden of establishing a

prinma facie case of obviousness with respect to the subject

matter defined by the appeal ed cl ai ns.
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CONCLUSI ON

To sunmmari ze, the decision of the exam ner to reject
clainms 30-37 under 35 U.S.C. § 103 as bei ng unpatentabl e over

M zuhashi in view of Yanazaki is reversed.

REVERSED

PETER F. KRATZ
Adm ni strative Patent Judge
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