THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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14 and 35 have been cancel ed.
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The invention relates to an apparatus the architecture of
which permts the instantaneous realization of certain classes
of systemin integrated circuit or discrete circuit form On
pages 6 through 7 of the specification, Appellants disclose
that figure 1 shows a bl ock diagram of the invention. The
apparatus includes a plurality of functional blocks 20 and a
central core. The conmmuni cati on between the blocks is via core
30. The core is the physical heart of the apparatus and is
responsi ble for interfacing with mai n conmuni cati ons bus 40.
The core interprets all data into and out of the apparatus,

i ncludi ng paranetric, mcrocode and topol ogi cal data, and
provi des data routing via a non-blocking matrix sw tch.

| ndependent claim1 is illustrative of the invention.

1. A progranmmabl e apparatus for interfacing with a
communi cations bus, said apparatus conpri sing:

a) a plurality of programuabl e signal processor neans
havi ng neans for receiving and storing paraneters and
m croinstructions, and nmeans for executing m croinstructions,
each sai d progranmmabl e signal processor nmeans for perform ng
an operation according to said mcroinstructions and said
paraneters on signal data received by said progranmabl e signa
processor neans;

b) a core nmeans conprising interface nmeans for
interfacing with said communi cations bus, decoder neans for
di stingui shing between at | east topol ogical and paranetric
data received by said core neans over said conmunication bus,
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and matrix sw tching
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means for interconnecting at |east two of said plurality of
programuabl e signal processor neans in a desired nmanner in
response to said topol ogi cal data received over said
communi cati ons bus;

c) a plurality of data bus neans for connecting said
plurality of programmabl e signal processor neans to said
matri x swi tching neans; and

d) at least one third bus neans coupled to said core
means and to said neans for receiving and storing, for
transmtting paranetric data and said mcroinstructions to
said neans for receiving and storing of at least a plurality
of said progranmabl e signal processor neans.

The Exam ner relies upon the follow ng reference:

Engels et al. (Engels), "Concept and I nplenentation of a
Power ful Multiprocessor Systemfor Digital Signal Processing,"
January 4, 19809.

Clainms 1 through 13, 15 through 34 and 36 through 38
stand rejected under 35 U.S.C. §8 102 or in the alternative
under 35 U. S.C. 8§ 103 as bei ng unpat entabl e over Engels.

Rat her then reiterate the argunents of Appellants and the

Exam ner, reference is nade to the briefs! and answer for the

respective details thereof.

'Appellants filed an appeal brief on February 15, 1996.
Appel lants filed a reply brief on August 1, 1996 . On August
20, 1996, the Exam ner mailed a conmunication stating that the
reply brief has been entered and consi der ed.
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OPI NI ON

W w il not sustain the rejection of clainms 1 through 13,
15 through 34 and 36 through 38 under either 35 U. S.C. 88 102
or 103.

The 35 U.S.C. § 102 Rejection

First we will consider the rejection of the clains under
35 U S.C 8 102 as being anticipated by Engels. Anticipation
is established only when a single prior art reference
di scl oses, expressly or under the principles of inherency,
each and every elenment of a clained invention as well as
di scl osing structure which is capable of perform ng the
recited functional limtations. RCA Corp. v. Applied Digital
Data Sys. Inc., 730 F.2d 1440, 1444, 221 USPQ 385, 388 (Fed
Cir. 1984), cert. dismssed, 468 U S. 1228 (1984); W L. Core
& Assocs., Inc. v. Garlock Inc., 721 F.2d 1540, 1554, 220 USPQ
303, 313 (Fed. Cir. 1983), cert. denied, 469 U S. 851 (1984).

The Exam ner states on page 7 of the answer that the
cl ai med programmabl e signal processors are net by Engels’ DSPs
in figure 2. The Exam ner further states on page 7 of the

brief that the clainmed third (paranmetric) bus nmeans connecting
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the core with the processors (Engels DSPs) is nmet by the data
bus on the left side of Engels figure 1. On page 6 of the
answer, the Examiner states that the core’ s decoder is nmet by
Engel s HOST (Figure 1). The Exam ner further states on page 7
of the answer that the clainmed matrix switch of the core is
met by the LCAs of figure 2. On pages 7 and 8 of the answer,
the Exam ner admts that Engels does not explicitly teach the
clai med conmmuni cations bus, but asserts that “it would have
been self-evident/logical that Engels’ system provided for
such a network/bus interface to other processors.” The

Exam ner supports this assertion by citing section 4.3 of
Engel s which identifies that a bus (apparently the bus
identified in figure 1 with three lines | abel ed Address, Data
and Control) wll connect the HOST and the DSP to I/ O devices
which will allow other conputers to be connected.

On page 15 of the appeal brief, Appellants argue that the
claimed function of the core differs fromthe Engels’ device.
Appel  ants assert on page 17 of the brief that the clains
recite a core neans conprising interface means for interfacing
with the comuni cati on bus, decoder neans for distinguishing

bet ween topol ogi cal and paranetric data and matri x sw tching
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means. On pages 16 and 17 of the appeal brief, Appellants
argue that interpreting the processor of the host as the

cl ai med decoder neans and the LCAs as the clained matrix
swi t chi ng neans does not neet the clains as these neans are
not both in the core. Simlarly interpreting the Engels bus
controller as the clainmed bus interface nmeans does not neet
the claimas the Engels bus controller is not in a core with
t he encoder and swi tching matri x.

We find that the scope of all of the independent cl aimns,
except claim 18, includes a device having a comuni cati ons bus
and a central core. The core contains a communication bus
interface, a decoder and a switching matrix. These
l[imtations are found in exenplary claim1 “b) a core neans
conprising interface neans for interfacing wwth said
comuni cati ons bus, decoder neans for distinguishing between
at | east topological and parametric data received by said core
means over said conmunications bus, and matrix sw tching

means. Virtually identical limtations are found in
i ndependent clains 7, 15, 20, 29, 36. Simlarly the scope of

claine 17 and 38 is found to include a conuni cati ons bus and
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a core which contains an interface with the comuni cati ons bus
and the matrix switching neans (claim 17 “a core neans capabl e
of interfacing with said conmunicati ons bus and of

i nterconnecting at |east two of said
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plurality of programuabl e signal processors neans in a desired
manner”) and the decoder (claim17 . . . and at |east one
third bus neans for obtaining and carrying paranmetric data .
).

W find that the Exam ner has failed to show that each
[imtation of the clains is anticipated by the prior art. In
particul ar the Exam ner has not shown that Engels discloses a
communi cations bus or a central core which contains an
interface with the comunications bus, an encoder and
switching matrix. W find that Engels teaches that the HOST
generates data and transmts it to the DSP boards.
Furthernmore, we find that Engels discloses that the LCAs
performthe switching matrix function. W find that Engels
fails to disclose Appellants' clained core which provides al
three functions of interfacing, decoding and switching. Thus,
we W ll not sustain the Examner’s rejection of clainmns 1
t hrough 13, 15 through 17, 20 through 34 and 36 through 38
under 35 U.S. C. § 102.

W next consider the 35 U S.C. 8§ 102 rejection of clains
18 and 19. W find that the scope of independent claim 18,

i ncl udes a communi cations bus and core containing an interface
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with the communi cations bus, a decoder and two additi onal
buses to transmt the decoded data fromthe core to the signa

processor.
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We find that the Exam ner has failed to show that each
[imtation of the clains is anticipated by the prior art. In
particul ar the Exam ner has not shown that Engels discloses a
conmuni cations bus or a central core which contains an
interface with the conmuni cati ons bus, and an encoder. W
find that the Engels reference discloses a HOST which
generates data and transmits it to boards which contain
several DSPs. Further we find that each DSP individually
interfaces with the host. W find that the Engels reference
fails to disclose a core which interfaces wth a
conmuni cati ons bus, decodes data received fromthe
communi cations bus and transmts the data to the signal
processor. W find that Engels fails to disclose Appellants
claimed core which provides all three functions of
interfacing, decoding and transmtting. Thus, we wll not
sustain the Exam ner’s rejection of clains 18 and 19 under 35
U S C § 102

The 35 U.S.C. 8 103 Rejection
Next we consider the rejection of the clains under 35

U S.C. 8 103 as being obvious over Engels in view of the
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knowl edge of one of ordinary skill in the art. It is the
burden of the Exam ner to establish why one having ordinary
skill in the art would have been led to the clained invention
by the express teachings of suggestions found in the prior
art, or by the inplication contained in such teachings or
suggestions. In re Sernaker, 702 F.2d 989, 995, 217 USPQ 1, 6
(Fed. Cir. 1983). “Additionally, when determ ning obvi ousness,
t he cl ai nmed invention should be considered as a whole; there
is no legally recognizable *heart’ of the invention. * Para-
Ordance Mg. V SGS Inporters Int’l Inc., 73 F.3d 1085, 1087,
37 USP@@d 1237, 1239 (Fed. GCr. 1995 (citing W L. Core &
Assocs., Inc. v. Garlock, Inc., 721 F.2d 1540, 1548, 220 USPQ
303, 309 (Fed. Gr. 1983), cert. denied, 469 U S. 851 (1984)).
As stated above, the Exam ner has not shown that Engels
di scl oses a comuni cations bus or a central core which
contains an interface wth the comuni cati ons bus, a sw tching
matri x and an encoder. On pages 7 and 8 of the answer the
Exam ner admts that Engels does not explicitly teach the
cl ai med conmuni cations bus, but asserts that “it would have

been self-evident/logical that Engels’ system provided for
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such a network/ bus interface to other processors.” The
Exam ner states “the concept of using dedicated conputer-
ai ded-desi gn (CAD) machines to act as servers for clients

| ocated at many sites on a network was wel | -known at

the tinme of Appellants' invention. The Exam ner argues that
with this knowl edge one of ordinary skill in the art reading
Engel s woul d have recogni zed that the data for the circuit
configuration could be submtted to the HOST from a networKk.
The Exami ner asserts that in such a conbination the data
connection to the network woul d neet the clained
comuni cations bus. The Exam ner has not directly addressed
the limtations of a core containing a decoder, an interface
with the bus and a switching matri x. However, the Exam ner
asserts that one with the know edge of ordinary skill in the
art would have interpreted Engels to read on the clai ned
devi ce.

On page 15 of the appeal brief, Appellants argue that the

claimed function of the core differs fromEngels’ device.

Appel l ants assert on page 17 of the brief that the clains cal
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for a core nmeans conprising, interface neans for interfacing
with the comuni cati ons bus, decoder neans for distinguishing
bet ween topol ogi cal and paranetric data and matri x sw tching
means. On pages 16 and 17 of the appeal brief, Appellants
argue that interpreting the processor of the host as the

cl ai med decoder neans and the LCAs as the clainmed matrix
swi t chi ng neans does not neet the clains as these neans are
not both in the core. Simlarly interpreting the Engels bus
controller as the clainmed bus interface means does not neet
the claimas Engels' bus controller is not in a core with the
encoder and switching matri X.

We find that the Exam ner has failed to present a prim
faci e case of obviousness in the rejection of clains 1 through
13, 15 through 17, 20 through 34 and 36 through 38. As
addressed above we find that the scope of the independent
clains includes a device having a comruni cations bus and a
central core. The core contains a conmunication bus
interface, a decoder and a switching matrix. W find that the
Exam ner has failed to show that each Iimtation of the clains

is taught in the prior art. W find that Engels fails to
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di scl ose Appellants' clainmed communi cati ons bus or a core
whi ch provides all three functions of interfacing, decoding
and switching. Further, we find that the Exam ner has not
shown that the prior art suggests any reason to nodify Engels
to provide a comruni cations bus or a central core which
contains an interface with the comunicati ons bus, an encoder
and switching matri x.

We next consider the 35 U S.C. §8 103 rejection of clains
18 and 19. W find that the Exam ner has failed to present a
prima facie case of obviousness. As identified above we find
t he scope of independent claim 18 includes a conmunications
bus and core containing an interface with the comunication
bus, a decoder and two additional buses to transmt the
decoded data fromthe core to the signal processor. W find
that the Exam ner has failed to show that each Iimtation of
the clains is taught in the prior art. W find that Engels
fails to disclose a core which interfaces wth a
conmuni cati ons bus, decodes data received fromthe
communi cations bus and transmts the data to the signal

processor. Further, we find that Exam ner has not shown that
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the prior art suggests any reason to nodify Engels to provide
a conmuni cations bus or a central core which contains an
interface with the conmuni cati ons bus, and an encoder.

The Exam ner's assertion in the 35 U S.C. § 103
rejections that conputer networks are well known in the art,
therefore replacing the host wth a network would provide the
cl ai med commruni cation bus, is unsupported by evidence in the
record. W are not inclined to dispense with proof by
evi dence when the proposition at issue is not supported by a
teaching in a prior art reference or showmn to be common
know edge of unquestionabl e denonstration. Qur review ng

court requires this evidence in order to establish a prinma
facie case. In re Piasecki, 745 F.2d 1468, 1471-72, 233 USPQ
785, 787-88 (Fed. Cir. 1984); In re Knapp-Mnarch Co., 296
F.2d 230, 232, 132 USPQ 6, 8 (CCPA 1961); In re Cofer, 354
F.2d 664, 668, 148 USPQ 268, 271-72 (CCPA 1966). Furthernore,
our reviewing court states in In re Piasecki, 745 F.2d at
1472, 223 USPQ at 788, the follow ng:

The Suprene Court in Gahamv. John Deere Co., 383

US 1 (1966), focused on the procedural and

evidentiary processes in reaching a concl usion under
Section 103. As adapted to ex parte procedure,
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Grahamis interpreted as continuing to place the
"burden of proof on the Patent O fice which requires
it to produce the factual basis for its rejection of

an application under section 102 and 103". Citing
In re Warner, 379 F.2d 1011, 1016, 154 USPQ 173, 177
(CCPA 1967).

As there is no evidence to support the assertion of the
secondary teaching we wll not sustain the rejection of clains
1 through 13, 15 through 34 and 36 through 38 under 35 U.S.C.
§ 103.
The I ssue of whether Engels is Prior Art

On page 28 of the appeal brief, Appellants argue that the
Engel s reference is not prior art under 8 102 as it is
publ i shed after the filing date of the parent application.?
Appel l ants assert it is inproper for two reasons a) the

publication date

2 This application is a continuation in part of

application 07/217,616 filed on July 11, 1988, now U. S. Patent
5,068,823, the earliest of dates identified on the Engels
reference i s Decenber 1988.
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cannot be readily ascertained and b) that Exam ner shoul d be
estopped fromdenying the priority date of the parent
application as the Exam ner made a determ nation that the

di fferences between the parent and the present application are
obvi ous. Appellants Note that an obvious type double
patenting rejection has been applied based upon the parent,

U S. Patent 5,068,823, in which the Exam ner determ ned that
the difference between the parent case and the subject case
wer e obvious. Appellants overcanme the doubl e patenting
rejection by filing a termnal disclainer. Appellants assert
on page 32 of the appeal brief that if the disclosure of the
parent application itself is sufficient to support the clains
then the CIP application should be entitled to the parent’s
filing date.

On page 25 of the answer, the Exam ner provided reference
to ot her docunents which identify the publication date of the
Engel s article as January 4, 1989 and asserts that the date
identified on the face of the docunent is erroneous. Wth
regard to Appellants second point, the Exam ner states on page
26 of the answer that the present application is a

continuation-in-part application for the purpose of
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i ntroducing new matter. Fromthis argunent the Exani ner
concl udes that Appellants' application is not entitled to the
prior filing date.

In view of our finding that Engels fails to teach or
suggest Appel lants' clainmed invention, we do not need to reach
this issue and find the issue noot?3.

In view of the forgoing we will not sustain the rejection

of clainms 1 through 13, 15 through 34 and 36 through 38 under

® However, even if we were to reach this issue we would
not have been able to make the determ nation. The Exam ner
has not provided the necessary findings to establish that the
application is not entitled to the parent application’s filing
date. Qur reviewng court set forth the proper |egal analysis
to determ ne whether a later filed CIPis entitled to the
benefit of the parent application’s filing date. |n Paperless
Accounting Inc. v. Bay Area Rapid Transit System 804 F.2d
659, 663-64, 231 USPQ 649, 652 (Fed. Cir. 1986) “[T]he nere
filing of a continuation-in-part with additional matter or
revised clains is not itself an adm ssion that the matter is
‘new or that the original application was legally
insufficient to support the clainms” (citing State Industri es,
Inc. v. A O Smth Corp.,751 F.2d 1226, 1233, 224 USPQ 418,
422 (Fed GCir. 1985). The proper legal analysis requires the
determ nati on of whether the added matter was known and
available to the public at the time of filing of the parent
application. |Id. at 664, 231 USPQ at 653. This is a
determ nation that the Exam ner nust make before we can
provide a ruling. |In addition, matters are further
conplicated by the Exam ner’s rejection of the clainms under
obvi ousness type doubl e patenting.
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either 35 U.S.C. 88 102 or 103. Therefore, the decision of
the Exam ner rejecting clainms 1 through 13, 15 through 34 and

36 through 38 is reversed.
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