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TH S OPI NI ON WAS NOT_ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a | aw journal and
(2) is not binding precedent of the Board.

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte PAMELA H NMARTIN,
WLLIAM J. KAUFFMAN AND
BRUCE F. DI ETRI CH

Appeal No. 96-3723
Application 08/136, 939!

ON BRI EF

Before RONALD HH SM TH, HANLON and PAK, Adm nistrative Patent
Judges.

RONALD HH SM TH, Adnm ni strative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of clains

1-12, 21 and 22, all the pending clains in the application.

! Application for patent filed Cctober 18, 1993. According to
appel lants, this application is a continuation of Application 07/500, 552,
filed March 28, 1990, now Patent No. 5,256,465, issued Cctober 26, 1993.
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The subject natter relates to resilient tension floor
structures. Cdains 1 and 2, the only independent clains, are
illustrative of the appealed clains and read as foll ows:

1. A floor covering conprising a resilient tension floor
structure including an upper foaned thernoplastic |ayer, a |ower
foaned thernoplastic |ayer, and an unfoanmed plastic inner |ayer
di sposed between the upper and the | ower foamed thernoplastic
| ayers, the floor covering having a structural stability such
that the floor covering is capable of shrinking at |east 0.1%

t he upper foaned thernoplastic |ayer being foaned throughout.

2. A floor covering conprising a resilient tension floor
structure including an upper foaned thernoplastic |ayer, a |ower
foaned thernoplastic |ayer, and an unfoaned thernopl astic inner
| ayer di sposed between the upper and the | ower foaned
t hernopl astic | ayers, the upper foaned thernoplastic |ayer being
f oaned t hr oughout .

The references relied on by the exam ner are:

Wtman et al. (Wt nman) 3,870, 591 Mar. 11, 1975
Herr, Jr. et al. (Herr) 4,699, 820 Cct. 13, 1987
Wang et al. (Wang) 4,863, 782 Sep. 5, 1989
Martin et al. (Martin) 5, 256, 465 Cct. 26, 1993

Clainms 1 and 22 stand rejected under 35 U . S.C. § 112, first
paragraph. dains 10-12 stand rejected under the judicially
created doctrine of obviousness-type doubl e patenting over clains
2-4 of Martin. Cdains 1-4, 10-12 and 21 stand rejected under
35 U S.C. 8 103 as unpatentable over Wtnman. daimb5 stands
rejected under 35 U . S.C. 8§ 103 as unpatentable over Wtman in
view of Herr. Cains 6-9 stand rejected under 35 U.S.C. § 103
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as unpatentable over Wtman in view of Herr and Wang. W have
carefully considered the entire record, including the positions
of the appellants as set forth in their briefs and the positions
of the exam ner as set forth in the answers, and we have deci ded
that we will not sustain these rejections.

l.

In the rejection under 35 U.S.C. 8 112, the exam ner
contends that there is no support for the limtation "capable of
shrinking at least 0.1% in claiml1l. W disagree. As noted by
appel l ants on page 47 of their substitute brief, there is express
support for the limtation on page 6 of the specification, |ines
4-7. The anmendnent filed with the application on Cctober 18,
1993 (Amendnent B), which changed "0.01% to "0.1%, nerely
corrected an obvious error in the deci mal point placenent and
does not constitute new matter for the reasons adequately set
forth by appellants on page 49 of their substitute brief.

The exam ner contends that there is no support in the
specification for the I anguage in claim?22 "the inner |ayer is
uncrosslinked". W agree with appellants, however, that there is
adequat e support for the phrase on page 8, lines 16-20, where it
is disclosed that the "unfoanmed inner layer is preferably a

t hernopl astic, and nost preferably a vinyl. However, it may be a
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slightly crosslinked vinyl...". W fully agree with appellants

position as set forth on pages 48-49 of their substitute brief.

.

In the double patenting rejection of clains 10-12 over
clains 2-4 of Martin, the exam ner urges that "both sets of
clainms are drawn to resilient tension floor covering conprising
two foaned thernoplastic |ayers and an unfoaned thernopl astic
| ayer between the foaned |ayers.” The examiner's position is
erroneous. As noted by appellants, clains 2-4 of Martin are not
directed to resilient "tension" floor coverings. Cains 2-4 of
Martin do not teach or suggest "tension" floor coverings. W
agree with appellants that the term"tension" floor covering is
entitled to be given patentable weight because it "breathes life
and neaning into the claim" 1In the supplenental examner's
answer, the exam ner states in response to appellants' argunents
that "the phrase "resilient tension floor is literally recited in
claims 1 and 2" of Martin. As noted, supra, claim2 of Martin is
not directed to resilient "tension" floors. It is manifestly
i nproper for the examner to rely on alimtation in claiml of
Martin in an effort to buttress a double patenting rejection over

claims 2-4 of Martin. |If it is the examner's position that
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claim1l1l of Martin raises an issue of double patenting, a new

ground of rejection is required.

[l
The rejections pursuant to 35 U S.C. § 103 all rely
on Wtnman as the primary reference. The rejection is untenable.
As noted by appellants, Wtman does not teach or suggest a
tension floor structure. To the contrary, Wtnman teaches a
"dinmensionally stable plastic surface covering” which resists
stretch. The Wtman floor covering is the antithesis of the
clained tension floor covering. Since we are in substanti al
agreenment with appellants' position wth respect to the
rejections over Wtnman, we adopt that position as our own.
The deci sion of the examner is reversed.

REVERSED
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