TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |l aw journal and
(2) is not binding precedent of the Board.
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Before GARRI S, PAK, and ELLIS, Admi nistrative Patent Judges.

GARRI S, Administrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on an appeal fromthe refusal of the
examner to allow clains 2 through 6, 9 through 16, 18, 19 and

21 through 27 as anended subsequent to the final rejection.

! Application for patent filed Cctober 5, 1993.

1



Appeal No. 96-3728
Application No. 08/ 132,078

These are all of the clains remaining in the application.

The subject matter on appeal relates to a tanper
resi stant magnetic stripe for encoding by nagnetic particle
rotation and to a nethod for encoding a magnetic stripe. This
appeal ed subject matter is adequately illustrated by
i ndependent clains 2 and 22 which read as foll ows:?

2. A tanper resistant nmagnetic stripe for encodi ng by
magneti c particle rotation conprising:

a radi ation crosslinkable material which is solid at
anbi ent tenperature and which before cross-1linking has a
viscosity of 1,200 poise or |ess at 40EC, and

magneti zed particles of a nmagnetic conposition in
suspended di stribution throughout said crosslinkable material,
said particles have a coercivity of at |least 5 kCe;

said particles in selected regions of said material being

substantially all simlarly aligned with respect to their
magnetic polarity and the material of said regions is cross-
linked, and in the remaining regions of said material the
particles therein being substantially all simlarly aligned
with respect to their magnetic polarity in a direction which
is 180E opposed to said particles in said selected cross-

| i nked regions;

wherei n said sel ected and renmining regions alternate
along said stripe to define a magnetic code.

2 W& observe that clainms 22 and 23 have been inaccurately
reproduced in the appendi x of the appellants’ brief. Suffice
it to say that our decision on this appeal is based upon the
actual | anguage of the appealed clains rather than the
i naccurate | anguage of the appellants’ claimreproductions.
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22. A nethod for encoding a magnetic stripe conprising a
radi ation cross-linkable material which is solid at anbient
tenperatures which before cross-linking has a viscosity of
1,200 poise or less at 40EC and high coercivity particles of a
ferromagnetic conposition in suspended distribution throughout
said cross-linkable material wherein said particles are
magneti zed and substantially all particles are simlarly
aligned with respect to their magnetic polarity, conprising
the steps of

exposing only sel ected regions of the cross-1linkable
material to radiation to cross-link the material in said
exposed region,

subjecting the entirety of the material while it is at a
tenperature at which the non-radiati on exposed regions thereof
are of a viscosity of 1,200 poise or less to a nagnetic field
that will rotate the nagnetic particles therein by 180E with
respect to the particles in the radiation exposed regi ons of
the material, and

finally exposing the entirety of said material to
radi ation to cross-link the remni nder of said material.

The references set forth below are relied upon by the
exam ner as evi dence of obvi ousness:
Gutt er man 4,239, 959 Dec. 16, 1980

Burroughs Corp. (Burroughs), “Magnetic Techni ques Study,” U.S
Depart nent of Commerce NTIS PB-279 086, (1977).

Fayling et al. (Fayling), “Magnetic Recording Properties of
SnCo., ” | EEE Transactions on Magnetics, Vol. Mag. 14, No. 5,
(1978).

Clainms 2 through 6, 9 through 16, 18, 19, 21, 26 and 27

are rejected under 35 U.S.C. § 103 as bei ng unpatentabl e over
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Gutterman,® while clainms 22 through 25 are rejected over this
reference and further in view of Burroughs and Fayli ng.

W refer to the brief and to the answer for a conplete
exposition of the opposing viewoints expressed by the
appel | ants and the exam ner concerning these rejections.

OPI NI ON

Nei t her of the rejections before us can be sustai ned.

As correctly indicated by the appellants, CGutternman
contai ns no teaching or suggestion of the coercivity feature
recited in independent claim?2. For this reason al one, we can
not sustain the exam ner’s section 103 rejection of this claim
and of the clains which depend therefrom as bei ng unpatentabl e
over Cuttermn.

As for the section 103 rejection of clainms 22 through 25
as bei ng unpatentable over Gutterman in view of Burroughs and

Fayling, it is our determ nation that the exam ner has failed

®1In his exposition of this rejection on page 4 of the
answer, the examner has referred to other references in
addition to Gutterman as support for his concl usion of
obvi ousness even though these other references are not
included in the statenent of the rejection. This is
I nappropriate as explained in the case of In re Hoch, 428 F.2d
1341, 1342 n.3, 166 USPQ 406, 407 n.3. (CCPA 1970). As a
consequence, we have not considered these other references in
assessing the nerits of the above noted rejection.
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to carry his initial burden of establishing that it would have

been prima facie obvious for one with ordinary skill in the

art to conbine the teachings of these references in such a
manner as to result in a nethod which corresponds to the one
defined by independent claim?22. Indeed, a review of the
exam ner’ s exposition of this rejection on pages 4 and 5 of
the answer reveals a failure on the exanminer’s part to even
express a concl usion of obviousness nuch |less the rationale
therefore with respect to a conbination of the applied
reference teachings. Further, it is particularly unclear to
us why one with ordinary skill in the art would conbi ne the
seem ngly di sparate nethods of Gutternman and Burroughs, as the
exam ner seens to inplicitly propose, w thout inperm ssibly
usi ng the appellants’ own disclosure as a guide to thereby
produce a nethod having the steps recited in the clai munder
review. It follows that we al so can not sustain the

exam ner’s section 103 rejection of clains 22 through 25 as
bei ng unpatentabl e over Gutterman in view of Burroughs and

Fayl i ng.
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The deci sion of the examner is reversed.

REVERSED

Bradley R Garris )
Adm ni strative Patent Judge )
)
)
)
Chung K. Pak ) BOARD OF
PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
Joan Ellis )
Adm ni strative Patent Judge )
tdc
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