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The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the
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Bef ore HAI RSTON, KRASS and RUGAE ERO, Admi ni strative Patent
Judges.

RUGE ERO, Adni ni strative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe final rejection of
claims 1-8, all of the clains pending in the present
application. An anendnent after final rejection was filed

Novenber 13, 1995 and was entered by the Exam ner.

! Application for patent filed August 24, 1994.
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The clained invention relates to an optical disk
recordi ng nmedi um havi ng a hub portion provided on one side of
a single layer disk substrate and a reinforcing plate provided
on the opposite side of the substrate.

Claim1l is illustrative of the invention and reads as
fol | ows:

1. An optical disk recording medi um conpri sing:

a single layer disk substrate, information data being
witable in a data read/wite side thereof, said substrate
further having an opening fornmed therethrough at a centra
portion thereof;

a hub portion provided on one side of said disk and
covering said opening, said hub portion including a circular
magneti c plate having a centering opening provided at a
position corresponding to a center of said disk;

a reinforcing plate provided on a side of said substrate
opposite said one side on which said hub portion is provided,
said reinforcing plate also covering said opening of said
substrate and having a center opening forned therethrough.

The Exami ner relies on the follow ng references:

Omori et al. (Omori) 4,694, 370 Sep. 15,
1987
Ki kuchi 4,944, 982 Jul . 31,
1990
Qaet al. (Oa) 5, 265, 086 Nov. 23,
1993
Nai t o 62-80240 May 22,
1987
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(Japanese Patent Publication)?

The rejections of the appealed clains are set forth by
t he Exam ner as foll ows:

1. Clainms 1-3 stand finally rejected under 35 U S.C. 8§
103 as bei ng unpat ent abl e over Japanese patent ‘240% in view
of Ota.

2. Claims 4 and 5 stand rejected under 35 U . S.C. § 103
as bei ng unpatentabl e over Japanese patent ‘240 in view of Oa
and further in view of Omori.

3. Clainms 6-8 stand finally rejected under 35 U S.C. 8§
103 as bei ng unpat ent abl e over Japanese patent ‘240 in view of
Ki kuchi .

Rat her than reiterate the argunents of Appellant and the
Exam ner, reference is made to the Brief and Answer for the
respective details.

OPI NI ON

2 A copy of the translation provided by the U S. Patent
and Trademark O fice, June 8, 1999, is included and relied
upon for this decision.

3 Since both Appellant and the Exam ner refer to the
Japanese patent publication by patent nunber rather than the
inventor’s nane, we will do so also in this decision to
mai nt ai n consi st ency.
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We have carefully considered the subject natter on
appeal, the rejections advanced by the Exam ner and the
evi dence
of obvi ousness relied upon by the Exam ner as support for the
rejections. W have, |ikew se, reviewed and taken into
consi deration, in reaching our decision, Appellant’s
argunments set forth in the Brief along with the Exam ner's
rational e in support of the rejections and argunents in
rebutt al
set forth in the Examner's Answer. It is our view, after
consi deration of the record before us, that the collective
evi dence relied upon and the level of skill in the particular
art woul d not have suggested to one of ordinary skill in the
art the obviousness of the invention as set forth in clains 1-
8. Accordingly, we reverse.

In rejecting clains under 35 U . S.C. 8§ 103, it is
i ncunbent upon the Exam ner to establish a factual basis to

support the legal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USPQ@2d 1596, 1598 (Fed. Cr. 1988). 1In

so doing, the Exam ner is expected to make the factual
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deternm nations set forth in G ahamv. John Deere Co., 383 U. S.

1

17, 148 USPQ 459, 467 (1966), and to provide a reason why one
having ordinary skill in the pertinent art would have been | ed
to

nodi fy the prior art or to conbine prior art references to
arrive

at the clainmed invention. Such reason nust stemfrom sone

t eachi ng, suggestion or inplication in the prior art as a whole
or know edge generally available to one having ordinary skill
in

the art. Uniroval Inc. v. Rudkin-Wley Corp., 837 F.2d 1044,

1051, 5 USPQ2d 1434, 1438 (Fed. Cr.), cert. denied, 488 U S.
825

(1988); Ashland G, Inc. v. Delta Resins & Refractories, Inc.

776 F.2d 281, 293, 227 USPQ 657, 664 (Fed. Gr. 1985), cert.

denied, 475 U. S. 1017 (1986); ACS Hospital Systenms, Inc. v.

Montefiore Hospital, 732 F.2d 1572, 1577, 221 USPQ 929, 933

(Fed.
Cir. 1984). These show ngs by the Exam ner are an essenti al

part
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of conplying with the burden of presenting a prim facie case

of

obvi ousness. Note In re Cetiker, 977 F.2d 1443, 1445, 24

usPQd
1443, 1444 (Fed. Cir. 1992).

Wth respect to independent claim1, the Exam ner, as the
basis for the obviousness rejection, seeks to nodify Japanese
patent ‘240 by relying on Ota to supply the m ssing teaching of
a reinforcing plate provided on the opposite side of a
substrate froma hub portion. In the Examner’s view, the
desire to increase stability of the hub arrangenent of Japanese
patent ‘240 would serve as a notivating factor to one of
ordinary skill to add a reinforcing plate as taught by Oa.

I n response, Appellant attacks the Exam ner’s
characterization of the Figure 9 hub 31 of Gta as a reinforcing
plate. Additionally, Appellant contends that Oa’s hub
arrangenent does not include a reinforcing plate on the
opposite side of a substrate froma hub portion.

Upon careful review of the cited references, we agree with
both of the above assertions of Appellant. 1n our opinion,
there is nothing in the disclosure of a to suggest that the

6
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hub 31 serves to reinforce the substrate in any manner.

Further, there is no reasonable interpretation of the hub
construction illustrated in Figure 9 that woul d support a
finding that a reinforcing plate is provided on opposite sides
of a substrate froma hub portion as clainmed. W further agree
with Appellant’s stated position (Brief, page 7) as to the
Examiner’s failure to establish proper notivation for the
proposed conbi nation of references. It is our view that, even
assum ng arguendo that the hub structure of a could be
considered to include a reinforcing plate situated on the
opposite side of a substrate froma hub portion, no notivation
exists for nodifying the Japanese patent ‘240 in the manner
suggested by the Exam ner. There is nothing in the disclosure
of Japanese patent ‘240 to indicate that |lack of stability was
ever a problem The nere fact that the prior art may be

nmodi fied in the manner suggested by the Exam ner does not nake
the nodification obvious unless the prior art suggested the

desirability of the nodification. 1n re Fritch, 972 F. 2d 1260,

1266, 23 USP2d 1780, 1783-84 (Fed. Cir. 1992). The only basis
for applying ta’s teachings to the Japanese patent ‘240 device
conmes froman inproper attenpt to reconstruct Appellant's

7
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invention in hindsight. Accordingly, we can not sustain the
Exam ner's obvi ousness rejection of independent claim1l. Since
all of the limtations of independent claim1 are not suggested
by the applied prior art, we can al so not sustain the
Exam ner's rejection of appealed clains 2 and 3 which depend
t heref rom

Wth respect to dependent clains 4 and 5, the Exam ner
adds Omori to the conbination of Japanese patent ‘240 and Ot a
solely to neet the reinforcing plate “groove” limtation.
Omori, however, does not overcone the innate deficiencies of
t he conbi nati on of Japanese patent ‘240 and Ota and, therefore,
we do not sustain the rejection of dependent clainms 4 and 5
under
35 U.S.C. § 103.

We now turn to the Exam ner’s obvi ousness rejection of
i ndependent claim6 based on the conbi nati on of Japanese patent
*240 and Ki kuchi. Appellant has argued that Kikuchi suffers
fromsimlar deficiencies as OGa with regard to the cl ai ned
rei nforcenent plate arrangenent. W agree. In our opinion
there is nothing in Kikuchi to suggest that either of the hubs

78a, 78b, reinforce the substrates 73a, 73b or, in any case,

8
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that any such reinforcenent plate is on the opposite side of a
single substrate froma hub portion. Accordingly, since al
the limtations of independent claim®6 are not suggested by the
applied prior art, we cannot sustain the Exam ner’s rejection
of independent claim6 and clainms 7 and 8 whi ch depend
t herefromunder 35 U.S.C. § 103.

In summary, we have not sustained any of the Exam ner’s
rejections of appealed clains 1-8. Therefore, the decision of
the Exam ner rejecting clains 1-8 is reversed.

REVERSED

JOSEPH F. RUGAE ERO
Adm ni strative Patent Judge

KENNETH W HAI RSTON )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
ERROL A. KRASS ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)

irg
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Philip M Shaw, Jr.
Li mbach and Li nbach
2001 Ferry Buil ding
San Francisco, CA 94111
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