THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the
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ON BRI EF

Before MARTI N, BARRETT and RUGE ERO, Admi ni strative Patent
Judges.

RUGE ERO, Adnini strative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe final rejection of
claims 1, 3, 4, and 6-8, which constitute all the clains in
the application. Cdainms 2 and 5 have been cancel ed.

The clainmed invention relates to a nethod and a

configuration for reducing stray light errors in a particle

! Application for patent filed July 6, 1994.
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monitor. A laser beamis passed through a nonitoring region
and a lens is positioned to collect scattered |ight.
Appel l ants state at page 4 of the specification that the | ens
is positioned so that the lens focus is centered on the |aser
beam permtting light to enmerge fromthe |lens as parallel
rays. A filter is positioned at a preferential angle of

i nci dence to produce maxi numtransm ssion of a selected |aser
beam wavel ength at the preferred angl e of incidence as
illustrated in Figures 2 and 3 of the draw ngs.

Claiml1l is illustrative of the invention and reads as
fol |l ows:

1. A nmethod for reducing errors due to stray light in a
particle nonitor, said particle nonitor detecting |ight
scattered froma | aser beam by particles, said nethod
conpri si ng:

positioning a lens in said particle nonitor to coll ect
said light scattered fromsaid | aser beam said |ens
positioned such that a focus of said lens lies on said | aser
beam so that said light scattered fromsaid | aser beam
energes fromsaid | ens as parallel rays;

positioning a filter to filter said parallel rays, said
filter having a preferential angle of incidence, wherein said
filter provides maxi mnumtransm ssion of a selected wavel ength

of said | aser beam at said angle of incidence; and

positioning a detector to receive said filtered parallel
rays.
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The Exam ner relies on the follow ng reference:
Rabl 4,074,939
Feb. 21, 1978

Clainms 1, 3, 4, and 6-8 stand rejected under 35 U.S.C. §
103 as unpatentabl e over Rabl.

Rat her than reiterate the argunments of Appellants and the
Exam ner, reference is made to the Briefs? and Answer for the
respective details thereof.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejection advanced by the Exam ner and the
evi dence
of obviousness relied upon by the Exam ner as support for the
rejection. W have, |ikew se, reviewed and taken into
consi deration, in reaching our decision, Appellants’
argunents set forth in the Briefs along with the Exam ner's
rationale in support of the rejection and argunents in

rebutt al

2 The Appeal Brief was filed April 8, 1996. In response
to the Exam ner's Answer dated July 23, 1996, a Reply Brief
was filed August 12, 1996 which was acknow edged and entered
by the Exam ner wi thout further comrent on August 23, 1996.
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set forth in the Examner's Answer. It is our view, after
consideration of the record before us, that the collective
evidence relied upon and the level of skill in the particular
art woul d not have suggested to one of ordinary skill in the
art the obviousness of the invention as set forth in clains 1,
3, 4, and 6-8. Accordingly, we reverse.

In rejecting clains under 35 U . S.C. § 103, it is
i ncunbent upon the Exam ner to establish a factual basis to
support the |l egal conclusion of obviousness. See In re Fine,
837 F.2d 1071, 1073, 5 USP2d 1596, 1598 (Fed. Cir. 1988). In
SO
doi ng, the Exami ner is expected to nmake the factual determ

inations set forth in Gahamyv. John Deere Co., 383 U.S. 1

17, 148 USPQ 459, 467 (1966), and to provide a reason why one
having ordinary skill in the pertinent art would have been | ed
to

nodi fy the prior art or to conbine prior art references to
arrive

at the clained invention. Such reason nust stem from sone

t eachi ng, suggestion or inplication in the prior art as a

whol e
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or know edge generally available to one having ordinary skill
in

the art. Uniroval Inc. v. Rudkin-WIley Corp., 837 F.2d 1044,

1051, 5 USPQ2d 1434, 1438 (Fed. GCr.), cert. denied, 488 U S.

825 (1988); Ashland GQl, Inc. v. Delta Resins & Refractories

lnc., 776 F.2d 281, 293, 227 USPQ 657, 664 (Fed. G r. 1985),

cert. denied, 475 U. S. 1017 (1986); ACS Hospital Systens, Inc.

V.

Montefiore Hospital, 732 F.2d 1572, 1577, 221 USPQ 929, 933

(Fed.
Cir. 1984). These show ngs by the Exam ner are an essenti al
part

of conplying wwth the burden of presenting a prima facie case

of

obvi ousness. Note In re Cetiker, 977 F.2d 1443, 1445, 24

UsPQd
1443, 1444 (Fed. Gir. 1992).

Wth respect to independent clains 1 and 4, as the basis
for the obviousness rejection, the Exam ner has proposed to
nodi fy Rabl by substituting a | aser source for Rabl's |ight
sour ce- nonochr omat or conbi nation, asserting the functional
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equi val ence of the two sources. As correctly pointed out by
t he Exam ner at page 4 of the Answer, Appellants have not
gquestioned this proposed nodification of the Rabl reference.
Rat her, Appellants' sole point of contention with respect to
i ndependent clains 1 and 4 centers on the recited
"preferential angle of incidence" characteristic of the
clainmed filter. The relevant portion of claim1l reads as
fol |l ows:
positioning a filter to filter said

parallel rays, said filter having a

preferential angle of incidence, wherein

said filter provides maxi numtransm ssion

of a selected wavel ength of said |aser

beam at sai d angl e of incidence;

The Exam ner contends that the description and Figure 1
illustration in Rabl of light entering the filter F, at an
angl e of 90 degrees neets the clained Iimtation since, in the
Exam ner's view, a preferential angle of incidence can be any
angl e including ninety degrees (Answer, page 4). In response,
Appel l ants argue at page 10 of the Brief that the term
"preferential” in the clainmed context clearly connotes that a

certain angle of incidence is chosen over other angles unlike

Rabl whose description is silent as to the selection of the
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illustrated 90 degree angle of incidence. After careful
review of the argunents of record and of the Rabl reference,
we are in agreenent with Appellants. It is axiomatic that, in
proceedi ngs before the PTO, clainms in an application are to be
gi ven their broadest reasonable interpretation consistent with
t he specification, and that clai mlanguage should be read in
light of the specification as it would be interpreted by one

of ordinary skill in the art. 1n re Sneed, 710 F.2d 1544,

1548, 218 USPQ 385, 388 (Fed. Cir. 1983). In our view, there
is nothing in the disclosure of Rabl to support the
interpretation that the illustrated 90 degree angl e of

i ncidence is a chosen or "preferred" angle of incidence. As
to the Exam ner's suggestion that even a filter which filters
light the same for all angles would neet the clained
"preferential” angle feature, it is our view that such
interpretation is clearly unwarranted in view of the accepted
meaning of the term"preferential". W agree with Appellants
that such a broad interpretation essentially nullifies any
meani ng attached to the term"preferential” which on its face
must be interpreted to nean at the very | east "one or sonme but
not others.” Wiile we agree that the term"preferential” in
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the present context does not require a "narrow band" filter as
t he Exam ner suggests that Appellants' argunents inply, it is
quite clear that the term"preferential" requires sonething
nore than the O to 180 degree filter suggested by the

Exam ner .

Further, even assum ng arguendo, that the 90 degree angle
of incidence in Rabl could be considered a "preferential"”
angle, there is no disclosure in Rabl of the maxi num
transm ssion of a selected wavel ength at the preferred angl e,
a feature in both of independent clainms 1 and 4. The Exam ner
has cited a passage from Rabl (colum 6, |ines 42-45) as
support for the position that this feature is nmet by Rabl.
However, this excerpt fromRabl is concerned nerely with a
description of the cut-off of excitation |light and the
concomtant transm ssion of em ssion |light and, in our view,
falls well short of describing the clained nmaxi mnum
transm ssion of a selected wavel ength at a preferred angl e of
i nci dence.

In conclusion, with respect to independent clains 1 and
4, it is our opinion that the Exam ner's factual findings are
not supported by the record in this case, and the Exam ner's
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rejection has failed to appropriately establish a prim facie

case of obviousness. Since all the |imtations of independent
clains 1 and 4 are not suggested by the applied prior art, we
cannot sustain the Exam ner's rejection of appealed clains 3

and
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6-8 whi ch depend therefrom under 35 U. S.C. § 103.
Accordingly, the Examner's rejection of clainms 1, 3, 4, and
6-8 is reversed.

REVERSED

JOSEPH F. RUGE ERO
Adm ni strative Patent Judge

JOHN C. MARTI N )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
LEE E. BARRETT ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)

jrg
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Edward C. Kwok

Skj erven, Mrrill, MacPherson
Franklin & Fri el

25 Metro Drive Suite 700

San Jose, CA 95110
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