TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was
not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.
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ON BRI EF

Bef ore PAK, ONENS and KRATZ, Adninistrative Patent Judges.

KRATZ, Adnministrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final

rejection of clainms 46-57, 59, 61 and 63-65. Cains 58, 60

1 Application for patent filed Cctober 7, 1993.
According to appellant, this application is a continuation of
Application No. 07/780,060 filed Cctober 21, 1991, now
abandoned.
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and 62, which are all of the remaining clains pending in this

application, stand objected to as bei ng dependent upon a

rejected base claim(answer, page 2).

BACKGROUND

The appellant's invention relates to a nethod of form ng
a panel nmenber useful in an autonobile. An understanding of
the invention can be derived froma readi ng of exenplary
clains 46 and 59, which are reproduced bel ow.

46. A nmethod of producing an essentially self-supporting
stratiformarticle usable as an interior autonotive panel,
conprising the steps of:

di sposing a pre-forned, contoured |am nate insert
conprising a generally flexible outer cover and an inner
thernoplastic layer in a female nold shaped in conformty with
the outer cover of the insert, with the outer cover disposed
in conformty with the femal e nold but having an exposed edge
portion; and

injection nolding a thernoplastic polynmer conposition
that is substantially conpatible with the inner thernoplastic
| ayer into a nold cavity formed by a male nold and the fenal e
nmol d containing the insert so that the thernoplastic
conposition substantially fills the cavity, contacts the
t hernopl astic |ayer and interfuses therewith, and the
t her nopl astic pol ymer conposition contacts and covers the
exposed edge portion of the insert on its front, back and
edge;

al l owi ng the thernopl astic polynmer conposition to
solidify, thereby formng a substrate which is interbonded to
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the inner thernoplastic |layer of the insert, and having a
recess in which the edge portion of the insert is disposed,
wherein the insert covers only a portion of an outer surface
of the substrate, the substrate and insert together formng a
panel nenber; and

removi ng the panel nenber fromthe nold cavity.

59. A nmethod of producing an essentially self-supporting
stratiformarticle usable as an interior autonotive panel,
conprising the steps of:

di sposing a pre-forned, contoured |am nate insert
conprising a generally flexible outer cover consisting
essentially of a material selected froma textile material and
a leather, and an inner thernoplastic shielding layer, in a
femal e nold shaped in conformty with the outer cover of the
insert, with the outer cover disposed in conformty with the
femal e nol d;

then injection nolding a thernoplastic pol yner

conposition that is substantially conpatible with the inner

t hernopl astic shielding layer into a nold cavity forned by a
mal e nold and the female nold containing the insert so that
the thernoplastic conposition substantially fills the cavity,
contacts the thernoplastic shielding |layer and interfuses
therewith, the thernoplastic shielding |layer acting as a
perneation barrier for the thernoplastic polynmer conposition;

all owi ng the thernoplastic polynmer conposition to
solidify, thereby formng a substrate which is interbonded to
the shielding Iayer of the insert, the substrate and insert
t oget her form ng a panel nenber; and

renmovi ng the panel nenber fromthe nold cavity.
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The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Mrello et al. (Mrello) 4, 307, 058 Dec.
22, 1981
Br ee 4,481, 160 Nov.
06, 1984
Eur opean Pat ent Application 0 326 408 Aug. 02,
1989

(Uchi yanma)

Clains 46-57, 59, 61 and 63-65 stand rejected under 35
U S.C. 8 103 as being unpatentable over Mdurello in view of

Bree and Uchi yansa.

OPI NI ON
Upon careful consideration of the opposing argunents
presented on appeal, we concur with appellant that the applied
prior art fails to establish a prim facie case of obviousness
of the claimed subject matter. Accordingly, we will not
sustain the exam ner's rejections.
In rejecting clains under 35 U . S.C. 8§ 103, the exam ner

bears the initial burden of presenting a prima facie case of
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obvi ousness. See Inre Rijckaert, 9 F.3d 1531, 1532, 28

UsP2d 1955, 1956 (Fed. Cir. 1993). Furthernore, the

conclusion that the clainmed subject matter is prima facie

obvi ous nust be supported by evidence, as shown by sone
objective teaching in the prior art or by know edge generally
avai l able to one of ordinary skill in the art that woul d have
l ed that individual to conbine the rel evant teachings of the
references to arrive at the clained invention. See |ln re
Fine, 837 F.2d 1071, 1074, 5 USPQ2d 1596, 1598 (Fed. Cr
1988) .

The exam ner relies on Morello for the teaching of
pl aci ng an applique (15, fig. 3) in a nolding cavity prior to
injection nolding a base material (11) in the formation of a
panel. The exam ner notes that Mrello discloses formng nore
| ayers on the "resultant panel"” (answer, page 3). Morello
does not teach that the applique as placed in the nold
conprises nore than one | ayer. Moreover, the exam ner
acknow edges that Morell o does not expressly disclose covering
t he exposed edge portion of the applique (insert) on its
front, back and edge as called for in claim46 (answer, pages

5 and 6).
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Bree di scl oses a nethod of producing a decorative enbl em

using a nmulti-step casting nethod for encapsulating a foil in
plastic material, the foil, for exanple, being inserted and
pressed into a bezel base that is previously covered with
plastic material so that the plastic material forns a bead
around t he upper periphery thereof (colum 2, lines 20-60).
O her nmethods of using plastic material, the foil, and bezel
in form ng a decorative enblemare al so disclosed (colum 3,
lines 9-35).

Uchi yama (colum 2, line 36 through colum 3, line 11)

di scl oses a nethod of formng a nultilayered nolding that

i ncludes the steps of bringing a nulti |ayer sheet or film
including an internedi ate foaned | ayer or a single layer film
into contact with a nold inner surface, clanping the nold, and
injecting synthetic resin into the nold to formthe conposite
product nolding. The various |ayers are conprised of
specified resins with the outer |ayer including a rubber
material. The resultant product may be used in autonobile
parts.

According to the exam ner (answer, page 4), it would have
been obvious to use a nulti layer lamnate in the process of
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Morell o (presumably as the applique thereof) and to
"encapsul ate the ends of the decorative film" Appellant
argues, in effect, (brief, pages 10-13) that the exam ner has
not established how the subject matter defined by the appeal ed
clains can be arrived at fromthe applied references

teachi ngs without the application of inpermssible hindsight
reasoning. On this record, we agree wth appell ant.

Wth regard to claim46 and the cl ai ns dependi ng
therefrom the exam ner has not adequately explained how the
cited art would have reasonably suggested a nodification to
the process of Mirello to include the use of a preforned,
contoured | am nate having both a flexible outer cover and an
i nner thernoplastic |layer with an exposed edge portion as a
nmol d insert (applique) wherein the insert covers only a
portion of an outer surface of the substrate formed in the
injection nmold and includes an exposed edge portion that is
covered on its front, back and edge by the injection nolded
polymer. In this regard, we note that Uchiyam, which is
relied upon by the exam ner for showi ng the use of a multi
| ayer filmpositioned in a nold before injection nolding, does
not teach the provision of an exposed edge portion of the
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mul ti layer filmbeing covered on its front, back and edge

wi th polynmer during the injection nolding step so as to cover
only a portion of the substrate fornmed in the injection nold.
Rat her, Uchi yama teaches using a nulti layer filmto "cover

t he opening portion of the cavity" (page 5 and figure 1),

whi ch would result in the substrate forned in the nold being
covered with the nulti layer filmas apparently intended by
Uchi yama to obtain a desired surface layer. Additionally, it
is our opinion that the teachings of Bree regarding the

m gration of plastic around the edges of a foil in the

manuf acture of a decorative enblemusing a preforned bezel to
which the foil is thereby bonded woul d not have suggested a
nodi fication of the injection nolding process of Mrello as
suggested by the exam ner.

The exam ner apparently appreciates that the |am nate
insert called for in claim59 requires an outer cover made of
| eather or textile material (answer, page 7); however, the
nmere assertion by the exam ner that such materials are known
(answer, page 7) does not adequately explain how the exam ner
considers that it would have been obvious to formthe applique
of Morello wth separate inner and outer |ayers as called for
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by claim59. 1In this regard, we also note that the relied on
Uchi yama reference does not disclose or suggest the use of
| eather or textile materials for formng the outer |ayer of a
multi layer filmplaced in the nold, but rather specifically
calls for resinous materials and rubber as the outer |ayer
t hereof (page 3, |ines 24-59).

From the above, it is not clear how the teachings of
Uchi yama and Bree woul d have suggested nodifications of the
process of Morello to arrive at the clained invention herein.
Here, the nost that can be concluded fromthe collective
teachings of the applied references is that it m ght have been
obvi ous for one of ordinary skill in the art to try selecting
a nulti layer preforned |lam nate as the applique to be used in
the process of Mirello as generally taught by Uchiyama. O
course, it is by now well settled that such is not the proper
standard for determ ni ng obvi ousness under 35 U. S.C. § 103.
In this regard, our court of review has nmade cl ear that
"obvious to try" is not the correct standard for determ ning

obvi ousness under 35 U . S.C. 8 103. See In re O Farrell, 853

F.2d 894, 903-04, 7 USPQ2d 1673, 1681 (Fed. Gr. 1988). In

our view, the exam ner has not furnished an adequate
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evidentiary foundation fromwhich a conclusion of obviousness
can be reached.

Accordingly, we are constrained to reverse the rejection
of the appealed clains under 35 U.S.C. 8 103 because the
exam ner has sinply failed to neet his burden of establishing
an evidentiary record to establish a prima facie case of
obvi ousness of the clained subject matter as a whole within

t he meaning of 35 U.S.C. § 103.
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CONCLUSI ON

To summari ze, the decision of the exam ner to reject
clainms 46-57, 59, 61 and 63-65 under 35 U.S.C. 8 103 as being
unpat ent abl e over Morello in view of Bree and Uchiyama is

rever sed

REVERSED

CHUNG K. PAK
Adm ni strative Patent Judge

BOARD OF PATENT

TERRY J. OWENS APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

PETER F. KRATZ
Adm ni strative Patent Judge
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