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The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the
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ON BRI EF

Bef ore BARRETT, KRASS, and RUGE ERO, Admi ni strative Patent
Judges.

RUGE ERO, Adnini strative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe final rejection of
claims 1-4, all of the clains pending in the present
application. An anendnent after final rejection was filed May
25, 1995 which was denied entry by the Exam ner.

The clainmed invention relates to a gradient index |ens

assenbly fornmed of a plurality of |lens arrays which are joined

! Application for patent filed Septenber 29, 1994.
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toget her end-to-end to forman extended linear array. Each
array has two staggered rows of optical fibers extending al ong

the I ength of each array.

Caimlis illustrative of the invention and reads as
foll ows:
1. A gradient index |ens array assenbly conprising a

plurality of linear gradient index |ens arrays, each array
having two staggered rows of optical fibers extending al ong
the |l ength of each array, each array connected in a staggered
end-to-end configuration form ng an extended | ength |inear
array assenbly.

The Exami ner relies on the follow ng reference:
Yamani shi et al. (Yamanishi) 4,742, 240
May 03, 1988

Claims 1-4 are rejected under 35 U. S.C. §8 103 as being
unpat ent abl e over Yanmani shi . Rat her than reiterate the
argunments of Appellant and the Exam ner, reference is made to

the Briefs? and Answer for the respective details.

OPI NI ON

2 The Appeal Brief was filed Septenber 28, 1995. In
response to the Exam ner’s Answer dated January 29, 1996, a
Reply Brief was filed February 20, 1996 which was acknow edged
and entered by the Exam ner w thout further comment on May 6,
1996.
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We have carefully considered the subject natter on
appeal, the rejections advanced by the Exam ner and the
evi dence
of obvi ousness relied upon by the Exam ner as support for the
rejections. W have, |ikew se, reviewed and taken into
consi deration, in reaching our decision, Appellant’s
argunments set forth in the Briefs along with the Exam ner's
rational e in support of the rejections and argunents in
rebutt al
set forth in the Examner's Answer. It is our view, after
consi deration of the record before us, that the collective
evi dence relied upon and the level of skill in the particular
art woul d not have suggested to one of ordinary skill in the
art the obviousness of the invention as set forth in clains 1-
4. Accordingly, we reverse.

In rejecting clainms under 35 U.S.C. 8§ 103, it is
i ncunbent upon the Examiner to establish a factual basis to
support the legal conclusion of obviousness. See In re Fine,
837 F.2d 1071, 1073, 5 USPQ@d 1596, 1598 (Fed. Cir. 1988). In
SO

doi ng, the Exami ner is expected to make the factua
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deternmi nations set forth in G ahamv. John Deere Co., 383 U.S.

1,

17, 148 USPQ 459, 467 (1966), and to provide a reason why one
having ordinary skill in the pertinent art would have been | ed
to

nodi fy the prior art or to conbine prior art references to
arrive

at the clainmed invention. Such reason nust stemfrom sone
teachi ng, suggestion or inplication in the prior art as a
whol e

or know edge generally available to one having ordinary skil
In

the art. Uniroyal Inc. v. Rudkin-WIley Corp., 837 F.2d 1044,

1051, 5 USP@d 1434, 1438 (Fed. Cr.), cert. denied, 488 U S.

825

(1988); Ashland G 1, Inc. v. Delta Resins & Refractories,

I nc.,

776 F.2d 281, 293, 227 USPQ 657, 664 (Fed. Gr. 1985), cert.

deni ed, 475 U. S. 1017 (1986); ACS Hosp. Sys., lnc. V.

Montefiore Hosp., 732 F.2d 1572, 1577, 221 USPQ 929, 933 (Fed.




Appeal No. 97-0126
Application No. 08/314, 749

Cir. 1984). These showi ngs by the Exami ner are an essentia
part

of conplying with the burden of presenting a prinma facie case

of

obvi ousness. Note In re Cetiker, 977 F.2d 1443, 1445, 24

usPQ2d
1443, 1444 (Fed. Cir. 1992).

Wth respect to apparatus clains 1-3, the Exam ner seeks
to nodify the | ens arrangenent of Yamani shi by suggesting the
obvi ousness of staggering the disclosed |lens array in the
| engt hwi se direction. In the Examiner’s view, it would be a
matter of obvious design choice to do so since Appellant has
not di scl osed any purpose for such staggered configuration.

In response, Appellant (Reply Brief, page 2) challenges
this basis for the Exam ner’s obvi ous design choi ce concl usion
by referring to pages 1 and 6 of the specification which
descri bes how the clainmed staggered | ens array assenbly with
optically stitched outputs enables the copying of extra w de
docunments. In addition, Appellant contends that Yanani sh
di scl oses only a conventional single |lens array arrangenent

with staggered rows of optical fibers and offers no

5
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suggestion to conbine a plurality of lens arrays into a
st aggered assenbly as cl ai ned.

Upon careful review of Yamanishi, we are in agreenent
with both of the above argunents of Appellant. The Exam ner’s
questioning of the purpose of Appellant’s staggered |ens
assenbly does not address the issue of obviousness. The
concl usion that such arrangenent is a matter of obvious design
choi ce, as suggested by the Exam ner, is not supported by any
evi dence of record. W further agree that the portion of the
di scl osure of Yamanishi relied on by the Exam ner teaches only
a single lens array with no suggestion that a plurality of
such arrays could be coupled together, let alone in the
staggered configuration as clainmed. Although not nentioned by
the Exam ner, we do note that the enbodinent illustrated in
Figure 14 of Yanmani shi has an assenbly of two |lens arrays. As
evident fromthe Figure 14 illustration and acconpanyi ng
di scl osure, however, the assenbled arrays are in a side-by-

side configuration instead of staggered end-to-end as cl ai ned.

Wth respect to nmethod claim4, we note that the Exam ner

has never addressed the limtations contained in the recited

6
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nmet hod steps. The Exanminer’s sole basis for the rejection of
this claimappears to be a reference to a portion of Yamani shi
which relates to a nethod of reading a docunent image and not
to an assenbling nethod for a lens as clained. Since the
Exam ner has not addressed the particulars of this claim we
are constrained, on the record before us, to agree with
Appel l ant’ s contention that none of the clainmed nethod steps
of formng a |lens array assenbly are taught or suggested by
Yamani shi .

Since it is our opinion, for at |east the reasons
di scussed above, that the Examiner has failed to establish a

prinma facie case of obviousness with respect to clains 1-4 we

can not sustain the Examner’'s 35 U . S.C. 8§ 103 rejection of
claims 1-4. Accordingly, the Exam ner’s decision rejecting
clainms 1-4 is reversed.

REVERSED

ERROL A. KRASS
Adm ni strative Patent Judge

BOARD OF PATENT
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AND
| NTERFERENCES

Adm ni strative Patent Judge

JOSEPH F. RUGE ERO
Adm ni strative Patent Judge
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