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This is a decision on appeal fromthe final rejection of
claims 1, 3-7, and 9-12, all of the clains pending in the
present application. Cains 2 and 8 have been cancel ed.

The clained invention relates to a nethod and appar at us
for automatically changing the resolution setting of an inmge
recordi ng devi ce when storage capacity will not permt the
storing of inmages at an existing resolution setting. Mre
particularly, Appellants indicate at pages 2 and 3 of the
specification that, after an anount of avail able nenory space
is determined, the inage resolution is automatically sw tched
froma high resolution to a | ow resolution when the avail abl e
menory space is above a first predeterm ned | evel and bel ow a

second predeterm ned | evel.

Caimlis illustrative of the invention and reads as
foll ows:
1. A nethod for handling different resolution inmages in an

el ectronic i magi ng device having a plurality of resolution
settings, conprising the steps of:

determ ning avail able nmenory in a nenory neans;

automatically swtching the resolution of the inmaging
device froma high resolution to a | ow resol uti on when
avai l abl e nenory is above a first predeterm ned |evel and
bel ow a second predeterm ned | evel;
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formng an image with the selected resol ution setting;
storing said image in said nenory neans; and displaying at
| east the selected resolution setting and the nunber of inages
that can be further stored in said nenory neans for the
sel ected resolution setting.

The Exam ner relies on the followng prior art:

Sakata et al. (Sakata) 5, 105, 284 Apr. 14,
1992
Sakai et al. (Sakai) 5, 285, 290 Feb. 08,
1994

Claims 1, 3-7, and 9-12 stand finally rejected under 35
U S.C. 8§ 103 as being unpatentable over Sakai in view of
Sakat a.

Rat her than reiterate the argunents of Appellants and the
Exam ner, reference is made to the Briefs? and Answer for the
respective details thereof.

OPI NI ON

We have carefully considered the subject matter on

appeal, the rejection advanced by the Exam ner and the

evi dence

2 The Appeal Brief was filed March 4, 1996. |In response
to the Exam ner’s Answer dated May 21, 1996, a Reply Brief was
filed July 22, 1996 which was acknow edged and entered by the
Exam ner wi thout further coment on August 7, 1996.
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of obviousness relied upon by the Exam ner as support for the
rejection. W have, |ikew se, reviewed and taken into
consi deration, in reaching our decision, Appellants’
argunents set forth in the Briefs along with the Exam ner's
rationale in support of the rejection and argunents in
rebutt al
set forth in the Examner's Answer. It is our view, after
consi deration of the record before us, that the collective
evidence relied upon and the level of skill in the particular
art woul d not have suggested to one of ordinary skill in the
art the obviousness of the invention as set forth in clainms 1,
3-7, and 9-12. Accordingly, we reverse.

In rejecting clains under 35 U . S.C. § 103, it is
i ncunbent upon the Exam ner to establish a factual basis to
support the |l egal conclusion of obviousness. See In re Fine,
837
F.2d 1071, 1073, 5 USPQ2d 1596, 1598 (Fed. Cir. 1988). 1In so
doi ng, the Exami ner is expected to nmake the factual

determ nations set forth in G ahamv. John Deere Co., 383 U S

1
17, 148 USPQ 459, 467 (1966), and to provide a reason why one
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having ordinary skill in the pertinent art would have been | ed
to

nodi fy the prior art or to conbine prior art references to
arrive

at the clained invention. Such reason nust stem from sone

t eachi ng, suggestion or inplication in the prior art as a
whol e

or know edge generally available to one having ordinary skill
in

the art. Uniroval Inc. v. Rudkin-Wley Corp., 837 F.2d 1044,

1051, 5 USPRd 1434, 1438 (Fed. Cr.), cert. denied, 488 U.S.

825

(1988); Ashland G1l, Inc. v. Delta Resins & Refractories

| nc. ,

776 F.2d 281, 293, 227 USPQ 657, 664 (Fed. Gr. 1985), cert.

denied, 475 U. S. 1017 (1986); ACS Hospital Systenms, Inc. v.

Montefiore Hospital, 732 F.2d 1572, 1577, 221 USPQ 929, 933

(Fed.
Cir. 1984). These show ngs by the Exam ner are an essenti al

part
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of conplying wwth the burden of presenting a prima facie case

of

obvi ousness. Note In re Cetiker, 977 F.2d 1443, 1445, 24

usPQd
1443, 1444 (Fed. Cir. 1992).

Wth respect to independent clainms 1 and 7, the Exam ner
proposes to nodify the image storing system of Sakai by
relying on Sakata to supply the m ssing teaching of a display
whi ch di splays the selected resolution setting as well as the
nunber of images that can be further stored at the sel ected
resolution setting. In the Examner’s view, the skilled
artisan woul d have found it obvious to utilize the display
features of Sakata in the system of Sakai to provide a user
with a fast and readily understandabl e indication of nenory
capacity to enable evaluation of alternative operational
settings (Answer, page 6).

Wi | e Appell ants have nmade several argunents in response,
the primary thrust of the argunents centers on the alleged
deficiency of either Sakai or Sakata in disclosing the clainmed
feature of automatically changing a selected resolution
setting in response to an indication of insufficient menory
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capacity. W note that the relevant portion of independent
claiml1l (a simlar recitation in nmethod form appears in
i ndependent claim7) recites:
means for automatically changing the
resolution setting fromhigh to | ow
when the avail able nenory in the storing
means i s above a first predeterm ned |evel
and bel ow a second predetern ned | evel;
The Exam ner contends (Answer, page 4) that the system of
Sakai which reduces the magnification or size of an inmage on
an indication of insufficient nenory capacity inherently
results in a reduction in resolution since the nunber of
pi xel s used to represent the image data is reduced.

Upon careful review of the Sakai reference, however, we
are in agreenent with Appellants’ stated position in the
Briefs that the Exam ner’s attenpt to equate a reduction in
size of an image with a reduction in resolution is in error.
In our view, Appellants are correct in their assertion that
resolution relates to the quality of an inmage, i.e., the
anount of data contained in a unit area of an inage. A
reduction in imge size, as in Sakai, reduces the total anount

of data used to represent an imge but the amount of data in a

unit area remains the sane.
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The Exam ner has further argued the functional
equi val ence of resolution reduction and size reduction by
asserting the end result of reduced data to represent an inage
in both cases. However, even assum ng arguendo that this was
correct, such a position does not address the question of the
obvi ousness of choosi ng one approach instead of the other.
The Exam ner’s concl usion (Answer, page 4) that the skilled
artisan woul d have found it obvious to reduce the resolution
of an image instead of the size or magnification in Sakai
si nce both approaches result
in total data reduction of a displayed inmage is totally
wi t hout support on the record. W are not inclined to
di spense with proof by evidence when the proposition at issue
is not supported by a teaching in a prior art reference,
comon know edge or capabl e of unquestionabl e denonstration.
Qur reviewi ng court requires this evidence in order to

establish a prima facie case. I n re Knapp-Mnarch Co., 296

F.2d 230, 232, 132 USPQ 6, 8 (CCPA 1961); In re Cofer, 354

F.2d 664, 668, 148 USPQ 268, 271-72 (CCPA 1966).
Since all of the claimlimtations are not taught or
suggested by the applied prior art, it is our opinion that the
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Exam ner has not established a prima facie case of obvi ousness

with respect to the clains on appeal. Accordingly, we do not
sustain the Examner’'s 35 U. S.C. 8§ 103 rejection of
i ndependent clains 1 and 7, nor of clainms 3-6 and 9-12

dependent t hereon.
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Therefore, the Examner’'s decision in rejecting clains 1, 3-7,

and 9-12 is reversed.

REVERSED

STANLEY M URYNOW CZ JR
Adm ni strative Patent Judge

M CHAEL R FLEM NG
Adm ni strative Patent Judge

JOSEPH F. RUGE ERO
Adm ni strative Patent Judge
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