TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not
written for publication in a law journal and (2) is not binding
precedent of the Board.
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! Application for patent filed Decenber 2, 1993.
According to appellant, this application is a National stage
application under 35 U.S.C. § 371 of PCT/EP92/01174, filed My
25, 1992.
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DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina
rejection of clainms 11 through 24, which are all of the clains
pending in this application.

The appellant's invention relates to a pol e-changi ng
asynchronous fan notor with a continuously adjustable speed of
rotation. Caiml1l is illustrative of the clained invention,
and it reads as foll ows:

11. A device conprising:

a) a pol e-changi ng asynchronous notor for driving a fan; and

b) a regul ating device coupled with said notor and adapted
to continuously adjust a speed of rotation of said notor,

within a predeterm ned speed range by decreasing a

vol tage supplied to said notor

The prior art references of record relied upon by the
exam ner in rejecting the appeal ed clains are:

Deneter et al. (Deneter) 4,928, 051 May 22, 1990

Vi andon FR 2, 607, 187 May 27, 1988
(French patent application)

Cainms 11 through 21, 23, and 24 stand rejected under
35 U.S.C. 8 112, second paragraph, as omtting essentia

el enents or steps.
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Claim 1l stands rejected under 35 U S.C. 8§ 102(b) as
bei ng antici pated by Deneter or Viandon.

Clainms 12 through 24 stand rejected under 35 U. S.C. 8§ 103
as bei ng unpatentabl e over Deneter.

Ref erence is nade to the Exami ner's Answer (Paper No. 13,
mai | ed February 7, 1996) for the exam ner's conpl ete reasoning
in support of the rejections, and to the appellant's Brief and
Suppl enental Brief (Paper Nos. 12 and 17, filed Novenber 8,
1995 and April 7, 1999, respectively) and Reply Brief (Paper
No. 14, filed April 2, 1996) for the appellant's argunents
t her eagai nst .

OPI NI ON

As a prelimnary natter, we note that appellant indicates
on page 4 of the Brief and page 2 of the Reply Brief that the
clainms do not stand or fall together but rather fall into
three groups, (1) claiml1, (2) clains 2 through 21, 23, and
24, and (3) claim?22. Appellant's argunments are consi stent
with this grouping except as to clainms 23 and 24, which do not
include the limtation argued for group 2. As appellant has
not separately argued the Ilimtations of clains 23 and 24, we
will treat themas standing or falling with claiml.
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Accordingly, we will consider clains 1, 2, and 22 as
representative of the three groups, respectively, with clains
23 and 24 standing or falling with claim1 and clains 3
through 21 standing or falling wth claim 2.

We have carefully considered the clains, the applied
prior art references, and the respective positions articul ated
by the appellant and the exam ner. As a consequence of our
review, we will reverse the indefiniteness rejection of clains
11 through 21, 23, and 24; the anticipation rejection of claim
11 over Viandon; and the obviousness rejection of clains 12
through 22; and affirmthe anticipation rejection of claim11l
over Deneter and the obviousness rejection of clainms 23 and 24
over Deneter.

Claimll recites "a regulating device . . . adapted to
conti nuously adjust a speed of rotation of said notor, within
a predeterm ned speed range by decreasing a vol tage supplied
to said notor." The exam ner rejects the clains as being
indefinite, stating (Answer, page 6) that "the clains omts
[sic] essential elenments or steps" because "one can not solely
operate a notor speed device by only 'decreasing a voltage
supplied to said notor." One nust recite the ability to
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i ncrease voltage or the notor could never run. The exam ner
al so explains (Answer, page 6-7), that the "difference of
interpretation [as to whether the speed is continuously
adjusted in part or all of the predeterm ned speed range] nay
have be [sic] the source of the above 112 rejection as well."

In response to the examner's allegation of
i ndefiniteness, appellant contends (Brief, page 5) that
"[c]laim1ll is directed to the feature of continuous
adjustability based on reducing the voltage below a certain
l evel ." Appellant points to the specification, stating
(Brief, page 5) that the scope of the clains is "clear when
interpreted in light of the specification.” The clains,
however, read that the regul ati ng device adjusts the speed by
decreasing the voltage, or rather that the speed changes with
the voltage, not that the continuous adjustability results
once the voltage is reduced below a certain |evel.

The difference between the clains and the specification,
along with appellant's argunent and the exam ner's reference
to a "difference of interpretation"” (see above), indicate to
us that the clains are not indefinite, as asserted by the

exam ner, but rather are m sdescriptive, as the specification
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does not support what is actually clained. As explained
above, appellant discloses that the speed becones conti nuously
adj ust abl e once the voltage is decreased below a certain
| evel , whereas the clains recite that the speed continuously
adjusts while lowering the voltage. Accordingly, we reverse
the rejection under 35 U . S.C. § 112, second paragraph, and
enter a new ground of rejection below under 35 U S.C. § 112,
first paragraph.

The exam ner further asserts that claim 1l is antici pated
by either Viandon or Deneter. The exam ner states (Fina
Rej ection, page 3):

Applicant also argues that '187 [Viandon] only

teaches step-wise adjustnent. Caim2 [sic, 12] as

wel | as nmany others of the present clains clearly

teaches that applicant's control is also stepw se.

Thus the exam ner believes that this reference

clearly anticipates claim11l. . . . Deneter et al

al so teaches a step wise control however once again

so does applicant. In claiml [sic, 11], it is

recited that within a first speed range the

adjustnent is continuous. In claim2 [sic, 12] it

is recited that [sic, for] part of the speed range

stepwi se adjustnent is performed. Therefor [sic] it

is clear that continuous adjustnent can be said to

be perforned by stepw se adj ustnent.
In other words, the exam ner states that neither reference

t eaches continuous adjustnent of the speed. The exam ner
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instead relies on an interpretation of the clains that is both
contrary to the normal neanings of the terns therein and al so
contrary to the specification to conclude that the stepw se
adj ustnent in each of the references neets the claim
limtation of continuous adjustnent. W disagree with the
exam ner's reasoni ng, and thus address the specifics of the
two references bel ow

Viandon is directed to an electric cooling fan for a
thermal engine, the fan being controlled by an asynchronous
notor. Viandon teaches (page 6) that "to obtain the range of
| oner speeds, all of the termnals [of the three-phase
el ectric notor] are connected to the network in the
appropriate order, in order to utilize the six poles of the
notor." However, Viandon shows in Figure 2 a three-phase
alternator and an invertor for changing the connections to
power three poles (for high speeds) or six poles (for |ow
speeds). Viandon clearly shows a stepw se adjustnent of the
speed of the fan. Nowhere does Viandon disclose or illustrate
a regulator for controlling the voltage of the notor to
conti nuously adjust the speed of the fan. Accordingly, we
cannot sustain the rejection of claim1l1l over Viandon.
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Wth respect to the second part of the exam ner's
anticipation rejection, Deneter discloses (colum 4, lines 1-
14):

The nethod further allows the notor to be
operated as a variabl e speed induction notor. This
may be acconplished by ... short-circuiting the
wi ndings in either the rotor or the stator upon
interruption of the operation of the correspondi ng
inverter. The notor may operate as an induction
not or upon such interruption
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The nmethod may additionally conprise the step of

mai nt ai ni ng the voltages of the currents

proportional to the rotational speed of the rotor.

Th!s enables the notor to nore readily devel op and

mai ntai n torque.

By short-circuiting the w ndings, the notor becones
asynchronous. Further, decreasing the voltages decreases the
rotational speed of the rotor, as the speed of the rotor is
proportional to the voltages of the currents. As claim1ll
does not preclude additional factors for adjusting the speed
of the notor, and Deneter teaches a step of nmintaining

vol tages proportional to the rotor speed, Deneter neets the
limtation of adjusting the speed of rotation of a pole-
changi ng asynchronous notor by decreasing the voltage
supplied. Accordingly, we find that Deneter does antici pate
claim1l. In addition, since clains 23 and 24 stand or fal
with claim1l, we also affirmthe obvi ousness rejection of
clainms 23 and 24.

Clainms 2 through 21 each require two speed ranges, one in
whi ch the speed is adjusted stepw se, and the other in which
the speed is adjusted continuously. Deneter discloses a
stepw se increase in speed when the notor is synchronous, and

a continuous adjustnent in the speed when the notor is
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asynchronous, but Deneter does not disclose two speed ranges,
one wth a continuous change in the speed and the other with a
stepwi se change in the speed, both for an asynchronous notor.
Accordingly, we nust reverse the obviousness rejection of
clainms 2 through 22.

Simlarly, claim?22 recites an upper speed range in which
the speed is adjusted stepwi se and a | ower speed range in
whi ch the speed is adjusted continuously. As previously
stated, Deneter does not disclose a continuous and a stepw se
speed range for an asynchronous notor. Therefore, we cannot
sustain the rejection of claim22.

Under the provisions of 37 CFR 8 1.196(b), we enter the
foll ow ng new ground of rejection against appellant's clains
11 through 21, 23, and 24:

Clainms 11 through 21, 23, and 24 are rejected under
35 U S.C 8§ 112, first paragraph, for the reasons expl ai ned

above.

CONCLUSI ON

The decision of the exam ner rejecting clains 11 through
21, 23, and 24 under 35 U.S.C. 8§ 112, second paragraph; claim
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11 under 35 U. S.C. § 102(b) over Viandon; and clainms 2 through
22 under 35 U.S.C. §8 103 is reversed. The decision of the
exam ner rejecting over Deneter claim 11l under 35 U S.C. §
102(b) and clains 23 and 24 under 35 U S.C. 8§ 103 is affirned.
A new ground of rejection of clainms 11 through 21, 23, and 24

under 35 U.S.C.
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8§ 112, first paragraph, has been added pursuant to provisions
of 37 CFR § 1.196(b).>2

Thi s deci sion contains a new ground of rejection pursuant
to 37 CFR 8§ 1.196(b)(anmended effective Dec. 1, 1997, by final
rule notice, 62 Fed. Reg. 53131, 53197 (Cct. 10, 1997), 1203
Off. Gaz. Pat. Office 63, 122 (Oct. 21, 1997)). 37 CFR §
1.196(b) provides that, "[a] new ground of rejection shall not
be considered final for purposes of judicial review"

37 CFR 8§ 1.196(b) al so provides that the appell ant,

WTH N TWO MONTHS FROM THE DATE OF THE DEC SI ON, nust exercise

one of the followng two options with respect to the new
ground of rejection to avoid term nation of proceedi ngs
(8 1.197(c)) as to the rejected clai ns:

(1) Submt an appropriate anendnent of the
clainms so rejected or a showing of facts relating to
the clains so rejected, or both, and have the nmatter
reconsi dered by the exam ner, in which event the
application wll be renmanded to the exam ner. .

(2) Request that the application be reheard
under 8 1.197(b) by the Board of Patent Appeals and
Interferences upon the same record. .

2 Appel I ant should note that the new ground of rejection
can be overcone fairly easily by anendi ng the | anguage of
claim1. For exanple, appellant could change "by decreasing a
vol tage supplied to said notor” to "once a voltage supplied to
said notor is decreased below a certain |level."
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No tinme period for taking any subsequent action in

connection with this appeal

§ 1.136(a).

APG cl m

AFFI RVED- | N- PART
37 CFR § 196(b)

LEE E. BARRETT
Adm ni strative Patent Judge

M CHAEL R. FLEM NG
Adm ni strative Patent Judge

ANl TA PELLMAN GROSS
Adm ni strative Patent Judge
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