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DECI S| ON ON APPEAL

This is a decision on the appeal under 35 U.S.C. § 134
fromthe examner’s rejection of clains 1-5, 7-14 and 16.
Clainms 6 and 15 have been indicated to contain allowable
subject matter. An anendnent after final rejection was filed
on April 24, 1996 and was entered by the exam ner.

The di scl osed invention pertains to a wiring hub for

i nterconnecting a plurality of network devices to forma | oca



area network. Specifically, the invention has a progranmabl e
swi t chi ng nechani sm having a plurality of ports correspondi ng
to each of the network devices. The sw tching nmechani sm
i nterconnects a programmably sel ectable set of said plurality
of ports together in any programmbly sel ectabl e ordered
sequence to forma ring network.

Representative claim1l is reproduced as foll ows:

1. Awring hub for interconnecting a plurality of
net wor k
conmponents to forma | ocal area network, each of said
plurality
of network conmponents capabl e of sending and/or receiving
di gital
comuni cations signals, said wiring hub conpri sing:

a data signal bus; and

a programmably controll ed sw tching nechani sm connect ed
to said data signal bus, said switching nmechani smincluding a
plurality of ports, wherein when said plurality of network
conmponents i s connected to said sw tching nechani sm each of
said plurality of ports is electrically coupled to a different
one of the plurality of network conponents so as to pass
di gital conmmunications signals to and receive digital
comuni cations signals fromthe network conponent to which it
i's coupl ed, said programmably controlled sw tching nechani sm
i nterconnecting a progranmmbly sel ectabl e set of said
plurality of ports together through said data signal bus and
i n any programmably sel ectabl e ordered sequence to forma ring
net wor k.

The exam ner relies on the follow ng references:

Mor an 4,032, 893 June 28, 1977
Pet er son 4,255,741 Mar. 10, 1981
Bl ount et al. (Blount) 4,633, 245 Dec. 30, 1986
Franaszek 4,845, 706 July 04, 1989

The follow ng rejections are before us on appeal:
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1. dains 1, 11-14 and 16 stand rejected under 35
UusS. C
8§ 103 as being unpatentabl e over the teachings of Peterson and
Franaszek.

2. Cains 2-4 stand rejected under 35 U.S.C. § 103 as
bei ng unpat ent abl e over the teachings of Peterson, Franaszek
and Mor an.

3. Cains 5 and 7-10 stand rejected under 35 U S.C. §
103 as bei ng unpat ent abl e over the teachings of Peterson,
Franaszek, Moran and Bl ount.

Rat her than repeat the argunents of appellants or the
exam ner, we make reference to the main brief and the answer
for the respective details thereof.

OPI NI ON

We have carefully considered the subject natter on
appeal, the rejections advanced by the exam ner and the
evi dence of obvi ousness relied upon by the exam ner as support
for the rejections. W have, |ikew se, reviewed and taken
into consideration, in reaching our decision, the appellants’

argunments set forth in the brief along wth the exam ner’s
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rationale in support of the rejections and argunents in
rebuttal set forth in the exam ner’s answer.

It is our view, after consideration of the record
before us, that the evidence relied upon and the |evel of
skill in the particular art would not have suggested to one of
ordinary skill in the art the obviousness of the invention as
set forth in clains 1-5, 7-14 and 16. Accordingly, we
reverse.

In rejecting clains under 35 U S.C. 8§ 103, it is
I ncunbent upon the exam ner to establish a factual basis to

support the | egal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USPQd 1596, 1598 (Fed. GCir. 1988).
In so doing, the exam ner is expected to nake the factua

determ nations set forth in Grahamv. John Deere Co., 383 U S.

1, 17, 148 USPQ 459, 467 (1966), and to provide a reason why
one having ordinary skill in the pertinent art would have been
led to nodify the prior art or to conbine prior art references
to arrive at the clainmed invention. Such reason nust stem
from sone teaching, suggestion or inplication in the prior art
as a whole or know edge generally avail able to one having

ordinary skill in the art. Uniroyal, Inc. v. Rudkin-W]|ey
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Corp., 837 F.2d 1044, 1051, 5 USPQRd 1434, 1438 (Fed. Cir.),

cert. denied, 488 U. S. 825 (1988); Ashland QI, Inc. v. Delta

Resins & Refractories, Inc., 776 F.2d 281, 293, 227 USPQ 657,

664 (Fed. Cir. 1985), cert. denied, 475 U S. 1017 (1986); ACS

Hosp. Sys.., Inc. v. Montefiore Hosp., 732 F.2d 1572, 1577, 221

USPQ 929, 933 (Fed. Gr. 1984). These show ngs by the
exam ner are an essential part of conplying with the burden of

presenting a prim facie case of obviousness. Note In re

Cetiker, 977 F.2d 1443, 1445, 24 USPQd 1443, 1444 (Fed. GCr
1992). If that burden is nmet, the burden then shifts to the

applicant to overconme the prima facie case with argunent

and/ or evidence. Obviousness is then determ ned on the basis
of the evidence as a whole and the relative persuasi veness of

the argunents. See |Id.; In re Hedges, 783 F.2d 1038, 1039,

228 USPQ 685, 686 (Fed. Cir. 1986); In re Piasecki, 745 F.2d

1468, 1472, 223 USPQ 785, 788 (Fed. Cr. 1984); and In re
Rinehart, 531 F.2d 1048, 1052, 189 USPQ 143, 147 (CCPA 1976).
Only those argunents actually nmade by appell ants have been
considered in this decision. Argunents which appellants could
have made but chose not to nmake in the brief have not been

consi dered [see 37 CFR
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8§ 1.192(a)].

Wth respect to sole independent claim1l, the exam ner
finds that Peterson substantially discloses the clained
i nvention except for the connecting of the data ports in any
programmabl e sel ect abl e ordered sequence to forma ring
network. Franaszek teaches a cross point switch which can be
programed to connect any device of a network to any ot her
devi ce of the network. The exam ner concludes that it would
have been obvious to nodify the sw tching nechani sm of
Pet erson to be progranmabl e as taught by Franaszek to obtain
configurability advantages [answer, pages 3-4].

Appel l ants only address the rejection with respect to
claim1, and they nake the follow ng argunents: 1) appellants
argue that Peterson does not disclose a data signal bus as
recited in claiml1; 2) appellants argue that Franaszek has no
suggestion of interconnecting a progranmmbly sel ectabl e set of
the plurality of ports together through the data signal bus
and in any programmably sel ectabl e ordered sequence to forma
ring network as recited in claiml1; and 3) appellants argue
that Franaszek teaches away fromthe clained invention and
woul d not be conbined with Peterson because Franaszek attenpts
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to avoi d interconnecting network conponents to forma ring
network [brief, pages 5-13].

Since we agree with at |east the second and third
argunments of appellants, we do not sustain the exam ner’s
rejection of clainms 1-5, 7-14 and 16. Even if the artisan
were to nodify Peterson’s sw tching mechanismto be
programmabl e as taught by Franaszek, the invention of claiml
does not result. Franaszek only teaches that one sel ected
devi ce can be progranmmably connected to any ot her sel ected
device. Although this would permt the conponents of
Franaszek to be connected to forma ring network, there is no
suggestion that such an interconnection should be inpl enented.
In fact, as appellants point out, the one configuration
Franaszek seeks to avoid is the pure ring network. The nere
fact that the prior art may be nodified in the manner
suggested by the exam ner does not nake the nodification
obvi ous unless the prior art suggested the desirability of the

nodi fication. |In re Fritch, 972 F.2d 1260, 1266, 23 USPQd

1780, 1783-84 (Fed. Cir. 1992); In re Gordon, 733 F.2d 900,

902, 221 USPQ 1125, 1127 (Fed. Cr. 1984). It is clear that

the collective teachings of Peterson and Franaszek woul d not
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|ead the artisan to i nterconnect a progranmmbly sel ectabl e set

of said plurality of ports together through said data signa

bus and in any prodgrammably sel ectabl e ordered sequence to

forma ring network.

Since we do not agree with the exam ner’s findings as
to what the applied prior art teaches, we do not agree with
the examiner’s rejection of claiml1l. Although the teachings
of Moran and Blount are additionally applied in the rejection
of sone of the appeal ed clains, these additional teachings do
not overcone the deficiency in the basic conbination discussed
above. Therefore, we do not sustain the rejection of any of
the appeal ed clains as fornul ated by the exam ner.

The decision of the exam ner rejecting clains 1-5, 7-
14 and 16 is reversed.

REVERSED

KENNETH W HAI RSTON
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS
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Adm ni strative Patent Judge

STUART S. LEVY
Adm ni strative Patent Judge
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