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The opinion in support of the decision being entered today
(1) was not witten for publication in a |aw journal and
(2) is not binding precedent of the Board.
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Bef ore MEI STER, ABRAMS and NASE, Adm ni strative Patent Judges.

MElI STER, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL
Tal mnadge W Liveoak (the appellant) appeals fromthe final
rejection of clains 1-14. Claim 15, the only other claimpresent

in the application, stands all owed.

lppplication for patent filed Decenber 20, 1994. According to
appel lant, this application is a Continuation-In-Part of design application
29/ 012,296 filed August 30, 1993, now U.S. Patent No. D353,573, issued
Decenmber 20, 1994.
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We REVERSE and, pursuant to our authority under the
provi sions of 37 CFR 8§ 1.196(b), enter a new rejection of clains
1, 8 and 9.

The appellant’s invention pertains to a hand-held paddle

that is particularly adapted for use wwth a small, shallow draft
recreational boat, such as a kayak. |Independent claim1l is
further illustrative of the appeal ed subject nmatter and reads as
fol | ows:

1. A hand paddl e conpri sing:

a paddl e bl ade of a length shorter than its wdth
and havi ng an upper side and a | ower side,

an extended-in-length brace having correspondi ng
upper and | ower sides as said paddle, with a
generally flattened end opposed from said paddl e
bl ade for bearing against a forearmof a user at a
poi nt near an el bow t hereof,

a first opening in said brace for receiving a hand
of a user, so that in use said upper side of said
paddl e bl ade bears agai nst a hand of the user, and
a | ower side of said brace bears against said
forearm

The references relied on by the exam ner are:

Mal m 2,109, 429 Feb. 22, 1938
Wi ppl e 2,745,119 May 15, 1956
G rden 3,529, 313 Sep. 22, 1970

Clainms 1, 2, 8 and 9 stand rejected under 35 U S.C. § 102(b)
as being anticipated by Malm
Clainms 3 and 10 stand rejected under 35 U S.C. § 103 as
2
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bei ng unpatentabl e over Mal min view of Wi pple.

Clains 4-7 and 11-14 stand rejected under 35 U . S.C. § 103 as
bei ng unpatentable over Malmin view of G rden

Each of the above-noted rejections is based on the
exam ner’s view t hat

the part of the paddle of MALM designated as the brace
- that part extending fromopening 5 to the left end in
figure 2 - has upper and |l ower sides and a generally
flattened end. The generally flattened end is forned
by the flat undersurface of the left end of the paddle.
The paddl e of MALM al so has the opening 5 for receiving
the hand of the user. Appellant may argue that the
exam ner is only speculating that the undersurface of

t he paddl e shown in figure 1 of MALM just above the
forearmw || bear against the forearmif the swimer’s
hand is pivoted upwardly by the force of the water, but
such an argunent ignores the dynam cs of the water
bei ng pushed by the paddle and the dynam cs of the

pi voting of a swinmer’s hand upwardly due to this
force, or pivoted upwardly for any reason.

Qbservation of figure 1 of MALM and the position
of both the hand and paddl e nakes it clear that
pi voting of the swmer’s hand upwardly will bear the
end of the paddle | ocated above the forearmin figure 1
onto the forearm [Answer, pages 7 and 8.]

As to the limtation in independent clains 1 and 8 that an
end of the paddl e bears “against a forearm of the user near an
el bow thereof,” the answer further states that

“near” is atermof relativity. Sone of the
definitions of “near” given in The Random House
Dictionary are: at or to a place arelatively short

di stance away from a specified person or thing; being
cl ose by; and beingrelatively closer. This is why the
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exam ner feels that the end of the paddl e of MALM shown

in figure 1 and above the forearm of the swimer is at

a point near the el bow [Page 9.]

VWhile we agree with the exam ner that the paddle of Malm
(when used in the manner depicted in Fig. 1) has the capability
of being pivoted such that the end thereof will bear against the
forearm of the user, it is readily apparent that the end of the
paddle will bear against the user’s forearmat a point a short
di stance above the wist. \Wile we appreciate the various
dictionary definitions cited by the exam ner, we nust point out
that the indiscrimnate reliance on definitions found in
dictionaries can often produce absurd results. See In re Sal em
553 F.2d 676, 682, 193 USPQ 513, 518 (CCPA 1977). Instead, terns
in a claimshould be interpreted in a manner consistent with the

speci fication and construed as those skilled in the art woul d
construe them (see In re Bond, 910 F.2d 831, 833, 15 USPQ2d 1566,
1567 (Fed. Cir. 1990), Specialty Conposites v. Cabot Corp., 845
F.2d 981, 986, 6 USPQ2d 1601, 1604 (Fed. Cir. 1988) andln re
Sneed, 710 F.2d 1544, 1548, 218 USPQ 385, 388 (Fed. Cr. 1983)).
Here, viewing Fig. 1 of the appellant's drawing, it is readily
apparent that the end of the paddl e bears agai nst the forearm of
the user a very short distance fromthe el bow and the

specification on page 8 states that the fact that the end of the
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paddl e bears against the forearm of the user near the el bow
provides (1) support for the wist of the user and (2) |everage
bet ween the el bow and hand. Consistent with the appellant’s
speci fication, we do not believe that the artisan woul d consi der
the end of the paddle, in the arrangenent depicted by Malmin
Fig. 1 (wherein the end of the paddl e would bear against the
forearm of a user only a very short distance above the wist when
the wist is flexed in the manner described by the examner), to
bear against the forearm “near” the el bow as clainmed. This being
the case, we will not sustain the rejection of clains 1, 2, 8 and
9 under 35 U. S.C. §8 102(b) based on the reference to Malmfor the
reasons stated by the exam ner.

As to the rejections under 35 U S.C. 8 103 of (1) clains 3
and 10 based on the conbi ned teachings of Mal m and Wi ppl e and
(2) clainms 4-7 and 11-14 based on the conbi ned teachi ngs of Mal m
and G rden, we have carefully reviewed the references to Wi pple
and G rden but find nothing therein which would overcone the
deficiencies that we have noted above with respect to Mal m
Accordingly, we will not sustain the rejections of clains 3-7 and
10- 14 under 35 U.S.C. § 103.

Under the provisions of 37 CFR 8 1.196(b) we nake the

foll owi ng new rejection.
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Clainms 1, 8 and 9 are rejected under 35 U S.C. §8 102(b) as
being anticipated by Malm Initially we note that anticipation
by a prior art reference does not require either the inventive
concept of the clained subject matter or the recognition of
i nherent properties that may be possessed by the prior art
reference. See Verdegaal Bros., Inc. v. Union G| Co., 814 F.2d
628, 633, 2 USPQd 1051, 1054 (Fed. Cir. 1987), cert. denied, 484
U S 827 (1987). A prior art reference anticipates the subject
matter of a claimwhen that reference discloses every feature of
the clainmed invention, either explicitly or inherently Gee
Hazani v. Int’l Trade Conmin, 126 F.3d 1473, 1477, 44 USPQd
1358, 1361 (Fed. Cir. 1997)) and RCA Corp. v. Applied D gital
Data Systens, Inc., 730 F.2d 1440, 1444, 221 USPQ 385, 388 (Fed.
Cir. 1984)); however, the law of anticipation does not require
that the reference teach what the appellant is claimng, but only
that the clains on appeal "read on" sonething disclosed in the
reference (see Kalman v. Kinberly-Cark Corp., 713 F.2d 760, 772,
218 USPQ 781, 789 (Fed. Cir. 1983), cert. denied, 465 U. S. 1026
(1984)).

Viewwng Fig. 2 of Malm it is readily apparent that the hand

of a user may be inserted through opening 5 in such a manner that
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the hand overlies the left-hand portion of the paddle and the
ri ght-hand portion of the paddle overlies the forearm \Wen used
in such a manner, it is also readily apparent that the right-hand
end of the paddl e woul d bear agai nst the user’s forearm near the
el bow when the user’s wist is flexed upwardly. Wile of course
there is no teaching in Mal mof using the paddle in this manner,
it is well settled that if a prior art device inherently
possesses the capability of functioning in the manner cl ai med,
anticipation exists regardl ess of whether there was a recognition
that it could be used to performthe clained function. See,
e.g., Inre Schreiber, 128 F.3d 1473, 1477, 44 USPQR2d 1429, 1431-
32 (Fed. Cir. 1997). See also LaBounty Mg. v. Int’'l Trade
Commin, 958 F.2d 1066, 1075, 22 USPQ2d 1025, 1032 (Fed. GCir.
1992) (in quoting with approval fromDw ght & Lloyd Sintering Co.
v. Greenawal t, 27 F.2d 823, 828 (2d Cir. 1928)):

The use for which the [anticipatory] apparatus was

intended is irrelevant, if it could be enployed w thout

change for the purposes of the patent; the statute

aut hori zes the patenting of machi nes, not of their

uses. So far as we can see, the disclosed apparatus

could be used for "sintering” w thout any change

what ever, except to reverse the fans, a matter of

operati on.

Here, the question of whether Malnis paddle actually is or m ght

be used in the above-noted manner, nerely depends upon the



Appeal No. 97-0331
Appl i cation 08/ 359, 562

performance or non-performance of a future act of use, rather

t han upon a structural distinction in the clainms. Stated
differently, the paddl e of Mal m woul d not undergo a netanorphosis
to a new paddle sinply because it was used in the nmanner which we
have noted above. See In re Pearson, 494 F.2d 1399, 1403, 181
USPQ 641, 644 (CCPA 1974) and Ex parte Masham 2 USPQRd 1647,

1648 (Bd. Pat. App. & Int. 1987).

We observe that on page 7 of the brief the appellant argues
that the opening 5 of Malmis sized only to accommpdate a portion
of the hand of a user. W nust point out, however, not only does
Malmin Fig. 1 depict the hand of the user being acconmopdated in
the opening 5, but it is expressly stated in Malmthat “the
opening [5] is to receive the hand of the user.” Moreover, even
if the opening 5 of Mal monly acconmpdated a portion of the hand
of the man depicted in Fig. 1, the hand of a smaller person, such
as a wonan or child, would obviously be accommobdated by this
openi ng.

I n summary:

The examner’s rejections of clains 1-14 are all reversed.

A new rejection of clains 1, 8 and 9 under 35 U S. C

§ 102(b) has been mmade.

Thi s decision contains a new ground of rejection pursuant to
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37 CFR 8 1.196(b) (anended effective Dec. 1, 1997, by final rule
notice, 62 Fed. Reg. 53,131, 53,197 (COct. 10, 1997), 1203 Of.
Gaz. Pat. & Trademark O fice 63, 122 (Cct. 21, 1997)). 37 CFR
8 1.196(b) provides that, “A new ground of rejection shall not be
consi dered final for purposes of judicial review’

37 CFR 8 1.196(b) al so provides that the appellant, WTHI N
TWO MONTHS FROM THE DATE OF THE DECI SI ON nust exerci se one of

the followng two options with respect to the new ground of
rejection to avoid term nation of proceedings (8 1.197(c)) as to
the rejected clains:

(1) Submt an appropriate anendnent of the clains
so rejected or a showing of facts relating to the
claims so rejected, or both, and have the matter
reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner

(2) Request that the application be reheard under
8 1.197(b) by the Board of Patent Appeals and
| nterferences upon the sane record.

No time period for taking any subsequent action in
connection with this appeal nay be extended under 37 CFR
§ 1.136(a).

REVERSED
37 CFR § 1.196(b)
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JAMES M MEI STER
Adm ni strative Patent Judge )

)

)

) BOARD OF PATENT
NEAL E. ABRAMS ) APPEALS AND
Adm ni strative Patent Judge ) | NTERFERENCES

)
)
JEFFREY V. NASE
Adm ni strative Patent Judge )
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Steven M Cl odfelter
235 Hi gh Road
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