THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.

Paper No. 19

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte Q AN WJ

Appeal No. 97-0445
Application 08/170, 020!

ON BRI EF

Bef ore HAI RSTON, BARRETT and LALL, Adninistrative Patent
Judges.

LALL, Adm nistrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal under 35 U S.C. § 134

fromthe Exam ner's final rejection? of clains 1 through 9.

1 Application for patent filed Decenber 20, 1993.

2 An anendnent after the final rejection was filed on
July 21, 1995 [paper no. 9] and entered in the record.
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Clains 10 and 11 are non el ect ed.

The di scl osed invention pertains to a device for
selectively playing a | arge nunber of nusical selections or
accessing a large anount of data where the nmusic or data
selected is stored on a plurality of conpact discs.
Specifically, the invention concerns a nmechanismfor selecting
and storing conpact discs in a manner suitable for use as a
j uke box. The invention features a housing that contains a
plurality of spaced apart, substantially parallel disc holders
and two conpact disc player assenblies. Each assenbly has an
extended portion shaped to pass through the cutout portions of
the conpact disc holders. Each assenbly can sel ectively nove
up and down and each conpact disc hol der can sel ectively
rotate, when horizontally aligned with an assenbly, between a
cache position, where the cutout portion of the holder is
vertically aligned with the extended portion of the assenbly
to allow vertical novenent of the assenbly past the hol ders,
and a sel ection position, where the extended portion of the
assenbly overlies a conpact disc storage position of the
hol der so that the assenbly can pick up a conpact disc from
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the storage position and load it into the assenbly’ s conpact
di sc player. This arrangenent provides for a substantially
conti nuous access to and play of data or nusic sel ections
stored on the conpact discs.

Representative claim1l is reproduced as foll ows:

1. A sel ector nechanismfor nultiple conpact disks
conpri si ng:

a housi ng;

a plurality of spaced, substantially parallel conpact
di sk hol ders stacked vertically within said housing where each
hol der is capable of supporting a plurality of conpact disks
in individual storage positions and has a cut-out portion;

a conpact di sk player assenbly novable vertically within
the housing including a CD player and a [sic] extended portion
shaped to pass through the cut-out portion of the hol ders;

means for selectively noving said assenbly vertically
bet ween operating positions corresponding to each of the
hol ders when the extended portion is aligned with the cut-out
portion so the extended portion can pass therethrough; and

means for noving the holder corresponding to the assenbly
when the assenbly is in its operating position relative to
sai d hol der between a cache position and sel ection positions,
t he cache position of the hol der being where said cut-out
portion is aligned with the extended portion to all ow novenent
by the vertical novenent neans and the sel ection positions
bei ng where the extended portion overlays a conpact disk
storage position of said holder so that the assenbly can pick
up a conpact di sk supported on the holder at that storage
position and | oad the conpact disk within the player.

The Exam ner relies on the follow ng reference:
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Hasegawa et al. al. (Hasegawa) 4,670, 866 Jun. 2,
1987
Kobayashi et al. al. (Kobayashi) 5, 033, 038 Jul. 16
1991
Amar 5, 319, 621 Jun. 7
1994

Claims 1, 4, 7 and 8 stand rejected under 35 U S. C
8 102 as being anticipated by Hasegawa. Cdains 2, 3, 5 6 and
9 stand rejected under 35 U.S.C. § 103 as bei ng obvi ous over
vari ous conbi nati ons of Hasegawa, Kobayashi and Amar.

Rat her than repeat the argunments of Appellant or the
Exam ner, we nmake reference to the brief and the answer for
the respective details thereof.

CPI NI ON

We have considered the rejections advanced by the
Exam ner and the supporting argunents. W have, |ikew se,
reviewed the Appellant’s argunents set forth in the brief.

It is our viewthat clainms 1, 4, 7 and 8 are
antici pated by Hasegawa, while claim5 is obvious over
Hasegawa. On the other hand, clainms 2, 3, 6 and 9 are not
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obvi ous over the suggested various conbi nati ons of Hasegawa,
Kobayashi and Anmar. Accordingly, we affirmin part.

We take up these rejections in the order they appear
in the brief. 1In our analysis below, we are guided by the
precedence of our reviewing court that the limtations from

t he

di scl osure are not to be inported into the clains. [In re

Lundberg, 244 F.2d 543, 113 USPQ 530 (CCPA 1957); ln re
Queener, 796 F.2d 461, 230 USPQ 438 (Fed. Cir. 1986). W are
al so mndful of the requirenments of anticipation under 35
US. C 8§ 102. Anticipation under 35 U.S.C. 8§ 102 is
established only when a single prior art reference discl oses,
ei ther expressly or under the principles of inherency, each

and every elenent of a clained invention. See RCA Corp. V.

Applied Digital Data Systens., Inc., 730 F.2d 1440, 1444, 221

USPQ 385, 388 (Fed. Cir.), cert dism ssed, 468 U S. 1228

(1984) .
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Rejection of Jdains 1, 4, 7 and 8 under 35 U.S.C. §8 102

The Exam ner has rejected these clains as being
anticipated by Hasegawa. W take claim 1l as representative.
We have consi dered Appellant's argunents [brief, pages 4] and
Exam ner’s position and response [answer, pages 3 and 8] in
regard to claiml. W find that Hasegawa does antici pate
claim1l. Hasegawa discloses: “a plurality of ... disk holders

where each ... a cutout portion” [claim1l, lines 3 to 5]
in the formof holders 1 and 3, with respective cutout 5 and
9, figure 1; “a conpact disk player assenbly novable ..
cutout portion of the holders” [claiml, lines 6 to 8] in

figure 10 where di sk

pl ayer assenbly conprising of 13, 14 and 15 noves vertically;
“means ... noving said assenbly ... therethrough” [claim1,
lines 9 to 11] in figure 10 and also figure 1 where selection
of the disk to be played and the vertical novenent of the
assenbly is shown; and “nmeans for noving the holder ... within
the player” [claim1l, lines 12 to 18] is shown in figures 1

2, and 10 where the cache position is defined as where the
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cutout 9 of holder 3 is aligned so that player assenbly 13, 14
and 15 can nove up through the cutout portion [figure 10].
The selection position is defined as where the assenbly 13, 14
and 15 noves up vertically and is positioned right bel ow the
selected disk in the disk holder 1 [figure 10] and lifts up
the disk fromholder to play. The clause qualifying the

hol der in the | ast paragraph of claim1, nanely:
“corresponding to the assenbly when the assenbly is inits
operating position relative to said holder” [lines 12 and 13]
is broad and can be interpreted to nean that the term
“corresponding to the assenbly” could be considered as
corresponding to either holder 1 or 3. The term“operating
position” could hold true for any vertical |ocation of the
assenbly as the assenbly can be considered in its operation

position relative to said holder in any position. This

qual i fyi ng | anguage does not support the argunent by Appell ant
about Hasegawa “that there is no need for the extended travel
which is required by lifter (10) to clear all the holders
prior to the next selection phase” [brief, page 5]. W,

therefore, conclude that Hasegawa anticipates claim1l and we

-7-



Appeal No. 97-0445
Application 08/ 170,020

sustain the Exam ner’s anticipation rejection of claim1 over
Hasegawa.

Claim4 depends on claim1 and additionally calls
for “where the holders are substantially circular
movenent” [lines 1 to 3]. Hasegawa clearly shows that in
figures 1 and 2 where elenent 2 fornms the axis of rotation.
Thus, the anticipation rejection of claim4 over Hasegawa is
sust ai ned.

Wth respect to clains 7 and 8, Hasegawa shows

“means for relative notion ... on the assenbly” [claim7,
lines 1 to 2] and “are pivotally mounted ... and ... noved.”
[Claim8, lines 1 to 3] in the formof elenents 14 and 19 in
figures 1, 5 and 6, colum 3, lines 45 to 58. Thus, we

sustain the anticipation rejection of clains 7 and 8 over
Hasegawa.

Rejection of dains 2, 5 and 6 under 35 U.S.C. 8§ 103

These clains are rejected as bei ng obvi ous over
Hasegawa. W have reviewed the Exanminer’s rejection and
response [answer, pages 4 to 6 and 9 to 10] and Appellant’s

ar gunment
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[brief, pages 5 to 6]. W do not find any show ng, or any
suggestion, in Hasegawa where one of ordinary skill in the art
woul d conme up with the clained limtation: “second neans ..
wi thin the second CD [conpact disk] player;” [claim2, |ines
10 to 15] without the blueprint of Appellant’s invention.
Therefore, we do not sustain the obviousness rejection of
claim 2 over Hasegawa. The obvi ousness rejection of claim®,
whi ch depends on claim 2 and contains at |east the above
di scussed limtation of claim2, is also not sustained.
However, claim5 depends claim4 and further
contains the [imtation: “wherein the cutout portion of each
holder ... is substantially pie shaped.” [Caim5, lines 1 to
3]. After considering the Exam ner’s rejection [answer, pages
5 and 6] and Appellant’s argunent [brief, pages 5 and 6], we
agree with the Exam ner that the shape of the cutout portion
of each hol der and the extended portion of the assenbly, as
long as they match to all ow the novenent of the assenbly
t hrough the cutout portion of the disc holders, see figures 1
and 2 of Hasegawa, can be of any shape includi ng being “pie-
shaped”. W, therefore, sustain the obviousness rejection of

claim5 over Hasegawa.



Appeal No. 97-0445
Application 08/ 170,020

Rejection of daim3 under 35 U S.C. § 103

Claim3 is rejected as bei ng obvi ous over Hasegawa
and Kobayashi. W have considered Appellant’s argunent
[brief, pages 6 and 7] and Exam ner’s rejection and response
[answer, pages 6, 7 and 11]. daim 3 depends on claim2 and
thus contains at |east the above discussed |imtation of claim
2. Kobayashi does not cure the deficiency found i n Hasegawa
in neeting claim2. Therefore, we will not sustain the
obvi ousness rejection of claim3 over Hasegawa and Kobayashi .

Rejection of daim9 under 35 U S.C. § 103

Claim9 is rejected as bei ng obvi ous over Hasegawa
and Amar. W have reviewed Exam ner’s position [answer, pages
7, 11 and 12] and Appellant’s argunment [brief, page 8]. W
agree with Appellant that Amar neither shows the presence, nor
t he suggestion, of “an associated latch that abuts an interior
edge of the cutout portion... position” [claim9, lines 1 to
4]. Therefore, we do not sustain the obviousness rejection of
claim9 over Hasegawa and Amar.

In summary, we have affirmed the rejection of clains
1, 4, 7 and 8 as being anticipated over Hasegawa under 35
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UusS. C

§ 102. W also have affirmed the rejection of claim5 as
bei ng obvi ous over Hasegawa under 35 U S.C. 8 103. However,
we have reversed t he obvi ousness rejection under 35 U.S.C. §
103 of clainms 2 and 6 over Hasegawa, claim 3 over Hasegawa and
Kobayashi and claim9 over Hasegawa and Amar.

AFFI RVED | N PART

KENNETH W HAI RSTON )
Adm ni strative Patent Judge

N N N N

LEE E. BARRETT ) BOARD OF
PATENT
Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES

PARSHOTAM S. LALL
Adm ni strative Patent Judge

N N N N N N

-11-



Appeal No. 97-0445
Application 08/ 170,020

Robert C. Brandensburg
Br ooks & Kushman

1000 Town Center
Twent y- Second Fl oor
Sout hfield, M 48075

PSL/ ki

-12-



