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STAAB, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on an appeal fromthe exam ner’s final
rejection of clains 1-14, all the clains currently pending in
t he present application.

By way of background, this is the second appeal of clains
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directed to the conposition roofing shingle disclosed in this
application. In Appeal No. 94-1620 in Application 07/859, 240,
the parent of the present application, we affirmed rejections
of all the clainms then pending under 35 U.S.C. § 112, second
par agraph, and 35 U . S.C. 8§ 103. Appellants elected to
continue prosecution by way of this continuation application,
wherein the clainms of the parent ‘240 application have been
amended, new cl ai rs have been added, and evi dence of
nonobvi ousness in the form of declarations by co-inventor
Robert L. Jenkins have been submtted.

Appel lants’ invention pertains to a conposition roofing
shingl e which includes a shingle body having a | ayer of
el ongated rel ease material affixed to an exposed face thereof.
The rel ease material further bears planographic indicia
thereon for identifying the shingle as to at | east one
paraneter of its manufacture. Claim1, the sole independent
claimon appeal, is illustrative of the appeal ed subject
matter and reads as foll ows:

1. A conposition roofing shingle conprising an el ongat ed
shi ngl e body having an exposed face, and a separate | ayer of

el ongated rel ease material affixed to said exposed face
t hroughout the extent of the shingle body, said rel ease
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mat eri al bearing pl anographic indicia thereon at predeterm ned
intervals, with said release nmaterial conprising

(a) neans by which the planographic indiciais
applied to the shingle, to which the rel ease
material is affixed; and

wi th said pl anographic indicia

(b) conprising neans for identifying the shingle as
to at | east one paraneter of its manufacture.

The references relied upon by the exam ner in the final

rejection are:

McCor ki e 3,138, 897 June 30,
1964

Morgan et al. (Morgan) 3,624,975 Dec. 7
1971

Hof f man 3, 835, 604 Sept. 17,
1974

Tajima et al. (Tajima) 4, 055, 453 Cct. 25,
1977

Smal | 4, 644,592 Feb. 24,
1987

May 4,751, 122 June 14,
1988

Si non 4,907, 636 Mar. 13,
1990

The following rejections are before us for review

(a) claim13, under 35 U.S.C. 8§ 112, second paragraph, as
being indefinite for failing to particularly point out and
distinctly claimthe subject matter which appellants regards

as the invention,
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(b) clainms 1-14, under 35 U.S.C. § 103, as being
unpat ent abl e over May or Mdrgan or Tajinma or McCorkle in view
of Hof f man, and

(c) clainms 1-14, under 35 U. S.C. §8 103, as being
unpat ent abl e over May or Morgan or Tajima or McCorkle in view
of Small or Sinon.

Ref erence is nade to appellants’ brief, reply brief, and
suppl enental reply brief (Paper Nos. 37, 40 and 42,
respectively) and to the exam ner’s answer and suppl enent al
answer (Paper Nos. 38 and 41) for the respective positions of
appel l ants and the exam ner regarding the nerits of these
rejections.

The rejection under 35 U.S.C. § 112

Claim 13 depends fromclaim2 and calls for the indicia
and rel ease material together to conprise “a preprinted
portion of a roll of release material.”

In rejecting claim 13 under § 112, the exam ner states
that “Claim 13 appears to present the release material as part
of aroll of release material. But, how would the rel ease

material be formed in aroll if, indeed, it is applied to the
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shi ngl e?” (answer, page 3). It thus appears that the exam ner

considers it to be inproper to refer to the rel ease materi al
affi xed to an exposed face of the shingle body as being “a

portion . . . of aroll of release material,” as called for

claim13.

page

Appel  ants’ argunent against this rejection is found on

20 of the brief and reads as foll ows:

Before the application of the release material and
the indicia to the shingle, they existed in a roll

of release material, with the indicia preprinted on
the release material. As that roll was unrolled and
cut into segnents, or “portions”, as recited in
claim 13, the indicia and rel ease material are
together applied to the shingle. Once unrolled and
applied to the shingle they forma unit with the
shingle, but such indicia and rel ease materi al

still, taken together conprise a preprinted portion
of aroll of release material. . . . [What is being
clainmed here is not anything that is still in a
roll; merely that the indicia and rel ease materi al
were once in a roll, and now conprise a “portion” of
the roll of which they were once a part.

VWil e we appreciate appellants’ point that the indicia

in

and rel ease material may have existed as a roll of preprinted

rel ease materi a

prior to being applied to the shingle body,

this circunstance is not brought out by the |anguage of claim
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13.* From our perspective, claim13 injects an el enent of
uncertainty into the clains in calling for the rel ease
material, previously recited as being “affixed to said exposed
face . . . of the shingle body” (claim1), as also being “a
preprinted portion of a roll of release material” (claim13).
Accordingly, we will sustain this rejection.
The rejection under 35 U.S.C. § 103

An anal ysis of independent claim1l reveals that the
cl ai med subject matter is a roofing shingle conprising (1) a
shi ngl e body having an exposed face, (2) a separate |ayer of

el ongat ed rel ease

material affixed to the exposed face of the shingle body, and
(3) planographic indicia for identifying the shingle as to at
| east one paraneter of its manufacture | ocated on the rel ease

material at predetermined intervals. 1In the present case,

YIn the event of further prosecution, appellants nmay w sh
to amend claim 13 to read as foll ows:

13. The shingle according to claim?2, wherein
prior to its application to the shingle body, the
indicia and rel ease materi al together conprise a
preprinted portion of a roll of release material.

6
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t here appears to be no dispute that each of the primary
references (May, Morgan, MCorkle and Tajima) constitutes a
roofing shingle conprising (1) and (2). As to (3), we hold
that the requirenment that the planographic indicia identifying
the shingle as to at | east one paraneter of its manufacture
sufficiently functionally relates the printed matter
inmplicitly conprising the claimed planographic indicia to the
shingle to which it is affixed, such that this indicia
represents a difference or distinction over the prinmary

ref erences which nust be given weight in considering the

obvi ousness of the appealed clains. See In re Gulack, 703
F.2d 1381, 1385, 217 USPQ 401, 404 (Fed. Cr. 1983). As to

t he secondary references relied upon by the examner in
rejecting the appeal ed clains, Hoffman pertains to building

i nsul ation that includes printed information (e.g., the

manuf acturer’s nanme) on portions of the insulation s backing,
whil e each of Small and Sinon teaches rel ease material affixed
to a product, wherein the release material has printed thereon
instructions relating to installation of the product. For the

pur poses of this appeal, we will assune that these reference
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teachings establish a prima faci e case of obvi ousness of the
cl ai med subject matter.

Appel  ants devote a consi derable portion of their
argunment in favor of patentability to the evidence of
nonobvi ousness they have submtted. This evidence consists of
two decl arations by co-inventor Robert L. Jenkins provided for
t he purpose of showi ng copying by others of the presently
clainmed invention.? 1t is well settled that a nexus nust be
establ i shed between the nerits of the clainmed invention and
t he evidence proffered to show nonobvi ousness if such evi dence
is to be accorded substantial weight in deciding the
obvi ousness/ nonobvi ousness i ssue. See Simmons Fastener Corp.
v. Illinois Tool Wrks, Inc., 739 F.2d 1573, 1575, 222 USPQ
744, 746 (Fed. Cir. 1984), cert. denied, 471 U. S. 1065 (1985).

Moreover, in any given case, evidence of nonobvi ousness may be
entitled to nore or |ess weight, depending upon its nature and

its relationship with the nmerits of the invention. Stratoflex

2The decl arations in question were submtted by
appel l ants on May 15, 1995 (Paper No. 29, executed by Jenkins
on May 11, 1995, hereinafter “Jenkins 1”) and July 31, 1995
(Paper No. 32, executed by Jenkins on July 24, 1995,
herei nafter “Jenkins 117).
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Inc. v. Aeroquip Corp., 713 F.2d 1530, 1538, 218 USPQ 871, 879

(Fed. Cir. 1983).

The decl arations in aggregate reveal, anong ot her things,
the foll ow ng chronol ogy of events attested to by decl arant

Jenki ns:

On Novenber 30, 1989, CertainTeed Corporation, the

assi gnee of the present invention, began marketing
shingles that included rel ease material having

pl anographic material thereon for identifying the shingle
as to at | east one paraneter of its manufacture (Jenkins
I, 13; Jenkins Il, 15; Exhibit F of Jenkins I1).

Thr oughout the course of 1990, there were a nunber of
wel | attended trade shows for the roofing industry and
prof essi onal neetings for representatives of major

shi ngl e manufacturers (Jenkins 11, 13).

Subsequent to CertainTeed' s introduction of the above
descri bed shingles several nmanufacturers of roofing

shi ngl es began marketing shingles that included rel ease
mat eri al havi ng pl anographic material thereon for
identifying the shingles as to at | east one paraneter of
their manufacture (Jenkins I, §3; Exhibits A-E of Jenkins

).

The shingles of Exhibits A-E of Jenkins | were not
avai l abl e prior to CertainTeed s introduction in Novenber
of 1989 of shingles that included rel ease material having
pl anographic material thereon for identifying the shingle
as to at | east one paraneter of its manufacture (Jenkins
1, 12).
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I n addition, declarant Jenkins attests that the |evel of
avai l able information as to new products of conpetitive
shingl e manufacturers is relatively high, that the totality of
significant shingle manufacturers is relatively small (about a
dozen), and that, as a consequence, introduction of new

products

of any one shingle manufacturer is quickly known to the other
significant shingle manufacturers (Jenkins I, 13).

In the present case, the appearance in the marketplace in
| ate 1989 of shingles enbodying the features of Exhibit F of
Jenkins Il, the standard practices of the shingle roofing
i ndustry (e.g., trade shows, professional neetings, etc.), the
subsequent appearance of shingles enbodying the features of
Exhibits A-E of Jenkins I, and the relative sinplicity of the
subject matter involved here, all support a conclusion that
t he makers of Exhibits A-E had access to the presently clained
invention shortly after CertainTeed' s introduction of shingles
i ke those of Exhibit F into the marketplace in late 1989. In

addition, a conparison of Exhibits A-E of Jenkins | and

10
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Exhibit F of Jenkins Il supports a conclusion that shingle
products bearing release material |ike those of Exhibits A E
of Jenkins | correspond to the subject matter of the appeal ed
claims. It has been stated that access in conbination with
simlarity can create a strong inference of copying. See

Cable Elec. Prods. v. Gennmark, Inc., 770 F.2d 1015, 1027, 226

USPQ 881, 888 (Fed. G r. 1985). 1In addition, the circunstance
that the alleged copying activity subsequent to |ate 1989

i nvol ves a nunber of manufacturers suggests that the clained
invention was well received in the roofing shingle making

i ndustry. The above considerations |ead us to concl ude that

t he Jenki ns decl arati ons support a conclusion of copying by
others of the subject matter of the appeal ed cl ai ns.

We have carefully weighed the exam ner’s evidence of
obvi ousness (i.e., the applied prior art references) against
appel l ants’ evi dence of nonobvi ousness (the Jenkins | and
Jenkins Il declarations). 1In so doing, we are aware that,
dependi ng on the facts of each case, copying by others may or
may not be indicative of nonobvi ousness (see, for exanple,

Cable Elec. Prods. v. Genmark, Inc., 770 F.2d at 1028, 226

11
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USPQ at 889; Vandenberg v. Dairy Equip. Co., 740 F.2d 1560,
1567, 224 USPQ 195, 199 (Fed. Cir. 1984)). dGven the facts of
this case, we conclude that, on bal ance, appellants’ evidence
of copying by other is sufficient in this instance to overcone
the prima facie case of obviousness nmade out by the exam ner.

It follows that we will not sustain the standing
rejections of the appealed clains under 35 U S.C. § 103.

Summary
The rejection of claim13 under 35 U S.C. § 112, second

par agraph, is affirnmed.

The rejections of clainms 1-14 under 35 U. S.C. § 103 are
reversed
The decision of the examner is affirned-in-part.
No time period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
8§ 1.136(a).

Affirmed-in-part

12
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Adm ni strative Patent Judge
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Adm ni strative Patent Judge
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