TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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OVENS, Adninistrative Patent Judge

DECI SI ON ON APPEAL

This is an appeal fromthe examner’s final rejection of
claims 1-5, 7-15 and 17-22, which are all of the clains

remai ning in the application.
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THE | NVENTI ON

Appel lants’ clainmed invention is directed toward a
condi tioning solution which contains, as an anti m crobi al
agent, a pol yam nocarboxylic acid or salt thereof which has a
recited general forrmula and is present in a specified
concentration. Appellants state that the conditioning
solution is useful in the processing of col or photographic
materials (specification, page 1, lines 6-10). CdCaimlis
illustrative and reads as foll ows:

1. A conditioning solution having a pH of from about 4.5
to about 8, and conprising a bleach accelerating agent, a
f or mal dehyde precursor, and an antim crobial conposition
consi sting essentially of a pol yam nocarboxylic acid or salt
thereof as the sole antimcrobial agent, said antim crobi al
agent being present in said conditioning solution in an anount
of from _ about 0.25 to about 3
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wher ei n

R, R, R and R are independently an al kyl ene group of 1
to 8 carbon atons,

Wis a coval ent bond or nethylene, ethylene or a
cycl oal kyl ene having 5 to 7 carbon atons in the ring, provided
that when Wis cycl oal kyl ene, the two nitrogen atons are
attached to the ring at adjacent carbon atons, and

M, M, M and M, are independently hydrogen or a
nmonoval ent cati on.

THE REFERENCES

Yamada et al. (Yanada) 4,839, 273 Jun. 13,
1989
Cullinan et al. (Cullinan) 4,921,779 May 1,
1990
Fujita et al. (Fujita) 5,334, 493 Aug. 2,
1994

THE REJECTI ONS

The clains stand rejected under 35 U . S.C. § 103 as
follows: clains 1-5, 7, 8, 10-15 and 17-22 over Cullinan in
view of Yamada, and claim9 over Cullinan in view of Yamada
and Fujita.

OPI NI ON

We have carefully considered all of the argunents

advanced by appellants and the exam ner and agree with

appel l ants that the aforenentioned rejections are not well
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founded. Accordingly, we reverse these rejections.

Cul l'inan teaches that a comrercial process for use with
col or reversal photographic elements which contain couplers in
silver halide enmulsion |ayers or |ayers contiguous thereto
uses, in order, the follow ng processing baths: first
devel oper, wash, reversal, color devel oper, bleach, fix, wash
and stabilizer (col. 1, line 65 - col. 2, line 2). Cullinan
i ncl udes a bl each-accel erati ng bath between the col or
devel opi ng bath and the bl eaching bath, and states that a
bl each-accel erating bath is also referred to in the art as a
conditioning bath (col. 2, lines 15-17), which is the type of
bath recited in appellants’ clains.

Cul l'i nan di scloses that the conditioning solution has a
pH of about 4.5 to about 6.5 and contains a bl each
accel erating agent and a formal dehyde precursor (col. 2,
lines 12-17; col. 5, lines 56-66). The conditioning solution
typically contains ethyl enedi am netetraacetic acid (EDTA) as a
sequestering agent which prevents the formation of iron stain
in the emulsion layers (col. 5, lines 49-53). EDTA falls

wi thin the scope of the pol yam nocarboxylic acid formula
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recited in appellants’ claim1l (specification, page 16, |ines
29-32).

Cul I'i nan does not disclose an EDTA concentration of
about 0.25 to about 3 g/l as required by appellants’

i ndependent claim 1, or less than about 3 g/l as required by
appel | ant s’

i ndependent clains 12 and 21.* The only concentration of the
EDTA di scl osed by Cullinan is 8 g/l (col. 8, lines 27, 37
and 47).

Yamada di scl oses addi ng water, which has been treated to
render it antifungal, as a diluent for at |east one of a
devel opi ng solution and a fixing solution, and al so discl oses
incorporating this water into washing water or a stabilizing
solution (col. 2, Iine 55 - col. 3, line 2; col. 7, lines 8-
11; col. 11, lines 12-15 and 17-21). One of the disclosed

ways for rendering the water antifungal is to add to it an

"When we interpret appellants’ clains 12 and 21 as a
whol e, we conclude that the clains require that the
condi tioning solution includes three conponents, i.e., a
bl each accel erating agent, a formal dehyde precursor and an
antimcrobial agent. Thus, we interpret “said antimcrobial
agent being present in said conditioning solution in an anount
of less than about 3 g/l” as nmeaning that sonme antim crobial
agent is present, but in an anount |ess than about 3 g/l.
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am nopol y- carboxylic acid, one of the preferred

am nopol ycar boxylic acids being EDTA (col. 2, line 64 - col.
3, line 1; col. 4, lines 27-29; col 6, lines 49-50). The
preferred concentration of EDTA in the diluting water is 0.02
to 20 g/l, nost preferably 0.05 to 5 g/l (col. 6, |lines 62-
64) .

The exam ner argues that Yamada' s stabilizing solution
has a pHwthin the range recited in appellants’ clains and
that a disclosure of such a pH, considered with appellants’

di scussion of the effects of appellants’ conditioning
solution, would have | ed one of ordinary skill in the art to
consider the two solutions to have simlar effects and thus be
anal ogous (answer, pages 5-6). This argunent is not well

t aken because any

di scussion in appellants’ specification of the effects of
their clainmed conditioning solution is not prior art.
Mor eover, the argunent is nere specul ation.

The exam ner argues that it would have been obvious to

one of ordinary skill in the art to use Yamada's EDTA
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concentration in Cullinan’s conditioning solution because such
a person woul d have had “a reasonabl e expectation of obtaining
a highly-useful silver halide photographic processing
conposition and nethod of using it with the advantage of | ess
stain in the finished photographic material caused by

m cr obi ol ogi cal sources” (answer, page 4). The exam ner,
however, does not explain how the references would have | ed
such a person to conbine their teachings as proposed by the
exam ner. Cullinan uses an EDTA concentration of 8 g/l in
order to obtain a sequestering effect (col. 5, |lines 49-55).
The exam ner has not expl ained why one of ordinary skill in
the art woul d have expected this sequestering effect to be
obtai ned at the | ower EDTA concentrations used by appellants,
or why such a person would have been led by the references to
elimnate or reduce Cullinan’s desired sequestering effect in
order to obtain Yamada's antifungal effect which, it appears,

is provided by Cullinan’s 8 g/l of EDTA

For the above reasons, we conclude that the exam ner has

not carried the burden of establishing a prim facie case of
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obvi ousness of the invention recited in any of appellants’
clains.? Accordingly, we reverse the examner’s rejections.
Since no prinma facie case of obviousness has been established,
we need not address the experinental results. See In re

Pi asecki, 745 F.2d 1468, 1472, 223 USPQ 785, 788 (Fed. Cr
1984); In re Rinehart, 531 F.2d 1048, 1052, 189 USPQ 143, 147

( CCPA 1976).

2The exam ner does not rely upon Fujita for a teaching
whi ch renedi es the above-di scussed deficiency in Cullinan and
Yamada.
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DECI SI ON

The rejections under 35 U.S.C. §8 103 of clainms 1-5, 7, 8,
10-15 and 17-22 over Cullinan in view of Yamada, and claim9
over Cullinan in view of Yanada and Fujita, are reversed.

REVERSED

CHUNG K. PAK
Adm ni strative Patent Judge

BOARD OF PATENT
TERRY J. OWENS )

Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES

ROMULO H. DELMENDO
Adm ni strative Patent Judge
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Joshua G Levitt

East man Kodak Conpany
Pat ent Legal Staff
Rochest er, NY 14650-2201
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