The opinion in support of the decision being entered today was
not witten for publication and is not binding precedent of
t he Board.
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DECI SI ON ON APPEAL

This is an appeal fromthe exanminer’s final rejection of
claims 1, 4, 7-11 and 13-22, which are all of the clains

remai ning in the application.
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THE | NVENTI ON

Appel l ants claiman insulating enameling | acquer for use
i n maki ng enanel ed conductors, conprised of a blend of two
recited polynmers and a conpati bilizing copolyner. Appellants
al so claima process for nmaeking the |lacquer, and cl aiman
enanel ed wire conprising an external |ayer of an enane
obtained by reticulation of the lacquer. Cdaim1, which is
directed toward the | acquer conposition, is illustrative and
reads as foll ows:

1. An insulating enaneling |acquer for enanel ed
conductors conprising a polyner blend of a base first polyner,

a second polynmer and a copol ynmer, wherein:

the base first polyner is selected fromthe group
consi sting of:

pol yur et hane, pol yam de, pol yam de i m de, polyester,
pol yester im de, polyester am de-im de, polyam de,
acetal of polyvinyl alcohol, polyepoxy conpounds and
pol yphenoxy conpounds;

t he second polyner is selected fromthe group consisting
of pol ysil oxanes;

sai d second polyner is present in the blend in a
guantity of at least 0.3% but |ess than 30% by wei ght;
and
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the copolynmer is conpatible with said first polynmer, is
distinct fromthe first and second polyners, and contains
pol ynmeric chains selected from pol ysil oxanes, said copol yner
is present in the blend in a quantity between 0.5% and 20% by
wei ght and acts as a conpatibilizing agent between the first
and second polynmer to thereby create said pol ynmer bl end.

THE REFERENCES

Prest on 3, 632, 440 Jan. 4,
1972
Takekoshi et al. (Takekoshi) 4,769, 424 Sep. 6
1988
Haubennestel et al. (Haubennestel) 4,812,518 Mar. 14,
1989

THE REJECTI ONS

Clains 1, 4, 7-11 and 13-22 stand rejected under 35
US C 8§ 112, first paragraph, witten description
requirenent. Cains stand rejected under 35 U . S.C. 8§ 103 as
follows: clains 1, 4, 10, 11, 13 and 15-22 over Haubennest el
and al so over Haubennestel in view of Takekoshi, and claim 14
over Haubennestel in view of Preston and al so over
Haubennestel in view of Takekoshi and Preston.?!

OPI NI ON

! The rejections of clainms 7-9 over prior art are
wi thdrawn in the exam ner’s answer (pages 2 and 15).
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We have carefully considered all of the argunents
advanced by appellants and the exam ner and agree with
appel l ants that the aforenentioned rejections are not well

founded. Accordingly, we reverse these rejections.
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Rej ections under 35 U . S.C. 8§ 112, first paragraph

A specification conplies with the 35 U S.C. § 112, first
par agraph, written description requirenent if it conveys with
reasonable clarity to those skilled in the art that, as of the
filing date sought, the inventor was in possession of the
invention. See Vas-Cath, Inc. v. Mihurkar, 935 F.2d 1555,
1563-64, 19 USPQ2d 1111, 1117 (Fed. Cr. 1991); In re Kasl ow,
707 F.2d 1366, 1375, 217 USPQ 1089, 1096 (Fed. Cr. 1983); In
re Edwards, 568 F.2d 1349, 1351-52, 196 USPQ 465, 467 (CCPA
1978); In re Wertheim 541 F.2d 257, 262, 191 USPQ 90, 96
( CCPA 1976).

The exam ner argues that there is no witten descriptive
support in appellants’ originally filed specification for the
recitation in the independent clains, i.e., clains 1, 7 and
10, that the copolymer “is distinct fromthe first and second
pol ymers” (answer, pages 2-3 and 8-10). This argunent is not

wel |l taken in view of the statenent in the original

specification (page 3, lines 9-10) that “[t] he copol ynmer acts
as a conpatibil-izing agent between the first and second
polymers.” In order for the copolynmer to be effective as a
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conpati bilizing agent for the first and second polyners it
nmust have a conposition which is different fromthe
conpositions of these polyners. Thus, even if, as argued by
t he exam ner (answer, page 9), appellants’ second pol yner can
be a pol ysil oxane copol yner, the conpatibilizing copol yner
must have a conposition which is different fromthat of the
second polyner in order for the conpatibilizing copolyner to
be effective as a conpatibilizing agent.

The exam ner argues that appellants’ originally filed
specification does not provide witten descriptive support for
“at least 0.3% of the second polyner as recited in
i ndependent clains 1 and 10 (answer, pages 4 and 10-11).
These clains actually recite a range of the anount of the
second copol ymner
in the blend of “at |east 0.3% but |ess than 30% by wei ght.”
Appel l ants’ original specification states (page 2, lines 11-
23) that in a prior art lacquer, which contained | ess than
0.3%of an internal solid lubricant, there was nutua
inconpatibility of the lubricant and base pol ymer which

prevented incorporation of a sufficient quantity of |ubricant.
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Appel l ants’ original specification subsequently states (page
3, lines 6-9) that in appellants’ polyner blend, “[t]he
presence of the copol yner

means that up to 30% by wei ght of said second pol yner can be
incorporated into the mxture instead of the previous maxi mm
of 0.3%” These disclosures would have conveyed with
reasonable clarity to one of ordinary skill in the art that
appel l ants were in possession, as of their filing date, of a
pol ymer blend in which the second polyner is present in an
anount of at |east 0.3%but |ess than 30% by wei ght of the
bl end.

The exam ner argues that there is no witten descriptive
support in appellants’ originally filed specification for an
anount of second polyner of “at |east about 7.2% as recited
in clainms 21 and 22 (answer, pages 4 and 11). Appellants’
originally filed specification unquestionably has support for
an anount of second polyner of up to 30% by wei ght (page 3,

l'i nes
6-7). This range, along with the disclosure in the originally

filed specification of an amobunt of second copol ynmer of 7.2%
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(page 16, lines 37-38) within that range, reasonably would
have conveyed to one of ordinary skill in the art that
appel l ants were in possession of an invention in which the
anount of second polyner is at least 7.2% by weight up to the
upper limt of less than 30% by weight recited in clains 1 and
10 fromwhich clains 21 and 22, respectively, depend. See
Wertheim 541 F.2d at 265, 191 USPQ at 98.

For the above reasons, we reverse the rejection under
35 U S.C 8§ 112, first paragraph.

Rej ection under 35 U S.C. § 103
over Haubennest el

Haubennest el discloses a | acquer which can be used for
coating coils and which includes a pol yester-containing
pol ysi |l oxane to inpart anti-adhesive character and increased
lubricity to the lacquer (abstract; col. 5, |ine 68 - col. 6,
line 1; col. 24, line 27). The anmount of the polyester-
cont ai ni ng pol ysiloxane is at |east about 0.1 w % and
particularly preferably at |east about 0.5 wt % of the |acquer
conposition (col. 6, lines 19-23). The lacquer includes a

bi nder which can be a polyester (col. 4, lines 64-65; col. 11,
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line 33). Thus, Haubennestel’'s |acquer includes a base first
polymer within the Markush group recited in appellants’ claim
1, and a copol yner having polyneric units selected from
pol ysi | oxanes.

Regar di ng appel |l ants’ second polyner, which is a
pol ysi | oxane, the exam ner argues that Haubennestel discloses
including in the lacquer a polyester-nodified siloxane as a
bi nder (answer, pages 5 and 12-14). |In the portion of
Haubennestel relied upon by the exam ner (col. 11, |ines 24-
36), the reference teaches that varying the constitution of
t he pol yester in the pol yester-containing polysiloxane permts
a desired degree of conpatibility to be achieved with the
pol ynmers used as binders for the | acquer, and teaches that
“phthalic acid polyester-nodified siloxanes are, for exanple,
advant ageously utilized for binders based on phthal ate esters”
(col. 11, lines 31-33). This is a teaching that phthalic acid
pol yest er-nodi fi ed pol ysil oxanes of the invention are used in
conbi nation with binders based on phthalate esters. Contrary

to the exam ner’s argunent (answer, page 14), it is not a
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t eachi ng of using pol yester-nodified siloxanes as binders in
conmbi nation with non-sil oxane based bi nders.

The exam ner argues that Haubennestel’s pol yester-
cont ai ni ng pol ysil oxane may be consi dered to be either
appel l ants’ copol yner or appellants’ polysil oxane second
pol ymer (answer, page 13). For the follow ng reason, this
argunment i s not persuasive. As discussed above regarding the
rejection under 35 U.S.C. 8§ 112, first paragraph, appellants’
clains require a copolyner which is distinct fromthe
pol ysi | oxane second polymer. Thus, in order to neet
appel lants’ claimrequirenents, two of Haubennestel’s
pol yest er-cont ai ni ng pol ysi | oxanes woul d have to be used
toget her. Haubennestel does not disclose using his polyester-
cont ai ni ng pol ysil oxanes in conbination, and the exam ner has
not expl ai ned why, in view of Haubennestel’'s above-di scussed
teaching that the constitution of the polyester is selected so
that the desired degree of conpatibility is obtained with the
pol ynmeri c binder, one of ordinary skill in the art would have
been |l ed by the reference to use a conbi nati on of polyester-

cont ai ni ng pol ysi | oxanes.
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For the above reasons, we conclude that the exam ner has
not carried the burden of establishing a prima facie case of
obvi ousness of appellants’ claimed invention over
Haubennestel .? W therefore reverse the rejection under 35
U S.C. 8 103 over this reference.

Rej ection under 35 U . S.C. § 103
over Haubennestel in view of Takekosh

Takekoshi di scl oses bl ock copol yners of pol yaryl ene
sul fi des and pol yet heri mi des or pol ydi organosi | oxanes and
teaches that they are useful as conpatibilizers for blends of
pol yaryl ene sul fides with other polyners such as
pol yet heri m des and pol ydi or ganosi | oxanes (col. 1, lines 7-
16) .

The exam ner argues that Takekoshi woul d have notivated
one of ordinary skill in the art to use two distinct siloxanes
i n Haubennestel’s polynmer blend in order to inprove the heat

di stortion properties of the lacquer (answer, pages 6 and 17).

2 The exam ner applies Haubennestel in view of Preston to
dependent claim 14, but does not rely upon any teaching in
Preston which renedi es the above-di scussed deficiency in
Haubennest el .
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Takekoshi’ s teaching regarding heat distortion is that the
di scl osed pol yaryl ene sul fide bl ock copol yners have a
significantly inproved heat distortion tenperature conpared to
pol yaryl ene sul fi de honopol yners (col. 1, lines 35-41). Thus,
contrary to the examner’s argunment, the reference does not
teach that use of two distinct polysiloxanes in conbination
i nproves heat distortion properties.

Because the exam ner has not provided a convincing
expl anation as to why Takekoshi woul d have fairly suggested,
to one of ordinary skill in the art, nodifying Haubennestel so
as to arrive at appellants’ clained invention, we reverse the
rejection under 35 U.S.C. §8 103 over this conbination of

r ef erences. 3

DECI SI ON

The rejections of clainms 1, 4, 7-11 and 13-22 under

3 The exam ner applies Haubennestel in view of Takekosh
and Preston to dependent claim 14, but does not rely upon any
teaching in Preston which renedi es the above-di scussed
deficiency in the conmbi ned teachi ngs of Haubennestel and
Takekoshi .
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35 U S.C 8§ 112, first paragraph, witten description require-
ment, and the rejections under 35 U.S.C. §8 103 of clainms 1, 4,
10, 11, 13 and 15-22 over Haubennestel and al so over
Haubennestel in view of Takekoshi, and claim 14 over
Haubennestel in view of Preston and al so over Haubennestel in
vi ew of Takekoshi and Preston, are reversed.

REVERSED

Bradley R Garris )

Adm ni strative Patent Judge )
)
)
)

Terry J. Oanens ) BOARD OF

PATENT

Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)

Paul Li eberman )

Adm ni strative Patent Judge )
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TJA cam
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