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DECI SI ON ON APPEAL
This is a decision on appeal fromthe exam ner's
refusal to allow clainms 9-37, all of the clainms pending in

this application.

BACKGROUND

Appel lants' invention relates to a nethod of react-
ing tetrafl uoroethylene with dichlorofluoronmethane to produce
3,3-dichloro-1,1,1, 2, 2-pent af | uor opropane and 1, 3-di chl oro-
1,1, 2,2,3-pentafl uoropropane in the presence of a catalyst
conprising a hal ogenated oxi de of at |east one el enent as
variously specified in the appeal ed clains. A further under-
standi ng of the invention can be derived froma readi ng of
exenplary claim9, which is reproduced bel ow.

9. A nethod for producing 3,3-dichloro-1,1,1, 2, 2-
pent af | uor opropane and 1, 3-dichloro-1,1, 2, 2, 3-
pent af | uor opr opane, whi ch conprises reacting

tetrafl uoroethyl ene with dichl orofluoro-nethane in the
presence of a catalyst conprising a hal ogenated oxi de
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containing at |east one el enent selected fromthe group con-
sisting of Ti, Zr, Hf, V, Nb, Ta, B, Ga, In and TI.

The references of record relied upon by the exam ner

in rejecting the appeal ed cl ai ns are:

Yal e 3,381, 042 Apr. 30,
1968
Sei gneurin 3,795,710 Mar. 05,
1974
Aoyama et al. (Aoyamm) 0 421 322 Apr. 10
19911

(Publ i shed European Patent Application)

! Appel | ants have not chall enged the availability of
Aoyama as prior art to the herein clainmed subject matter in
their briefs. However, appellants claima Novenber 27, 1990
priority date under 35 U.S.C. § 119 based on a prior filing in
Japan via parent application No. 07/915,819 for which 35
US C 8 120 benefits are clained. W wll treat Aoyama as if
the subject matter disclosed in that publication and relied
upon by the exam ner were available prior art in deciding this
appeal (see appellants’ specification, pages 1 and 2). Any
error that may be present in such treatnent of Aoyama is
harm ess in light of our disposition of the exam ner’s rejec-
tion. The discussion in the briefs and answer regarding the
merits of appellants’ priority claimbased on another filing
in Japan on June 03, 1991 are not germane to the issues raised
by this appeal since that priority claimdoes not affect the
prior art status of any of the references which the exani ner
continues to rely upon in the rejection that remains before us
(answer, pages 2 and 4-7).
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Clains 9-37 stand rejected under 35 U.S.C. § 103 as
bei ng unpatent abl e over Seigneurin, Yale and Aoyana (answer,
pages 4-6). W reverse.

OPI NI ON

Upon careful review of the entire record including
the respective positions advanced by appellants and the exam
iner, we find ourselves in agreenent with appellants that the
exam ner has
failed to carry the burden of establishing a prima facie case
of obviousness. See In re Cetiker, 977 F.2d 1443, 1445, 24

UsPQ2d

1443, 1444 (Fed. Cir. 1992); In re Piasecki, 745 F.2d 1468,
1471- 1472, 223 USPQ 785, 787-788 (Fed. GCr. 1984). Accord-
ingly, we will not sustain the examner's rejection.

When an exam ner is determ ning whether a claim
shoul d be rejected under 35 U. S.C. § 103, the clainmed subject

matter as a whol e nmust be considered. See In re Cchiai, 71

F.3d 1565, 1569, 37 USPQ2d 1127, 1131 (Fed. GCir. 1995). The

subject matter as a whole of process clains includes the
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starting materials and product made. Wen the starting and/or
product materials of the prior art differ fromthose of the
claimed invention, the exam ner has the burden of explaining
why the prior art would have notivated one of ordinary skil

in the art to nodify or select fromthe materials of the prior
art processes so as to arrive at the clainmed invention. See
Cchiai, 71 F.3d at 1570, 37 USPQ2d at 1131. In the present
case, the exam ner has not carried this burden.

In particular, we note that the exam ner has not
adequat el y expl ai ned how and why one of ordinary skill in the
art would have been led to nodify the process of Yale by
enpl oyi ng
the catal yst of Seigneurin so as to arrive at appellants’
process as called for in any of the clains on appeal (answer,

pages 4-7).

Concerning this matter, we observe that the examner is of the
opi nion that Yale discloses a process identical to appellants’
cl ai med process including the reaction of tetrafl uoroethyl ene

wi t h di chl orof | uor omet hane using bariumfluoride catalyst to
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produce 1, 1-dichloro-2, 2,3, 3, 3- pent af | uor opropane but for the
catal yst (answer, paragraph bridging pages 4 and 5). However,
the cl ai ned process on appeal herein requires the production
of 1,3-dichloro-1,1,2,2,3-pentafluoropropane in addition to
the ot her penta- fluoropropane produced. Additionally, the
only specific disclosure to the production of 1,1-dichloro-
2,2,3,3,3-pent af | uoropropane in Yale appears to be the result
of the reaction of tetrafluoroethylene with cesiumfluoride
and chloro-formas reported in Exanple 4 of Yale. Hence, the
exam ner’s position on Yale's teachings is not in accord with
the patent specification of Yale. VWhile dichlorofluoronethane
is disclosed as a possible reactant in Yale (colum 1, |ines
58-67), there is no disclosure of the presently clained cata-
lyst for use with that particular reactant or the obtention of
the reaction products called for in the appeal ed cl ai ns using

di chl or of | uor omet hane as a reactant.

Seigneurin (colum 2, lines 50-60) discloses, inter

alia, a process for reacting a fluoro-hal ogenated ethyl ene
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derivative such as tetrafl uoroethyl ene,

di fl uorodi chl oroet hyl ene or trifluorochl oroethyl ene,
preferably 1,2-difluorodichloro- ethylene with a hal ogenated
met hane such as carbon tetrachl oride, chloroformand nethyl ene
chloride to formfluoro-chlorinated propane. Production of a
di f | uor ohexachl oropropane is exenpli- fied in Seigneurin as a
product. Seigneurin does disclose BF, as a known catal yst for
form ng hal ogenat ed propane derivatives and gallium halides
(galliumchloride or galliumbromde) as catal ysts as
generally noted by the exam ner (answer, page 4). However, the
conbi ned teachings of Yale and Seigneurin do not suggest the
particular reaction called for in the appealed clains. Nor
can we follow, nmuch | ess agree with, the examner’s logic in
conmbi ning the teachings of those references so as to sonehow
arrive at the process clained herein.

The third reference the exam ner applies, Aoyams,
actually does teach a process for form ng products fromthe
reaction of reactants as called for by appellants’ clains.

The use of an anhydrous al um num chl ori de catal yst or an

al um num
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chl orof l uori de including oxygen in accordance with a specified
formula is taught. Aoyama does not disclose the herein
claimed catal yst that requires the presence of an el enent

ot her than alum num as variously specified in the appeal ed

cl ai ns.

Even given Aoyama’ s teachings, the exam ner has not
fairly expl ai ned how t he conmbi nati on of Aoyama with Yal e and
Sei gneurin woul d have suggested the cl ai ned process to one of
ordinary skill in the art (see answer, pages 6 and 7). Here,

t he exam ner has not adequately set forth why or how one of
ordinary skill in the art would have arrived at the selection
of a catal yst conbination including the catal yst of Aoyanma
together with the catal yst of Seigneurin for the herein
claimed process with a reasonabl e expectation of success from
t he conbi ned teachi ngs of Yale, Seigneurin and Aoyama given
that Yal e and Seigneurin do not specifically disclose the
production of the sane products fromthe sanme reactants as of

interest to Aoyana.
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To establish a prim facie case of obvi ousness, an
exam ner must explain why the teachings of the prior art would
have suggested the cl ai med subject matter to one of ordinary
skill in the art. See In re Rnehart, 531 F.2d 1048, 1051,
189 USPQ 143, 147 (CCPA 1976). The nere fact that the prior
art
coul d be nodified as proposed by the exam ner is not
suf ficient
to establish a prima facie case. See In re Fritch, 972 F. 2d
1260, 1266, 23 USP@d 1780, 1783 (Fed. Cir. 1992).

Significantly, we additionally find that the clained
process is limted to a catal yst containing an oxi de, hal ogen
and at | east one elenment as variously specified in the
appeal ed clains. The exam ner’s supposition that a
hal ogenat ed oxi de as cl ai ned woul d i ncl ude products wherein no
oxygen remains (answer, page 5) is not in accord with the
pl ai n meani ng of the clai mlanguage requiring an oxide, albeit
a hal ogenated one. That construction is consistent with the
appel l ants’ specification (see, e.g., pages 2-8) and argunents

(reply brief, pages 2, 3, 7 and 8). In this regard, it is
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well settled that every claimlimtation nmust be considered in
determ ning patentability. See In re Geerdes, 491 F.2d 1260,
1262- 63, 180 USPQ 789, 791 (CCPA 1974).

In the absence of sufficient factual evidence or
scientific rationale on the part of the exam ner to establish
why and how a skilled artisan would have arrived at
appel l ants’ process fromthe applied references’ teachings as
di scussed above, we find that the exam ner has failed to neet
the initial burden of establishing the prima facie obvi ousness

of the cl ai ned

subject matter. Accordingly, we are constrained to reverse
t he exam ner*s rejection.

Since we reverse for the lack of the presentation of
a prima facie case of obviousness by the exam ner, we need not
reach the issue of the sufficiency of the evidence in the
specification as allegedly denonstrating unexpected results.
See In re Ceiger, 815 F.2d 686, 688, 2 USPQd 1276, 1278 (Fed.

Gir. 1987).
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CONCLUSI ON

The decision of the examner to reject clains 9-37

under 35 U. S.C. § 103 as unpatentabl e over Seigneurin, Yale

and Aoyama i s reversed.

REVERSED

THOVAS A. WALTZ
Adm ni strative Patent Judge

PATENT

PETER F. KRATZ

Adm ni strative Patent Judge
| NTERFERENCES

JEFFREY T. SM TH

Adm ni strative Patent Judge
PFK: psb
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