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DECI S| ON ON APPEAL

23

This is a decision on an appeal fromthe final rejection

of clainms 1 through 23 which are all of the clainms in the

appl i cation.
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The subject matter on appeal relates to a nethod of
producing a paint roller, to the paint roller product produced
by this nmethod and to an apparatus for manufacturing a paint
roller. Rather than reproduce the appealed clains, we refer
to the application file record for a review of the here-
cl ai med subject matter.

The followi ng references are relied upon by the exam ner

as evi dence of obvi ousness:

G odberg et al. (G odberg) 3,226, 799 Jan. 4,
1966

Morri son 3,457,130 July 22,
1969 Sekar 5, 195, 242 Mar .
23, 1993

(parent filed Aug. 15,
1989)

The adm tted prior art

Claims 1 through 5, 7 through 9 and 11 through 23 stand
rejected under 35 U S.C. § 103 as bei ng unpat ent abl e over
Sekar in view of G odberg and Mrrison, and clainms 6 and 10
stand correspondingly rejected over these references and

further in view of the admtted prior art described in the
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background section of the appellants' specification.?

The cl ai ms on appeal have been separately grouped as
i ndi cated on pages 4 and 5 of the brief. Accordingly, we wll
separately consider these clains as appropriate in our opinion
bel ow.
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We refer to the brief and to the answer for a conplete
di scussi on of the opposing viewpoints expressed by the
appel l ants and by the exam ner concerning the above-noted
rej ections.

OPI NI ON

For the reasons which follow, we will sustain the
exam ner's Section 103 rejection of clainms 13 through 23 but
not his rejection of clains 1 through 12.

As correctly argued by the appellants in their brief, the
here-applied references contain no teaching or suggestion of
the appealed claim1l nethod features relating to providing an
adhesi ve substance in strip formthat is conposed sol ely of
t he adhesi ve substance and heating this strip form adhesive
substance to a tenperature at which it will bond to the paint
roller core. Fromour perspective, none of the applied
references even discloses the here-clainmed strip form adhesive
substance, much | ess contains any teaching or suggestion of
substituting this strip form adhesi ve substance for the spray
adhesive step used in Sekar's nethod. As a consequence, it is
quite clear that we cannot sustain the exam ner's Section 103
rejection of independent claiml or of clains 2 through 6
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whi ch depend therefrom as bei ng unpat entabl e over Sekar in
vi ew of Grodberg and Morrison alone or further in view of the
admtted prior art.

Anal ogously, the prior art applied by the exam ner
contains no teaching or suggestion of the appealed claim?7
nmet hod feature directed to an adhesive substance being in a
hot, extruded condition in the formof an envel ope which
envel opes the paint roller core and which envel ope is conposed
solely of the adhesive substance. |ndeed, we find nothing in
t he here-applied references which woul d have suggested
anything that could be rationally considered an envel ope form
adhesi ve substance of the type defined by appealed claim?7.
Further, the examner in his answer has not even responded to
t he appel l ants' argunment concerning this claim?7 feature. It
follows that we al so cannot sustain the rejection of
i ndependent claim7 or of clainms 8 through 12 which depend
t herefrom as bei ng unpat entabl e over Sekar in view of G odberg
and Morrison alone or further in view of the admtted prior
art.

We will sustain, however, the exam ner's Section 103
rejection of method clainms 13 through 18. In our view, these
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cl aims contain nothing which even distinguishes over the

met hod of Sekar. It is here appropriate to enphasize that the
appel l ants' argunents concerning these clains are sinply not
relevant to the features recited therein. For exanple, the
argued distinctions presented regardi ng i ndependent claim 13
do not relate to the features thereof but instead are directed
to the strip form adhesive substance feature of appeal ed claim
1. Simlarly, the argued distinction presented concerning

i ndependent claim 16 relates not to the features thereof but
instead to the envel ope form adhesi ve substance feature of
appeal ed claim 7.

The exam ner's Section 103 rejection of product clains 19
through 22 will also be sustained. It is well settled, of
course, that the patentability determ nation of such product-
by-process clains is based upon the product itself rather than

upon the process by which it is made. 1n re Thorpe, 777 F.2d

695, 697, 227 USPQ 964, 966 (Fed. Cir. 1985). Wth this in
mnd, we fail to discern any distinction between the paint
roller product of appealed clains 19 through 22 and the paint
roll er product of Sekar. More specifically, while the
products of appealed clains 19 and 20 are nmade by net hods
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whi ch patentably distinguish over Sekar's nethod as expl ai ned
above, the ultimate products forned by these respective
met hods are indistinguishable from Sekar's product.
Concerni ng the appeal ed product clains, it appears to be the
appel l ants' position that the paint roller product of these
claims may differ fromthe paint roller product of Sekar "in
the case of a manufacturing mal functioning. . ." (brief, page
16). This position is not only specul ative, but is based upon
features to which the clainms under review are not |[imted and
t hus cannot be regarded as well founded.

Finally, the apparatus defined by appealed claim?23 is
i ndi stingui shable fromthe apparatus discl osed by Sekar.
According to the appellants, "[n]one of Sekar, G odberg et al

nor Morrison disclose apparatus 'for producing a structurally

integral conposite structure consisting of an adhesive free

self-sustaining paint roller core' (enphasis ours), and hence

the cited references whether viewed individually or in any
conbi nati on do not disclose or suggest the clained conbination
of features." (Brief, page 17). W perceive no nerit in the
appel lants' view of this nmatter. Specifically, the appellants
are incorrect in their apparent belief that Sekar's apparatus
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does not produce a self-sustaining paint roller core which is
free of adhesive. Wth reference to Figure 4 of Sekar's
drawi ng, for exanple, it is clear that core 18 is adhesive
free upstream of adhesive applicator 40 (see |lines 3 through
53 in colum 5 of Sekar). Under these circunstances, it is
clear that the Section 103 rejection of claim 23 as being
unpat ent abl e over Sekar in view of G odberg and Morrison al so

shoul d be sust ai ned.
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In summary, we have sustained the exam ner's rejection of
clainms 13 through 23 but not his rejection of clainms 1 through
12.

The decision of the examner is affirned-in-part.

No time period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
8§ 1.136(a).

AFFI RVED- | N- PART

BRADLEY R GARRI S
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

PETER F. KRATZ
Adm ni strative Patent Judge

PAUL LI EBERVAN
Adm ni strative Patent Judge
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Fol ey & Lardner
777 East W sconsin Avenue
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