The opinion in support of the decision being entered today was
not witten for publication and is not binding precedent of
t he Board.
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UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Appeal No. 1997-0706
Application No. 08/040, 528

Bef ore RUGE ERO, DI XON, and BARRY, Adninistrative Patent
Judges.

RUGE ERO, Adnini strative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on the appeal fromthe final rejection
of clainms 1-21. An anendnent after final rejection filed
February 16, 1996 which canceled clainms 5, 11, and 17 was
entered by the Exam ner. A further anmendnent after fi nal
rejection dated Novenber 6, 1996, which acconpani ed
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Appellant’s filing of the Reply Brief, was also entered by the
Exami ner. At page 2 of the Answer, the Exam ner indicted the
wi t hdrawal of the rejection of clains 2-4, 8-10, 14-16, 20,
and 21. Accordingly, only the rejection of clainms 1, 6, 7,

12, 13, 18, and 19 is before us on appeal.

The clained invention relates to a multiple use chip
socket in which first and second types of chips can be
supported in a single chip socket. The particular type of
chip installed in the socket is determ ned by control |ogic
that reads a predeterm ned nmenory | ocation of the chip.
Addressing signals are selectively applied to the chip socket
by the control |ogic depending on the type of chip determ ned
to be installed in the socket.

Claiml1l is illustrative of the invention and reads as
fol |l ows:

1. Amltiple use chip socket conpri sing:

a chip socket for receiving either a first chip type or a
second chip type, said first chip type having a first set of
signals, said second chip type having a second set of signals
different fromsaid first set of signals; and

control logic coupled to said chip socket for determ ning
whet her a chip of said first chip type or said second chip
type is installed in said chip socket by reading a
predeterm ned nenory |ocation of a chip installed in said chip

socket and for providing signals to said chip socket
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conpatible wwth either said first set of signals or said
second set of signals to configure said chip socket to support
operation of either said first chip type or said second chip
type installed in said chip socket.

The Examiner’s Answer cites the following prior art
ref erences:
Powel | 4,319, 343 Mar. 09, 1982
Chuang 5, 546, 563 Aug. 13, 1996

(effectively filed Apr. 22, 1991)

As a result of a new ground of rejection in the Answer,
clainms 1, 6, 7, 12, 13, 18, and 19 stand rejected under 35
U S.C 8§ 102(e) as being anticipated by Chuang.?

Rat her than reiterate the argunents of Appellant and the

Exam ner, reference is nmade to the Briefs? and Answer, as wel |

as to the Examner's comments in the attachment to the

YAl though the Examiner, in the final Ofice action, had
made a prior art rejection based on Powell, no nention of this
rejection is nmade in the Exam ner’s Answer or in the
attachnment to the Advisory action (Paper No. 28, nuiled
Cct ober 14, 1999), which responds to Appellant’s Reply Brief.
We concl ude, therefore, that the rejection based on Powel|l has
been wi thdrawn. See Ex parte Enm 118 USPQ 180, 181 (Bd. App
1957) .

2 The Appeal Brief (revised) was filed July 25, 1996. In
response to the Exami ner’s Answer dated October 17, 1996, a
Reply Brief was filed Novenber 6, 1996 which was entered and
di scussed by the Exam ner in the Advisory action mailed
Oct ober 14, 1999.
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Advi sory action mailed October 14, 1999 (Paper No. 28) for the
respective details.
OPI NI ON

We have carefully considered the subject matter on
appeal, the rejection advanced by the Exam ner and the
evi dence of anticipation relied upon by the Exam ner as
support for the rejection. W have |ikew se revi ewed and
taken into consideration, in reaching our decision,
Appel l ant’s argunments set forth in the Briefs along with the
Exami ner’s rationale in support of the rejection and argunents
in rebuttal set forth in the Examner’s Answer and in the
attachnment to the Advisory action of Cctober 14, 1999.

It is our view, after consideration of the record before
us, that the disclosure of Chuang does not fully neet the
invention as set forth in clains 1, 6, 7, 12, 13, 18, and 19.
Accordi ngly, we reverse.

Anticipation is established only when a single prior art
reference discloses, expressly or under the principles of
i nherency, each and every el enent of a clainmed invention as
wel | as disclosing structure which is capable of perform ng

the recited functional limtations. RCA Corp. v. Applied
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Digital Data Sys., Inc., 730 F.2d 1440, 1444, 221 USPQ 385,

388 (Fed. Cir.); cert. dismssed, 468 U S. 1228 (1984); WL.

Gore & Assocs. v. Garlock, Inc., 721 F.2d 1540, 1554, 220 USPQ

303, 313 (Fed. Gir. 1983), cert. denied, 469 U.S. 851 (1984).

Wth respect to independent clainms 1 and 7, the Exam ner,
at pages 3 and 4 of the Answer, attenpts to read the various
claimlimtations on the Chuang reference. |In particular, the
Exam ner points to the chip socket 10 and control |ogic
circuitry 14 illustrated in Chuang’ s Figure 2.

I n response, Appellant’s primary argunent (Reply Brief,
page 2) centers on the contention that Chuang fails to
di scl ose the determ nation of a particular chip type installed
in the chip socket “by reading a predeterm ned nenory | ocation
of a chipinstalled in said chip socket” as clainmed. After
careful review of the Chuang reference in light of the
argunents of record, we are in agreenent with Appellant’s
position as stated in the Reply Brief.

We agree with Appellant that, while Chuang utilizes
a signal (MP#) emanating froma particular socket pin, i.e.,
pin 31, for chip type identification, there is no indication

fromthe disclosure of Chuang that this signal is associated
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with the reading of a predeterm ned nenory | ocation of an
installed chip. Al though the Exam ner, in the attachnent to
the Advisory action of Cctober 14, 1999, suggests the

i nherency of the assignnment of particular socket pin nunbers
to predeterm ned | ocations of the installed chip nenory, the
record is totally devoid of any support for such an assertion.
To establish inherency, evidence nmust nake clear that the

m ssing descriptive matter is necessarily present in the thing
described in the reference and woul d be recogni zed as such by

persons of ordinary skill. 1n re Robertson, 169 F.3d 743,

745, 49 USPR2d 1949, 1950-51 (Fed. Cir. 1999) citing

Continental Can Co. v. ©Monsanto Co., 948 F.2d 1264, 1268, 20

USPQ2d 1746, 1749 (Fed. Cir. 1991). “lnherency, however, may
not be established by probabilities or possibilities. The
mere fact that a certain thing may result froma given set of

circunstances is not sufficient.” 1d. citing Continental, 948

F.2d at 1269, 20 USPQd at 1749.
In view of the above di scussion, since all of the clained
[imtations are not disclosed by Chuang or inherent therein,

the Examiner’s 35 U.S.C. 8§ 102(e) rejection of independent
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clains 1 and 7, as well as clains 6, 12, 18, and 19 dependent
t hereon, cannot be sust ai ned.

Turning to a consideration of independent claim13, we do
not sustain the Examiner’'s 35 U S.C. 8§ 102(e) rejection of
this claimas well. Wile claim13 does not include a
recitation of determning chip type by reading a predeterm ned
nenory | ocation of an installed chip, there is a clear,
specific recitation of a step of determ ni ng whether an
installed chip “is required to be accessed as a boot device.”
We find no disclosure of any such feature in Chuang, nor do we
find any indication fromthe Examner’s line of reasoning as
to how the disclosure of Chuang could be interpreted as
meeting such claimlimtation.

I n concl usi on, we have not sustained the Exam ner’s
35 U.S.C. 8 102(e) rejection of any of the clains on appeal.
Accordingly, the Exam ner’s decision rejecting clainms 1, 6, 7,
12, 13, 18, and 19 is reversed.

REVERSED

Joseph F. Ruggiero
Adm ni strative Patent Judge
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