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The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the

Boar d.
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DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina
rejection of clainms 11 and 13 through 18, which are all of the

clainms pending in this application.

! Application for patent filed March 7, 1995.
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BACKGROUND

The appellants' invention relates to a system and net hod
for node selection in a variable displacenent engine. An
under st andi ng of the invention can be derived froma reading
of exenplary clainms 11 and 14, which appear in the appendix to

the appel lants' brief.

The prior art references of record relied upon by the
exam ner as evi dence of anticipation under 35 U . S.C. § 102 and

obvi ousness under 35 U.S.C. §8 103 are:

I shii 5, 038, 739 Aug. 13,
1991
Li pi nski et al. 5,408, 974 Apr. 25,
1995
(Li pi nski) (filed Dec. 23, 1993)

Clainms 11 and 13 through 18 stand rejected under 35
Uus.C
8§ 112, first paragraph, as failing to provide an adequate

witten description of the invention.

Clainms 11 and 14 through 16 and 18 stand rejected under
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35 U.S.C. 8 102(a)/(e) as being anticipated by Lipinski.

Claim 17 stands rejected under 35 U.S.C. §8 103 as being

unpat ent abl e over Lipinski in view of Ishii

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appel |l ants regardi ng the above-noted
rejections, we nake reference to the final rejection (Paper
No. 7, mailed Novenber 18, 1995) and the exam ner's answer
(Paper No. 14, numiled July 30, 1996) for the examner's
conpl ete reasoning in support of the rejections, and to the
appel l ants' brief (Paper No. 13, filed July 1, 1996) for the

appel | ants' argunents thereagai nst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellants' specification and
clains, to the applied prior art references, and to the
respective positions articulated by the appellants and the
exam ner. As a consequence of our review, we neke the

determ nati ons which foll ow.
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The written description issue

We do not sustain the examner's rejection of clains 11
and 13 through 18 under 35 U.S.C. 8§ 112, first paragraph, as
failing to provide an adequate witten description of the

i nventi on.

The description requirenent exists in the first paragraph
of 35 U.S.C. 8 112 i ndependent of the enabl enent (how to make
and how to use) requirenent.? The test for determning
conpliance with the witten description requirenent is whether
the disclosure of the application as originally filed
reasonably conveys to the artisan that the inventor had
possession at that tinme of the |ater clainmed subject matter,
rat her than the presence or absence of literal support in the

specification for the claimlanguage. See Vas-Cath, Inc. V.

Mahur kar, 935 F.2d 1555, 1563-64, 19 USPQ2d 1111, 1116-17

21t is well settled that the description and enabl enent
requi renents are separate and distinct fromone another and
have different tests. See In re Wlder, 736 F.2d 1516, 1520,
222 USPQ 369, 372 (Fed. Cir. 1984); In re Barker, 559 F.2d
588, 591, 194 USPQ 470, 472 (CCPA 1977); and In re More, 439
F.2d 1232, 1235-36, 169 USPQ 236, 239 (CCPA 1971).
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(Fed. Cir. 1991) and In re Kaslow, 707 F.2d 1366, 1375, 217

USPQ 1089, 1096 (Fed. G r. 1983).

The exam ner's basis for this rejection (final rejection,
p. 2) is that "no where in the specification is there even an
exanpl e on the apparatus/equations necessary to determne this
vacuum (i.e., the inferred desired fractional manifold
vacuun) and that the "exam ner does not consider inferred

desired fractional manifold vacuuma termin the art."

The appel l ants argue (brief, pp. 2-3) that this rejection
IS not sustainable since the appellants are allowed to be
their own | exi cographers and the term"inferred desired
fractional manifold vacuumt is defined at pages 5-6. W
agr ee. A rejection on the description requirenment is
tantanmount to a new matter rejection. Both are fully defeated
by a specification which describes the invention in the sane

terns as the clains. See In re Bowen, 492 F.2d 859, 864, 181

USPQ 48, 52 (CCPA 1974). Since the appellants' specification
at pages 5-6 describes the "inferred desired fractiona

mani fold vacuunt’ in the sane terns as used in the clains, we
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reverse the examner's rejection based upon the witten
description requirenent in the first paragraph of

35 U.S. C § 112.

To the extent that the exam ner intended® by stating that
the specification does not include an exanple on the
appar at us/ equati ons necessary to determ ne an inferred desired
fractional manifold vacuumto nmake a rejection based upon the
enabl enment requirenent* in the first paragraph of 35 U S. C
§ 112, we note only that, in our opinion, the exam ner has not
nmet his burden of proof by advanci ng acceptabl e reasoning
i nconsi stent with enablenent. In order to nmake a rejection,
the examiner has the initial burden to establish a reasonable

basis to question the enabl enent provided for the cl ai ned

8 See the first two paragraphs of the exam ner's response
to argunent set forth in the answer.

4 The test for enablenment is whether one skilled in the
art could make and use the clained invention fromthe
di scl osure coupled with information known in the art w thout
undue experinentation. See United States v. Telectronics,
Inc., 857 F.2d 778, 785, 8 USPQ2d 1217, 1223 (Fed. Cir. 1988),
cert. denied, 109 S.Ct. 1954 (1989); In re Stephens, 529 F.2d
1343, 1345, 188 USPQ 659, 661 (CCPA 1976).
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invention. See In re Wight, 999 F.2d 1557, 1561-62, 27

USPQ2d 1510, 1513 (Fed. Cr. 1993) (exam ner nust provide a
reasonabl e expl anation as to why the scope of protection
provided by a claimis not adequately enabl ed by the

di scl osure). A disclosure which contains a teaching of the
manner and process of nmaking and using an invention in terns
whi ch correspond in scope to those used in describing and
defining the subject matter sought to be patented nust be
taken as being in conpliance with the enabl enment requirenent
of 35 UUS.C § 112, first paragraph, unless there is a reason
to doubt the objective truth of the statenents contained

therein which nmust be relied on for enabling support. See In

re Marzocchi, 439 F.2d 220, 223, 169 USPQ 367, 369 (CCPA

1971) .
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The prior art issues
We sustain the examner's rejection of claim 14% under

35 U S.C 8§ 102(a)/(e) as being anticipated by Lipinski.

A claimis anticipated only if each and every el enent as
set forth in the claimis found, either expressly or
i nherently described, in a single prior art reference.

Verdegaal Bros. Inc. v. Union Gl Co., 814 F.2d 628, 631, 2

USPQ2d 1051, 1053 (Fed. Cir.), cert. denied, 484 U S. 827

(1987). The inquiry as to whether a reference anticipates a
cl aimnmust focus on what subject matter is enconpassed by the
cl ai m and what subject matter is described by the reference.

As set forth by the court in Kalman v. Kinberly-d ark Corp.

713 F.2d 760, 772, 218 USPQ 781, 789 (Fed. Cir. 1983), cert.
deni ed, 465 U. S. 1026 (1984), it is only necessary for the

clainms to read on' sonething disclosed in the reference,
i.e., all limtations of the claimare found in the reference,

or 'fully nmet' by it."

°® In accordance with 37 CFR §8 1.192(c)(7), we have
selected claim 14 fromthe appellants' groupi ng of clains
(brief, p. 2) to decide the appeal on this rejection under 35
UusS. C § 102.
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Claim14 is drawn to an apparatus for determ ning the
nunmber of cylinders to operate in a variable displ acenent
engi ne. The apparatus conprises, inter alia, an engine speed
sensor and a processor coupled to said engine speed sensor for
det erm ni ng whet her the variabl e di spl acenent engi ne shoul d be
operated on a fractional nunber of cylinders. Caim1l4
further recites that the processor (1) infers a desired
fractional manifold vacuum representative of as anount of
vacuum required to accommopdate the desired torque and the
specific em ssions calibration for the variable displacenent
engi ne operating on a fractional nunber of cylinders, (2)
stores recommendations for the nunber of cylinders to operate
in the variable displacenent engi ne based on the present
engi ne speed and the inferred desired fractional nanifold
vacuum and (3) generates a present operating node
recomrendation reflective of the present engi ne speed and the

inferred desired fractional mani fold vacuum

Li pi nski discl oses a systemfor selecting the nunber of
cylinders to be operated in a nmulti-cylinder variable

di spl acenent internal combustion engine. As shown in Figure
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1, Lipinski's systemincludes m croprocessor controller 10 of
the type commonly used for providing engine control. Lipinsk
teaches that controller 10 contains a mcroprocessor 10A,

whi ch uses a variety of inputs from accel erator contro
position sensor 14, engine speed sensor 16, vehicle speed
sensor 18, and various sensors 12. The sensors 12 may i ncl ude
engi ne cool ant tenperature, air charge tenperature, engine
mass air flow, intake manifold pressure, and other sensors
known to those skilled in the art. The controller 10 may
operate spark timng control, air/fuel ratio control, exhaust
gas recirculation (EGR), and other engi ne and power

transm ssion functions. |In addition, through a plurality of
engi ne cylinder operators 20, controller 10 has the capability
of disabling the selected cylinders in the engine so as to
cause the engine to have a decreased effective displacenent.
For exanple, with an 8-cylinder engine, the engine may be
operated on 4, 5, 6 or 7 cylinders, or even 3 cylinders, as

required.

Figure 2 of Lipinski is an engine operation map show ng

fracti onal and maxi num cyl i nder operation based on inferred
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engi ne | oad and engi ne speed. At any particul ar operating

poi nt, accel erator control position sensor 14 transmts to
controller 10 information which is transfornmed into an

accel erator control position signal indicating the position of
the accelerator control. The position of the accel erator
control is used as a reliable indicator of the driver's demand
with respect to engine torque or power output. Additionally,
as noted above, controller 10 receives information from engi ne
speed sensor 16, which allows controller 10 to operate the

engi ne according to the operation map illustrated in Figure 2.

Figure 4 of Lipinski is a flowdiagramillustrating the
operation of a variable displacenent engine using inferred
engine | oad as a control variable. Lipinski teaches (colum,
4 |ines 24-55) that

[i]f vehicle speed is within the control limts of block
102, the routine passes to block 106. At block 106,

cont enporaneous engine load is inferred fromthe

accel erator position and engi ne speed. As used herein,
the term "l oad" means volunetric efficiency, which can be
nmeasured in terns of intake manifold pressure or inlet
air charge. Processor 10A within controller 10 contains
stored val ues for engine |oad as functions of engine
speed and accel erator control position. It has been
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determined that a system according to the present

i nvention may be operated with stored | oad val ues for

ei ther fractional or maxi num operation. Processor 10A
al so contains stored values for engine |load as a function
of engine speed at wi de open throttle. Processor 10A
infers engine |oad by determ ning the percentage of w de
open throttle engine | oad corresponding with the engine
| oad demanded by the driver, as indicated by the sensed
accel erator control position. The wi de open throttle

| oad and the | oadi ng governed by the accel erator contro
are conpared at the sane engi ne speed. In effect,
processor 10A determ nes the extent to which the engine
is being | oaded, up to and including the wi de open
throttle load. The result of this conparison, which is a
fraction having a value |less than or equal to one, is
entered into one of two | ook-up tables, with each having
two di nensions shown in FIG 2. The | ook-up tables have
i nferred engine | oad and engi ne speed as i ndependent

vari ables. The | ookup tables correspond to fractiona
and maxi mum operation. In block 110, processor 10A
conpares the values for inferred engine | oad and engi ne
speed with the table val ues to determ ne whether naxi num
operation or fractional operation is indicated.

In our opinion, claim114 is anticipated since each and
every elenment set forth in claim1l4 is found, either expressly
or inherently described, in Lipinski. |In that regard, it is
our determination that the recitation in claim 14 that the
processor infers a desired fractional manifold vacuum "reads

on" Lipinski's disclosure of inferring engine | oad based on
the accel erator control position and engi ne speed. W reach

this concl usi on based upon the well-known rel ati onship between
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engi ne | oad and intake manifold pressure set forth by Lipinsk
at columm 4, lines 25-30. Accordingly, it is our
determination that an "inferred engine load" is directly
proportional to an "inferred desired fractional manifold
vacuum " Thus, when one skilled in the art infers the engine
| oad as taught by Lipinski, one is also inherently inferring

the desired fractional manifold vacuum

The appel |l ants' argument (brief, p. 3) that claim14 is
not antici pated by Lipinski is unpersuasive for the follow ng
reasons. First, claim14 "reads on" Lipinski's system as set
forth above. Second, while Lipinski infers engine |oad and
therefore also infers desired fractional manifold vacuum from
sensing accel erator position, claim1l4 does not exclude
utilizing the sensed accel erator position in inferring the

desired fractional mani fold vacuum

Cains 11 and 15 through 18 have not been separately
argued by the appellants. Accordingly, these clainmns will be

treated as falling with claim14. See In re Young, 927 F.2d

588, 590, 18 USPQ@d 1089, 1091 (Fed. GCr. 1991); In re
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Ni el son, 816 F.2d 1567, 1572, 2 USPQ2d 1525, 1528 (Fed. Cr

1987); and In re Wod, 582 F.2d 638, 642, 199 USPQ 137, 140

(CCPA 1978). Thus, it follows that the exam ner's rejection

of clains 11 and 15 through 18 is al so sustai ned.

CONCLUSI ON

To summari ze, the decision of the exam ner to reject
clains 11 and 13 through 18 under 35 U.S.C. 8§ 112, first
par agraph, is reversed; the decision of the exam ner to reject
clains 11, 14 through 16 and 18 under 35 U S.C. 8§ 102 (a)/(e)
is affirmed; and the decision of the exam ner to reject claim
17 under 35 U.S. C

8§ 103 is affirned.
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No tinme period for taking any subsequent action in
connection with this appeal nay be extended under 37 CFR
8§ 1.136(a).

AFFI RVED- | N- PART
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