THL'S OPI NI ON WAS NOT__WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.

Paper No. 25

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte RICHARD L. KRONENTHAL, ARTHUR A. GERTZMAN
and DOUGLAS R. VALENTI NE

Appeal No. 97-0774
Application 08/121, 525

ON BRI EF

Bef ore McCANDLI SH, Seni or Admi ni strative Patent Judge, and ABRAMS
and NASE, Admi nistrative Patent Judges.

McCANDLI SH, Seni or Adm ni strative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on an appeal fromthe exam ner’s
rejection of clains 1, 2, 8, 10, 11, 18, 26, 29 and 45 under
35 US.C 8 103. The only other clains still pending in the
application have been withdrawn from consi derati on as bei ng

directed to a non-el ected i nventi on.

1 Application for patent filed Septenber 16, 1993.
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The invention disclosed in the subject application rel ates
to a surgical sponge assenbly having a plurality of individual
sponge nenbers (12) slidably nounted on a flexible strand (16)
between a retaining stop (32) and a slide nmenber (18) to forma
surgi cal nasal pack for insertion into a patient’s nasal passage.
The slide nmenber (18) is selectively slidable along the flexible
strand (16) to conpress the individual sponge nenbers between the
slide nmenber and the retaining stop.

A copy of the appealed clains, as these clains appear in the
appendi x to appellants’ brief, is appended to this decision.

The following reference is relied upon by the exam ner as
evi dence of obviousness in support of his rejection under § 103:

Schoenhol z et al. 3, 965, 905 June 29, 1976
( Schoenhol z)

Clains 1, 2, 8, 10, 11, 18, 26, 29 and 45 stand rejected
under 35 U.S.C. 8 103 as bei ng unpatentable solely over
Schoenhol z.

We have carefully considered the issues raised in this
appeal together with the examner’s remarks and appel | ants’
argunents. As a result, we conclude that the rejection of the
appeal ed cl ai n8 cannot be sustained. Qur reasons for this
concl usion foll ow.

| ndependent clains 1 and 45 call for a surgical sponge

assenbly having a plurality of sponge nenbers for contacting
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fluid in a patient’s cavity. Caim26, the only other

i ndependent cl ai mon appeal, specifically recites that the sponge
menbers forma nasal pack to absorb body fluids. Furthernore,

all of the appeal ed i ndependent clains recite that the sponge
menbers are slidably nmounted on a flexible strand neans. All of
t he i ndependent appealed clains additionally recite that the
sponge nenbers are adapted to be noved along the flexible strand
means to engage adj acent sponge nenbers.

Contrary to the exam ner’s findings on page 3 of the answer,
Schoenhol z does not disclose a surgical sponge assenbly as such.
I nstead, this reference discloses a catanenial tanpon having a
plurality of absorbent masses 1, such as sponges, nounted on a
thread 2. In contrast to appellants’ clained invention,
Schoenhol z’ s sponge nenbers are attached at spaced apart
intervals to thread 2 as shown in the enbodi mrent of Figure 2 of
t he patent draw ngs.

The exam ner concedes on page 3 of the answer that
Schoenhol z’ s sponge nmenbers are fixedly attached to the thread
rat her than being slidably nounted thereon. He neverthel ess
concl udes as foll ows:

It woul d have been obvious to one of ordinary

skill in the art at the tinme the invention was nade to

omt the securing neans on elenents 1 in Figs. 2, 3 or

4 to allow the sponge material to nove along the thread

2, when the function of the attachnent is not desired.

The elimnation of the attachnments allow the device to
operate in the manner of applicant’s device. The
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om ssion of the securing elenents still allows the
device to function and it is well settled, that the
om ssion of an elenent and its function in a

conbi nation i s an obvi ous expedient if the remaining

el ements performthe sane function as before. 1In re
Karl son, 135 [sic, 136] USPQ 184 (CCPA 1963). [Answer,
pages 3-4].

As an apparent alternative position, the exam ner states:
Furt hernore, Schoenhol z di scloses that it was

known to attach absorbent disc [sic, discs] or blocks

along a string such that the string “sinply functioned

to align the individual conponents so that this

| engt hwi se- novenent woul d be optim zed.” (1:23-35,

description of GahamU. S. [Patent] 2,858, 831).

[ Answer, page 4.]

Wth regard to the examner’s first position quoted supra,
we agree that, as a general rule, the elimnation of an el enent
and its function would have been an obvi ous expedient. See, for
exanple, In re Kuhle, 526 F.2d 553, 555, 188 USPQ 7, 9 (CCPA
1975). That legal principle, however, is not applicable here in
t he manner proposed by the exam ner.

In the present case, no evidence has been proffered by the
exam ner to show that the “attachnment” for each of Schoenhol z’s
sponges is an elenent which is separate fromthe sponge nenbers
and the thread to nmake possible the elimnation of the attach-
ments as proposed by the exam ner without elimnating a portion
of the sponge nenbers and/or the thread needed for fixing the

sponge nenbers to the thread. In fact, the Schoenhol z specifi -

cation states in colum 2, lines 33-37, that the thread itself is
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attached to the disc sponges 1 at the X-shaped apertures of the
sponges. It therefore appears that the attachnents are parts of
the thread and parts of the sponge nenbers as confirmed by the
exam ner’s finding that Schoenhol z’s sponge nenbers 1 “are
fixedly attached to the thread . . .” (answer, page 5).

Thus, what the exam ner proposes in substance is not the
elimnation of an el enment, such as each sponge nenber or the
thread itself, but rather only a portion of each sponge nenber
and, presunmably, any attaching portion of the thread. Neither
Karl son nor Kuhle, however, supports the notion of elimnating
just a selected portion of an el enent based on the inproper
hi ndsi ght ed benefit of appellants’ own disclosure. Furthernore,
if the attaching portions were sonehow el i m nated, Schoenholz’s
thread woul d no I onger performits function of fixedly nounting
t he sponge nenbers as required by Karlson. Mreover, the
elimnation of the attachnent of Schoenhol z’s sponge nenbers to
the thread 2 is directly contrary to Schoenhol z’s invention. As
aresult, it is not seen how one of ordinary skill in the art
woul d have been notivated to do so w thout the hindsighted
benefit of appellants’ disclosure in view of the fact that such a
nodi fi cati on woul d have | ed away from Schoenhol z’ s teachi ngs.

As we understand the examner’s alternative position as

quoted supra, he is not relying on the G aham patent itself, but
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instead is nerely relying upon Schoenhol z’ s description of the
Graham patent in colum 1, lines 23-35, of the Schoenhol z
specification.? Admttedly, Schoenholz states in colum 1, lines
33-35, that Grahamis string for the tanpon absorbent discs sinply
functions to align the individual conmponents so that a
“l engt hwi se novenent woul d be optim zed.” However, it does not
necessarily follow fromthis description that G ahanis discs are
necessarily slidably mounted on the string as urged by the
exam ner on page 5 of the answer.

| nstead, the | engthw se novenent nentioned in |ines 33-35 of
colum 1 of the Schoenhol z specification refers to | engthw se
expansi on of the tanpon discs as described in the preceding
sentence of the specification. As evidenced fromthe description
of the Schoenhol z invention itself, it is not necessary to
slidably mount the tanpon discs on the string or thread in order
to facilitate such an expansi on of the discs upon absorbing body
fluids.

Wth particular regard to claim26, the recitation of a
surgi cal nasal pack does not appear in just the preanble itself

as the exam ner seens to suggest in the paragraph bridgi ng pages

2 Ve hasten to add that reliance on the Graham patent itself, rather
t han Schoenhol z' s description of the G aham patent, would clearly be inproper
in the present case because the Graham patent was not included in the
statement of the rejection. See In re Hoch, 428 F.2d 1341, 1342, 166 USPQ
406, 407 (CCPA 1970).

-6-



Appeal No. 97-0774
Application 08/ 121, 525
5 and 6 of the answer. Instead, the body of this claimexpressly
recites that the slide is adapted to be noved along the flexible
strand neans to drive the sponge nenbers together so that each
sponge nenber “engages the adjacent sponge body nenber formng a
rigid nasal pack . . .” This claimrecitation cannot be
di sm ssed or ignored and, instead, nust be given effect as a
limtation of the claim See In re Angdstadt, 537 F.2d 498, 501,
190 USPQ 214, 217 (CCPA 1976) in which the predecessor of our
current review ng court gave effect to the claimlimtation “to
form. . . hydroperoxides.” There is no teaching or suggestion
of a nasal pack in the Schoenhol z patent.

For the foregoing reasons, the rejection of appeal ed cl ains
1, 2, 8, 10, 11, 18, 26, 29 and 45 cannot stand. The exam ner’s
decision rejecting the appealed clains is therefore reversed.

REVERSED

HARRI SON E. McCANDLI SH
Seni or Adm ni strative Patent Judge

NEAL E. ABRAMS
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

JEFFREY V. NASE
Adm ni strative Patent Judge
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6667-B A d Dom nion Dr.
McLean, VA 22101
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APPENDI X

Claim1l. A surgical sponge assenbly conprising a
plurality of absorbent, conpressed sponge nenbers slidably
mounted on a flexible strand neans, each of said conpressed
sponge nenber bei ng adapted to be noved al ong said strand neans
to obtain engagenent wi th adjacent sponge nmenber surfaces, a
retaining neans providing a stop for the |ast sponge nenber
| ocated at the distal end of said flexible strand neans, said
sponge assenbly when its sponge nenbers are in engagenent
allowi ng direct placenent of the sponge assenbly in a cavity of a
pati ent and when comng in contact wwth fluid, swelling to nove
al ong said strand nmeans and form an enl arged flexible cross
sectional configuration which substantially fills at |east a
portion of the cavity.

Claim2. A surgical sponge assenbly as clainmed in
claim1l wherein said each sponge nenber has a rectangul ar cross
section.

Claim8. A surgical sponge assenbly as clainmed in
claim1l wherein said retaining neans conprises a | oop.

Claim 10. A surgical sponge assenbly as clained in
claiml1l where said flexible strand neans is a nonofil anent.

Claim1ll. A surgical sponge assenbly as clained in

claiml where said flexible strand neans is a nmultifil anent.
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Claim18. A surgical sponge assenbly as clained in
claim1l wherein said flexible strand neans has a slide nounted on
one end.

Claim26. A surgical nasal pack conprising a plurality
of absorbent sterile sponge body nenbers with fast w cking
capability allow ng i medi ate absorbtion [sic] of body fluids
slidably mounted on a flexible strand neans, a stop provided on
the distal end of said strand neans, a slide noveably nounted on
the proxi mal end of said strand neans, said slide being adapted
to be noved al ong said strand neans toward the distal end of said
strand neans to engage one of said sponge body nenbers and drive
t he sponge body nenbers together so that each sponge body engages
t he adj acent sponge body nenber forming a rigid nasal pack
allowi ng insertion of the nasal pack into a nasal cavity, said
slide being adapted to be noved away fromthe distal end to allow
sponge body nenbers to nove apart in relation to each other
providing flexibility of the nasal pack, the nasal pack when
placed in a patient cavity and contacting fluid, expanding to
occupy said patient cavity placing gentle pressure on the patient
and absorbi ng body fl uids.

Claim?29. A surgical sponge assenbly as clained in
claim 26 wherein each sponge nenber has a rectangul ar cross

secti on.
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Claim45. A surgical sponge assenbly conprising a
plurality of absorbent, conpressed sponge nenbers slidably
mounted on a flexible unitary strand nmeans whi ch extends through
sai d sponge nenbers, a slide nenber slidably nounted on said
fl exi ble strand neans, each of said conpressed sponge nenbers
bei ng adapted to be noved al ong said unitary strand neans by the
slide nmenber for selective engagenent with adjacent sponge nenber
surfaces, a distal end of said flexible strand neans providing a
retaining neans acting as a stop for the |ast sponge nenber
positioned at the distal end of said flexible strand neans, said
sponge assenbly when its sponge nenbers are in engagenent
all owi ng direct placenent of the sponge assenbly in a cavity of a
pati ent and when comng in contact wwth fluid, swelling to nove
al ong said unitary strand neans and form an enl arged fl exible
cross sectional configuration which substantially fills at |east

a portion of said cavity.



