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The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
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Bef ore COHEN, McQUADE and FLEM NG Admi nistrative Patent
Judges.

McQUADE, Adm nistrative Patent Judge.

DECI S| ON ON APPEAL

Leighton |I. Davis, Jr. et al. appeal fromthe fina
rejection of clainms 1 through 14, all of the clains pending in

the application. W reverse.

! Application for patent filed June 30, 1993.

-1-



Appeal No. 97-0777
Application 08/083, 587

The invention relates to "nethods and systens for
predicting air discharge tenperature in a control system which
controls an autonotive HVAC systent (specification, page 1).
Claims 1 through 7 are drawn to a nethod and clains 8 through
14 are drawn to a system Copies of these clains appear in
the appendi x to the appellants' main brief (Paper No. 8).

Clainms 1 through 14 stand rejected:

a) under 35 U.S.C. § 112, first paragraph, as being based
on a specification which fails to conply with the enabl enent
requi renent of this section of the statute; and

b) under 35 U.S.C. 8§ 101 as being directed to non-
statutory subject matter

Ref erence is nmade to the appellants' main and reply
briefs (Paper Nos. 8 and 10) and to the exami ner's fina
rejection (Paper No. 6), main and suppl enental answers (Paper
Nos. 9 and 11) and response to renmand (Paper No. 13) for the
respective positions of the appellants and the exam ner with
regard to the nerits of these rejections.

Turning first to the enabl enment rejection, the
di spositive issue is whether the appellants' disclosure,
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considering the |l evel of ordinary skill in the art as of the
date of the application, would have enabled a person of such
skill to make and use the invention w thout undue

experinmentation. ln re Strahilevitz, 668 F.2d 1229, 1232, 212

USPQ 561, 563-64 (CCPA 1982). 1In calling into question the
enabl enent of the appellant's disclosure, the exam ner has the
initial burden of advanci ng acceptabl e reasoni ng i nconsi st ent
wi th enabl enent. 1d.

According to the exam ner, the appellants' disclosure is
non-enabl i ng because it fails to adequately describe the
manner in which the discharge air tenperature cal cul ation
referred to in the clains is perfornmed. The examner's
position here rests solely on an alleged | ack of detail in the
appel l ants' description of the nathematical operations
i nvol ved (see pages 11 and 12 in the nmain answer and pages 2

through 5 in the suppl enental answer).?

2 This reasoning represents a shift fromthe rational e set
forth in the final rejection. There, the exam ner considered
the disclosure to be non-enabling due to an alleged failure to
explain how the cal cul ated air discharge tenperature could be
used to control an autonotive HVAC system The exam ner now
concedes that this concern was unwarranted (see page 11 in the
mai n answer and page 2 in the supplenental answer).
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The portion of the disclosure directly relating to the
cal culation of the air discharge tenperature, specification
pages 10 through 12 and Figures 16 and 17, is relatively
straightforward in setting forth the nodel upon which the
calculation is based. It is not apparent, nor has the
exam ner cogently expl ained, why such disclosure, while
admttedly lacking in mathenatical detail, would not have
enabl ed a person of ordinary skill in the art to derive and
use a nmethod and system for perform ng the cal cul ati on w t hout
undue experinentation. Thus, the exam ner has failed to neet
his initial burden of advanci ng acceptabl e reasoning
I nconsi stent with enabl enent.

Accordi ngly, we shall not sustain the standing 35 U.S. C

§ 112, first paragraph, rejection of clainms 1 through 14.

The standing 35 U.S.C. 8 101 rejection of clainms 1
through 14 rests on the examner's determ nation that these
clainms are directed to a non-statutory mathemati cal al gorithm
(see pages 3 and 4 in the final rejection).

Congress intended statutory subject matter under § 101 to
I ncl ude anyt hing under the sun that is made by man. D anond

v. Chakrabarty, 447 U S. 303, 309 (1980). Nonethel ess, there
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are limts to 8 101 and every discovery is not enbraced wthin
the statutory terns. Excluded from such patent protection are
| aws of nature, physical phenonena and abstract ideas.

Dianond v. Diehr, 450 U S. 175, 185 (1981). Certain types of

mat hemati cal subject matter, standing al one, represent nothing
nore than abstract ideas until reduced to sone type of
practical application, i.e., a useful, concrete and tangible

result. State St. Bank & Trust Co. v. Signature Fin. G oup

Inc., 149 F.3d 1368, 1373, 47 USPQd 1596, 1600-01 (Fed. G r

1998); In re Alappat, 33 F.3d 1526, 1542-1543, 31 USPQ2d 1545,

1556-57 (Fed. Gir. 1994). The proper inquiry when dealing

wi th mat hemati cal subject matter is to see whether the clained
subject matter as a whole is a disenbodi ed nat hemati ca
concept, which in essence represents nothing nore than a | aw
of nature, natural phenonmenon or abstract idea. |d.

Claims 1 through 14 are directed to a nethod and system
for predicting air discharge tenperature in a control system
which, in turn, controls a heating, ventilation and air
condi tioning (HVAC) system of a vehicle which discharges a
parcel of air to a passenger cabin. These clains respectively
recite steps and nmeans for sensing or determning various HVAC
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paraneters which are to be factored into the cal cul ati on.
According to the appellants' disclosure, and as conceded by
the exam ner (see note 2, supra), the predicted or calcul ated
air discharge tenperature may be used to control the HVAC
system Thus, the subject nmatter recited in the clains has a
practical application, i.e., a useful, concrete and tangible
result, and is not nmerely a di senbodi ed mat hemati cal concept
whi ch in essence represents nothing nore than a | aw of nature,
nat ural phenonenon or abstract idea. Accordingly, the
exam ner's determ nation that the appellants' clains are drawn
to non-statutory subject matter is unsound.

Therefore, we shall not sustain the standing 35 U S.C. §
101 rejection of clainms 1 through 14.

In summary and for the above reasons, the decision of the
exam ner to reject clains 1 through 14 under 35 U.S.C. § 112,
first paragraph, and under 35 U.S.C. §8 101 is reversed.

REVERSED

| RWN CHARLES CCHEN )
Adm ni strative Patent Judge
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JOHN P. M QUADE
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

M CHAEL R FLEM NG
Adm ni strative Patent Judge

)
)
)
)
)
)
)



Appeal No. 97-0777
Application 08/083, 587

David R Syrow k

Br ooks & Kushman

1000 Town Center, 22nd Fl oor
Southfield, M 48075

JPM Ki



