TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |l aw journal and
(2) is not binding precedent of the Board.
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COHEN, Adninistrative Patent Judge.

DECI S| ON ON APPEAL

The present appeal in this reexam nation proceedi ng
for U S. Patent No. 5,096,334 involves clains 9 and 10, under
final rejection. 1In an earlier appeal during this
reexam nati on proceeding, this panel of the board rendered a
deci si on® which affirned rejections of clains 1 through 3 and
11, clainms 5 and 6, claim7, and claim38, and reversed
rejections of clains 4, 9, and 10.* W also introduced a new
ground of rejection for dependent clains 9 and 10 in
accordance with 37 CFR 8§ 1.196(b). In the current appeal

exclusively involving anended clains 9 and 10, their content

® Decision in Appeal No. 95-0623 (Paper No. 41). The
content of the opinion in this earlier decision is
I ncor por ated herein.

4 As to the affirnmed rejections, appellant did not request
reconsi deration within the one nonth period fromthe date of
the earlier decision; 37 CFR 8 1.197. The present decision is
a final action on those affirnmed rejections and establishes
the effective date of the affirmance for purposes of
appel lant’s right of judicial review under 35 U . S.C. 88 141 or
145.
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differs fromthe earlier versions thereof previously before us

for review

The invention of clains 9 and 10 invol ves a device
for shoring the walls of an excavation. A conplete
under st andi ng of the invention can be derived froma reading
of these clains, as they appear in the EXH BIT “A” APPENDI X
attached to the entered reply brief of Novenber 7, 1996 (Paper

No. 57).°

In rejections of clains 9 and 10 under 35 U S.C. §

103, the exam ner relies upon the foll ow ng references:

Drum 2,987, 890 June 13, 1961
Benni ng 3,922, 866 Dec. 2, 1975
Giswld 4, 058, 983 Nov. 22, 1977
Krings 4,376, 599 Mar. 15, 1983

“SPEED SHORE’ Brochure, eight page color brochure (the U. S.
Brochure).

“Pl LE BUCK STEEL SHEET PI LI NG DESI GN MANUAL” (Pil e Buck
Manual ), pages 1, 16, 27, 65, 85, and 127 (1987).

°® During any further prosecution before the exam ner, the
cl aims should be appropriately nodified to conformto reexam -
nation amendnent requirenents. See 37 CFR 8§ 1.121(f) and MPEP
§ 2250.
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The rejections which follow are before us for
revi ew.

Claim 10 stands rejected under 35 U.S.C. § 112,

first paragraph.

Clains 9 and 10 stand rejected under 35 U S.C. §
112, second paragraph, as being indefinite.

Caim9 stands rejected under 35 U . S.C. § 103 as
bei ng unpatentabl e over the U S. Brochure in view of Krings
and the Pile Buck Manual for the reasons set forth in the
earlier decision of the Board mailed Cctober 31, 1995 (Paper

No. 41), further in view of Benning and Giswol d.

Claim 10 stands rejected under 35 U.S.C. 8§ 103 as
bei ng unpatentabl e over the U S. Brochure in view of Krings
and the Pile Buck Manual for the reasons set forth in the

earlier decision of the Board mailed Cctober 31, 1995 (Paper
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No. 41), further in view of Benning and Giswold, as applied

to claim9 above, and additionally in view of Drum.?®

The full statenent of the specified rejections and
the response to the argunent advanced by appellant can be
found in the main and suppl enental answers (Paper Nos. 51 and
62), while the text of appellant’s argunent appears in the

main and reply briefs (Paper Nos. 50 and 57).

OPI NI ON
This panel of the board has carefully assessed the

speci fication, drawi ng, and clains’ of the patent undergoing

® This rejection of claim10 was denom nated a new ground
of rejection by the exam ner on page 5 of the answer (Paper
No. 51).

"daim9, line 8, sets forth a “trench.” Considering the
recitation of an “excavation” in claim9, as well as in parent
claim1, we understand the trench as denoting the excavati on.
Claim10 refers to “said” solid corrugated al um num narrow
panel s, based, of course, upon the earlier recited “solid
panel s of extruded corrugated al um nunf of claim9. However,

(continued. . .)
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reexam nation, the applied prior art references,® and the
respective viewpoints presented by appell ant and the exam ner,
as part of our consideration of the particular issues on
appeal. As a consequence of our review, we make the follow ng

determ nations.®

(...continued)
the noted | anguage of claim 10 | acks the “extruded” recitation
and the specified | anguage of claim9 |acks the “narrow
recitation. These obviously inadvertent |atter om ssions
shoul d be recti- fied during any further prosecution before
the examiner. Additionally, we understand claim9 to set
forth “panels,” i.e., nore than one panel for each one of the
pair of shield nmenbers, since claim10 recites that the
“panel s” further overlap each other along the | ength of each
of said shield nenbers.

8 I'n our evaluation of the applied teachings, we have
consi dered all of the disclosure of each teaching for what it
woul d have fairly taught one of ordinary skill in the art.
See In re Boe, 355 F.2d 961, 965, 148 USPQ 507, 510 (CCPA
1966). Additionally, this panel of the board has taken into
account not only the specific teachings, but also the
i nferences which one skilled in the art woul d reasonably have
been expected to draw fromthe disclosure. See In re Preda,
401 F.2d 825, 826, 159 USPQ 342, 344 (CCPA 1968).

° A nunber of anendnents have been entered subsequent to

the final rejection, i.e., the amendnent dated May 21, 1996
(Paper No. 48) entered as acknow edged on pages 2, 3 of the

mai n answer (Paper No. 51), and the anendnent form ng part

( APPENDI X) of the reply brief dated Novenber 7, 1996 (Paper
No. 57), entered pursuant to the decision on petition dated

Cct ober 29, 1996 (Paper No. 55). However, the exam ner has

(continued. . .)
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The rejection under 35 U.S.C. § 112, first paragraph

We reverse this rejection of claiml0.

It appears to us that the exam ner is relying upon
the description requirenment portion of 35 U.S.C. 8§ 112, first
paragraph, in this rejection. The description requirenent is
separate and distinct fromthe enabl enent requirenment. The
test for determ ning conpliance with the witten description
requi renent is whether the disclosure of the application as

originally filed reasonably conveys to the artisan that the

i nventor had possession at that tine of the later clained

subject matter, rather than the presence or absence of litera

°C...continued)
not appropriately
altered the rejections, as set forth in the main answer, in
accordance with the | anguage now present in the clains on
appeal, as they appear in the APPENDI X of Paper No 57.
Therefore, in the respective rejections on appeal under 35
US C 8§ 112, first and second paragraphs, we will treat each
of the points raised.
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support in the specification for the clai mlanguage. Further,
the content of the drawi ngs may al so be considered in
determ ning conpliance with the witten description

requi renent. See Vas-Cath Inc. v. Mhurkar, 935 F.2d 1555,

1562-63, 19 USPQ2d 1111, 1116 (Fed. Cr. 1991) and In re
Kasl ow, 707 F.2d 1366, 1375, 217 USPQ 1089, 1096 (Fed. Cir

1983).

The exam ner asserts that there is no antecedent
basis in the specification for the term nol ogy now used to
define the “support neans” and the “support nenbers” set forth
i n paragraph (b), lines 1 and 2 of claim10. However, claim
10 on appeal, as set forth in the APPENDI X to the reply brief
(Paper No. 57), now includes the term“wales” in place of the
recitation of “support nenbers.” The term “wales” has a
descriptive basis in the origi- nal disclosure (colums 5 and
6) and clearly denotes rails for
nmounting or supporting the tel escoping cross nenbers, for

exam ple. Thus, based upon the current |anguage of clai m 10,
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the preceding point raised by the exam ner is not wel

f ounded.

The exam ner al so indicates that the underlying
specification | acks support for the limtation in claim10
(paragraph (b), lines 2 and 3) of each of the narrow panels of
the shield nenbers being affixed “independently.” W
di sagree. As pointed out by appellant (main brief, page 10),
we readily perceive that the specification (colum 6, line 67
to colum 7, line 2) fairly supports the | anguage of the

af orenenti oned recitation.

The exami ner also refers to the term*“narrow in
paragraphs (a) and (b) of claim 10 as a word of degree,
| acking a positive definition in the specification, and
therefore rendering the scope of the clained subject natter
i ndetermi nate. Wile the exam ner raises this concern within

a first paragraph rejection under 35 U.S.C. § 112, it appears
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to us that the second paragraph is also in point.
Nevert hel ess, we determne that a rejection under 35 U S.C. §
112 based upon the first or second paragraphs is

I nappropriate. Cearly the term*®“narrow has descriptive
support in the specification (35 U S.C. 8§ 112, first

par agraph); for exanple, see colum 6, |ines 16, 56, and 66.
As to the neaning of the word narrow, in the context used by

appel l ant, we

understand it as representing the “narrower profile” or
“thinner profile” of the cross-section of the corrugated wal
(colum 4, lines 17 through 27 and columm 7, lines 3 through
12) which

provi des additional roomw thin an excavation, as conpared to
previ ous conbi nations. The specification (colum 6, |ines 56,
57 and colum 7, lines 3, 4) inforns us that a basic narrow
segnent utilizes the small dinmension of a total section height
of 1.38 in. Thus, a narrower profile for the wall thickness
(colum 11, lines 42 through 45), as disclosed, is 1.38 in.

Accordingly, the recitation of “narrow’ in claim10 nust be

10
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read and understood in light of the aforenentioned disclosure.
As such, we consider the nmeaning of the term“narrow,” at
issue in claim1l0, to be ascertai nable and, therefore,

definite.

The exam ner also finds no support in the
specification for the recitation that the manifold and val ve
means “mai ntains said shield neans in fixed positions
irrespective of the stabil- ity of the soil.” This |anguage
does not appear in the current formof claim10 on appeal.

Thus, the rejection is not well founded on this latter basis.
Based upon our above assessnent of the | anguage of
claim 10, the examner’s rejection under 35 U S. C. § 112,

first paragraph, nust be reversed.

The rejection under 35 U.S.C. §8 112, second par agraph

We reverse the rejection of clains 9 and 10 under

35 U.S.C. 8§ 112, second paragraph.

11
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The exam ner’s concern for the recitation of
“sheeting” is noot, since it does not appear in the current

formof claim?9.

As to claim10, the asserted doubl e inclusion issue

is |likew se noot, since the current formof claim10 | acks

such a doubl e i ncl usi on.

For the above reasons, clains 9 and 10 are definite.

The rejections under 35 U.S.C. § 103

We reverse the examner’'s rejection of claim?9.

Thi s panel of the board fully conprehends the exam -

ner’ s assessnent of the applied prior art teachings, and the

manner in which it is proposed that they be conbined.

However, for the reasons set forth below, we are not in accord

with the exam ner’s concl usi on of obvi ousness.

12
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Dependent claim9 (APPENDI X of Paper No. 57) is
drawn to a device for shoring the walls of an excavation
conprising, inter alia, a shield nmeans conprising a pair of
opposing, rigid shield nenbers containing solid panels of
extruded corrugated al um numw th upper and | ower edges and
cap and skid elenents affixed to the upper and | ower edges of
the shield nenbers to provide a substantial increase in
rigidity and positive pro- tection for the shield neans as
well as to elimnate setting or digging of the panels into
the trench, thereby allowi ng the shield nenbers to nove freely

wi thin the excavati on.

Consi dering the applied teachings of the U S
Brochure, Krings, the Pile Buck Manual, Benning, and Giswol d
toget her, as a whole, we do not perceive therefromthat one
having ordinary skill in the art would have derived the
suggestion to so nodify the skel eton box arrangenent of the
U S. Brochure to effect a device for shoring the walls of an
excavation, as clainmed. To reiterate, claim9 requires each

of a pair of opposed rigid

13
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shield nmenbers to contain solid panels of corrugated al um num
with cap and skid elenents affixed to the upper and | ower
edges of the shield nenbers to provide a substantial increase
inrigidity and to elimnate setting or digging of the panels
into
the trench (excavation) thereby allow ng the shield nenbers
to nove freely within the excavation. This claimlanguage
corresponds to the expressly stated i ntended purpose of the
cap and skid elenents as set forth in the underlying specifi-
cation (colum 4, lines 27 through 34, and colum 6, |ines 20
through 31). The evidence sinply fails to teach and woul d
not have been suggestive of rigid shield nmenbers, wherein each
menber contains panels of corrugated alum num wth cap and
skid ele- nments affixed to the shield nenbers to provide a
substantial increase in the rigidity thereof and to allow the
shield nenbers to nove freely within an excavation, as
clai mved. Notw thstandi ng the teachings of Krings, Giswold
and Benning, in particular, when it cones to a device for
shoring the walls of an excavation relying upon panels of

corrugated alum num for each of a pair of shield nenbers,

14
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only appellant teaches cap and skid el enments therefor for the
advant ages, as disclosed and clainmed. For t hese reasons,

the rejection of claim9 is reversed.

As to the rejection of claim10 under 35 U. S.C. §
103, a claimdependent fromclaim9, we find that the
addi ti onal teaching of Drum does not overcone the
deficiencies of the other applied prior art as discussed,
supra. Therefore, we |likew se reverse the rejection of claim

10.

Since we have determ ned that the evidence does not
support a concl usion of obviousness relative to clains 9 and
10 on appeal, we need not evaluate the “Objective Indicia of
Non- obvi ousness” relied upon by appellant in the main brief

(pages 12 through 17).

In summary, this panel of the board has:

15
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reversed the rejection of claim 10 stands under

35 U S.C 8§ 112, first paragraph;

reversed the rejection of clains 9 and 10 under

35 U.S.C. 8§ 112, second paragraph, as being indefinite;

reversed the rejection of claim9 under 35 U. S.C. §
103 as being unpatentable over the U S. Brochure in view of

Krings, the Pile Buck Manual, Benning, and Giswold; and

reversed the rejection of claim10 under 35 U. S. C

8 103 as being unpatentable over the U S. Brochure in view

of Krings, the Pile Buck Manual, Benning, Giswold, and Druml.

The deci sion of the examner is reversed.

REVERSED

| RWN CHARLES COHEN
Adm ni strative Patent Judge )

16
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PATENT

| NTERFERENCES

JAMES M MEI STER
Adm ni strative Patent Judge

CHARLES E. FRANKFORT
Adm ni strative Patent Judge
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Guy E. Matthews

Matt hews & Associ at es
1800 Being Drive
Suite 900

Houst on, TX 77057

Al lied Construction Products,
c/o Wayne D. Porter, Jr.
Rankin, Hll, Lewis & dark
600 Huntington Buil di ng

925 Euclid Avenue

Cl evel and, OH 44115

I nc.
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